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INTRODUCTORY NOTE

There are three instruments which exist at the European level dealing with the jurisdiction, 

recognition and enforcement of judgments in civil and commercial matters:

- The Council Regulation (EC) No. 44/2001, on jurisdiction and the recognition and 

enforcement of judgments in civil and commercial matters of 22.12.2000 (Regulation 

44/2001; Reg 44), 

- The EEC - Convention on Jurisdiction and the Enforcement of Judgements in Civil and 

Commercial Matters of 27 September 1968 (Brussels-Convention), and 

- The EC-EFTA Convention on Jurisdiction and the Enforcements of Judgments in Civil 

and Commercial Matters of 16.9.1988 (Lugano-Convention; LC). 

On 1 July 2007, the agreement between the European Community and the Kingdom of 

Denmark on jurisdiction and the recognition and enforcement of judgments in civil and 

commercial matters of 20.9.2005 entered into force. The Brussels Convention, which had 

only been binding and applicable between the EU member states and Denmark since 

Regulation 44/2001 was entered into force, was thereby replaced by this agreement. 

Under this agreement, the provisions of Regulation 44/2001, which are of importance for 

this thesis, became likewise applicable to the territory of Denmark. Consequently, the 

definition of Regulation 44/2001 as used in the thesis includes Denmark in its scope of 

applicability as well.

In order to avoid lengthy references to the relevant sources highlighted in the footnotes, 

the bibliography includes a list of all abbreviations of the articles or books quoted more 

than once in the thesis.

The present work takes into account developments until 1 May 2008.
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CHAPTER ONE: GENERAL INTRODUCTION

The European Patent Convention (EPC)1 is a regionally limited international treaty2

concluded and ratified by several European states. It established the European Patent 

Organisation3 and a system of law, common to the EPC contracting states, for the granting

of patents for invention4, including both substantive and procedural law5. This system co-

exists with the national patent systems of the EPC contracting states. The European 

Patent Organisation has the task of granting patents based on this legal system6. The EPC 

contracting states have thus transferred the souvereign right to examine a patent 

application and to grant a patent with effect for their territory to the European Patent 

Organisation. However, they remained responsible for the enforcement of those patent 

rights. The European Patent Office (EPO), as organ of the European Patent Organisation, 

carries out the task7 to grant these so-called "European patents", if the legal requirements 

of the EPC are met. 

Article 2 (2) EPC provides that the European patent should, in each of the contracting 

states for which it is granted, have the effect of and be subject to the same conditions as a 

national patent granted by that state, unless otherwise provided by the EPC. Furthermore, 

Article 64 (1) EPC makes it clear that a European patent must confer on its holder in each 

of the contracting states in respect of which it is granted, the same rights as would be 

conferred by a national patent granted in that state. As a consequence of this construction 

the European patent is qualified as a so-called "bundle patent", a bundle of European 

patents with the effects of a national patent. The fact, however, that the European patent is 

granted based upon the patentability requirements as determined in the EPC, and that the 

patent's scope is defined and that it is revoked by European law also makes it clear that it 

is not correct to simply speak of a "bundle of national patents"8, as it is often done.

  
1 Convention on the Grant of European Patents of 5 October 1973, available at <www.epo.org>.
2 Cf. Ballreich/Haertel, 334; Opinion of the ECJ relating to the WTO Agreement, 1995 GRUR INT., 239-250, 
250.
3 Cf. Art. 4(1) EPC.
4 Cf. Art. 1 EPC.
5 Cf. Waage, N 1-8; Ballreich/Haertel, 334.
6 Cf. Art. 4(3) EPC.
7 Cf. Art. 4(3) EPC.
8 Cf. Haertel/Kolle, 12; Beier, MGK 1, N 9; Stauder, Vom, 44; Hölder, Grenzüberschreitende, 26.
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The "bundle" approach has the consequence that European patents and the related law 

are assessed by the EPO - Examining Divisions, Opposition Divisions, the EPO Boards of 

Appeal and the EPO Enlarged Board of Appeal - and by a great number of national judges

and members of other authorities who are bound by national case law and are part of the 

national judicial system9.

Another consequence is that the patent holder must initiate several parallel infringement 

actions, based on the same European patent and directed against the same alleged 

infringer before the national courts in the states where the infringing acts have taken place.

In the case of the revocation of a European patent alleged infringers or competitors must 

file revocation actions in all the states for which the European patent was granted once the 

9-months time limit for filing an opposition before the EPO10 has expired or the opposition 

proceedings are concluded with a rejection of the opposition.

This situation gives rise to many difficulties for the parties and has several undesirable 

effects which weaken the patent system in Europe:

- First, it is costly for the patent holder and the alleged infringer who must not only hire 

local lawyers, patent attorneys and experts, and pay court fees in all states where litigation 

is initiated, but also divert resources to the unsettling business of litigation in several 

jurisdictions. This is particularly problematic for small- and medium-sized enterprises. But it 

is also unsatisfactory for the EPC contracting states and their often highly subsidised court 

systems since several judges must deal, independently of each other, with infringement 

and/or nullity actions involving the same European patent and the same parties.

  
9 Cf. Brinkhof, Change, 104.
10 Once a patent is granted any person - with the exception of the patent holder - may give notice to the EPO 
of opposition to the granted patent within 9 months (cf. Art. 99-105 EPC). The opposition may basically only 
be filed on the grounds that 
- the subject matter of the European patent is not patentable, 
- the European patent does not disclose the invention in a manner sufficiently clear and complete for it to be 
carried out by a person skilled in the art, or 
- the subject matter of the patent extends beyond the content of the application as filed. 
The opposition proceedings end by a decision of the responsible EPO Opposition Division to either maintain 
the patent, to partly revoke it or to fully revoke it. A decision of the Opposition Division can be appealed to 
the EPO Boards of Appeal.
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- Second, patent holders must often make crucial business decisions relating to licensing, 

investments, production and marketing of patented products on the basis of complicated 

assessments regarding the likely outcome of a number of cases dealt with in various 

jurisdictions.

- Third, the differences among the national patent litigation systems lead to forum 

shopping which can end in injustice, as shown later.

- Fourth, the EPO and the national authorities interpret the EPC and their corresponding 

national patent law in a diverging way. This leads to legal uncertainty which not only 

affects the parties involved but also competitors and the public at large particularly since a 

patent is granted in order to exclude others from using an invention in the market and in 

the territory for which the patent is granted. Patent litigation experts and judges started to 

talk about this unsatisfactory situation at the end of the eighties and became fully aware of 

the implications in the beginning of the nineties when the "Epilady" case became public11. 

In this case, on the same European patent, courts of five EPC contracting states decided 

that the patent was infringed whereas courts of four EPC contracting states ruled 

otherwise, namely that the patent was not infringed.

The crucial question in this regard is: do we have to accept this situation of diverging 

interpretations since the EPO grants a "bundle patent", or is there actually a duty for a 

uniform interpretation of the law that serves as the legal basis for European patents, i.e. 

the EPC and the corresponding national patent laws that implemented the EPC into 

national law?

The fact that the European patent is a "bundle patent" suggests that the different parts of 

the patent can have a separate destiny. Some could be revoked, others limited12. The 

extent of protection of the different parts of the European patent could consequently vary 

due to diverging claims. Hence, it could very well be that European patents are interpreted 

in a different way. The question should therefore rather be whether diverging 

  
11 Improver Corp. et al. vs. Raymond Industries Ltd. et al., cf. 1990 IIC, 561-571; 572-580; 580-585; 586-589;
589-591; 857-859; 860-868; 1992 IIC, 391-394; 394-397; 1993 IIC, 388-390; 803-804; 832-838; 838-845. 
Also cf. Marshall Hans, Patent Infringement Suit: The EPILADY Case and Issues at Stake, Enforcement of 
Intellectual Property Rights and Patent Litigation, EPOscript vol. 6, Munich 2002, 368-428.
12 Cf. Hölder, Grenzüberschreitende, 83.
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interpretations of the law with regard to the corresponding parts of a European patent 

should be accepted because of the bundle approach.

The answer lies in the legal qualification of the EPC. As an international treaty, it is binding 

law that is applicable in more than one state and serves a certain legal purpose. Such law 

is commonly qualified as international "uniform law"13.

The fact that the EPC and corresponding national patent law implementing the EPC is 

"uniform law"14 (or better "European patent law") requires that it is construed in a 

international spirit15 based on its ratio and with a view to create cross-border legal 

uniformity16. It must, therefore, be interpreted correctly and in a uniform way by all 

authorities who are dealing with European patents17. A common European patent court 

which would ensure a unitary interpretation of the European patent law is missing. 

Certainly this does not mean that the authorities would be liberated from the obligation to 

reach a harmonised result and that they are totally free in their decision-making process. 

They are forced to a legal comparative interpretation by taking each other's legal 

understanding and case law into practical consideration in order to reach this goal18. This 

is particularly important if they deal with the extent of protection19 (Article 69 EPC) and the 

revocation grounds (Article 138 EPC), as well as thereof related patentability criteria20

(Articles 52-57 EPC) of a European patent. For example, in the United Kingdom, Sec. 130 

(7) Patents Act 1977 obliges (inter alia) the judges to construe certain provisions of the act 

"as nearly as practicable" in a "European" way. That is to say they have to bear in mind 

that these provisions have the same effect as corresponding provisions of the EPC in 

other contracting states21.

  
13 Cf. Kropholler, Internationales, 1; Linhart, 3-5; Walter H.P., Auslegung, 866.
14 Cf. Allen/Gielen, 220.
15 Cf. Kropholler, Internationales, 240.
16 Cf. Walter H.P., Auslegung, 866; Hölder, Grenzüberschreitende, 88; 138. Cf. also Decision of the Swiss 
Federal Supreme Court of February 28, 2007 (4C.403/2005) and 2007 sic! 641-644.
17 Cf. Haertel/Stauder, 88; Brinkhof, HvJ, 320; Kur, A Farewell, 850; Ullrich, National, 15-16; Rogge, 
Revocation, 223.
18 Cf. Haertel Kurt, Die Harmonisierungswirkung des Europäischen Patentrechts, 1981 GRUR INT., 479-490, 
490; Kropholler, Internationales, 280-281.
19 Cf. Steinacker, 24; Hölder, Grenzüberschreitende, 140; Tilmann/Jacob.
20 See Art. 138(1)(a) EPC. Cf. also Steinacker Gisbert in: Grabrucker, 890; Girardet, 36-37; Nuss Albert, 
Aspects of the patentability of broad patent claims under the EPC, Special edition No. 2 of the 2001 O.J. 
EPO, 66-81; Pumfrey Nicholas, Patent protection of broad claims, Special edition No. 2 of the 2001 O.J. 
EPO, 82-93.
21 Cf. Paterson, N 1-84; Kolle/Stauder, Symposia, 956; Bruchhausen, Interpretation, 736.
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One might wonder, therefore, why many national authorities remained hesitant to analyse 

each other's decisions and pursue a uniform interpretation. Neither the lack of respect 

among the judges22 nor the knowledge that unified substantive patent law had to be 

interpreted23 seemed to be the problem. It turned out that the majority of the judicature had 

the basic understanding that it had to fulfil its tasks by a strict national interpretation of 

European and adapted national patent law. 

The judges justified this approach on a more or less unlimited principle of territoriality 

based on the bundle approach of a European patent given by the legislature24. The main 

reason, however, appears to be not least of a rather political nature since it seems to be 

generally accepted that even a strict understanding of the principle of territoriality, as very 

much inherent in patent law, would allow the consideration of "foreign" law and 

consequently other judgments, as well when interpreting its "own" patent law25. But there 

is also a certain tradition that the courts in civil law countries feel more bound to their

"own" law and less to achieving uniformity of the law, whereas the courts in common law 

countries take a more universal look at the law26.

There are indications and grounds in the structure of the EPC that seem to support the 

view of the rather reluctant judges:

- First, Article 64 (1) EPC provides that a European patent has to confer on its patent 

holder, in each of the EPC contracting states for which it is granted, the same rights as 

would be conferred by a national patent granted in that state once it has been granted. In 

addition, any infringement of a European patent is dealt with by national law (Art. 64 (3) 

EPC).

- Second, in many national patent laws, the question of patentability intentionally differs 

from the wording of the EPC27.

  
22 Cf. Jacob, Decisions, 13.
23 Cf. Beier Friedrich-Karl in: Kolle/Stauder, 1st Symposium, 828-829.
24 Also cf. Brinkhof, Desirability, 226.
25 Cf. Vischer, IPR, 679.
26 Cf. Kropholler, Internationales, 130.
27 Cf. Gall, 141.
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- Third, essential questions of patent law (such as sanctions, the lapse of the patent, the 

transfer or licensing of the patent) have not been addressed in a uniform manner by the 

EPC contracting states28.

- Fourth, the fathers of the EPC did not provide for a possibility29 of the national courts to 

request to the EPO Enlarged Board of Appeal an opinion with regard to questions of law in 

order to promote uniform application of law30.

- Fifth, there is no clear provision in the EPC that decisions of the EPO are paramount and 

binding on courts and authorities in the contracting states, or at least have to be taken into 

consideration by them31. There are also no rules which would make it clear that a court of 

a contracting state has to take due account of the decisions of the courts of the other 

contracting states when interpreting the EPC or the corresponding national patent law

implementing the EPC32.

- Sixth, whereas the member states of the EC decided to have a common court ensuring a 

unitary interpretation and development of case law with regard to Community patents33, it 

was decided by the EPC contracting states that the interpretation of European patents 

should be left to national jurisdiction.

- Seventh, the Protocol on the Interpretation of Article 69 EPC is intentionally flexible. The 

protocol basically aims at a unitary interpretation34, but in the end only outlines the extent 

  
28 Cf. Walter H.P., Auslegung, 869; Stauder, Significance, 794; Bruchhausen, Ausgleichsansprüche, 707-
709; also cf. criticism raised by French experts in regards to the first draft for a CPC because of its lack of 
unification of the legal sanctions in: Stauder, Future, 176.
29 Article 25 EPC, however, provides for the possibility to the national courts trying an infringement or 
revocation action to request a technical opinion of the EPO Examining division concerning the European 
patent which is subject of the action.
30 Cf. Arts. 22 and 112 EPC.
31 Cf. Bruchhausen, Interpretation, 736; Steinacker, 18-20; Schachenmann, 510.
32 Such a rule would not be unusual, cf. Linhart, 211. Art. 1 Protocol No. 2 Lugano Convention on the uniform 
interpretation of the convention for example provides that the courts of each contracting state have to, when 
applying and interpreting the provisions of the convention, pay due account to the principles laid down by 
any relevant decisions delivered by courts of the other contracting states concerning provisions of the 
convention.
33 Cf. §1 D.I. Aims and development.
34 Cf. Stauder Dieter in: Singer/Stauder, 3rd edition, Art. 69, N 3 to N 4; Kühnen Thomas in: Schulte, §14, N 
15; Scharen Uwe in: Benkard, EPÜ, Art. 69, N 1.
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of protection35. The revised version of the EPC, the "EPC 2000", did not change anything 

in this regard36.

There were, however, some national courts and other authorities - supported by doctrine -

that argued that they were given greater "flexibility"37 by the EPC, and shared the view that 

their decisions were elements of the European patent system and that they were, thus,

required to consider and examine the decisions of the EPO and the courts of other EPC 

contracting states38 in order to apply the European patent law in a uniform way.

Following grounds indicate that a pro-European interpretation was actually desired by the 

states upon signature the EPC:

- First, a large part of national patent laws have been unified with European and 

Community law39 (so-called "cold harmonisation"40) in order to achieve legal uniformity.

- Second, the preamble of the EPC is clearly intended to inspire a stronger cooperation

among the contracting states in respect of the protection of inventions, and that such 

protection may be optained in those states by the establishment of certain standard rules 

governing patents so granted41.

- Third, Article 2 (2) EPC provides that the European patent must, in each of the 

contracting states for which it is granted, have the effect of and be subject to the same 

conditions as a national patent granted by that state, unless otherwise provided by the 

  
35 Cf. Armitage, Interpretation, 812-815; König, Probleme, 303-304; Tilmann Winfried/Dagg Nicola, EU-
Patentrechtsharmonisierung I: Schutzumfang, 2000 GRUR, 459-468, 459; Brändle, Interpretation, 876-877, 
882; Jacob, Decisions, 15; Treichel, 85-86; Wadlow, N 5-16; O’Sullivan, 661; also cf. Stauder, History, 327.
36 Cf. Blind Sonia, Révision de la Convention sur le brevet européen: resultats de la Conférence 
diplomatique du 20 au 29 novembre 2000, Munich, 2000 sic!, 54-59, 56; Blumer Fritz, Schweizerisches 
Patenterteilungsverfahren, Schweizerisches und europäisches Patentrecht, Bertschinger Christoph/Münch 
Peter/Geiser Thomas (eds.), Basel et al. 2002, §14 Schutzbereich des Patents, N 14.22; Stauder Dieter in: 
Singer/Stauder, 3rd edition, Art. 69, N EPC 2000. 
37 Cf. Bruchhausen, Interpretation, 736; Jacob, Decisions, 14; Walter H.P., Auslegung, 869; König, 
Probleme, 302.
38 Cf. Brändle, Interpretation, 878; Walter H.P., Auslegung, 869-870; Steinacker, 20; Girardet, 30; Jacob, 
Decisions, 15; Davies, Gillian, 46; also cf. already Gall, 140; Armitage, Interpretation, 817.
39 Cf. Haertel, Harmonisation; Gall, 141; Beier, MGK 1, N 23; this could, however, also be used as an 
argument contra since there are still many differences from all the national patent laws to the EPC. For on 
overview cf. Krasser, MGK 22.
40 Cf. Ballreich/Haertel, 336.
41 Cf. Brinkhof, Desirability, 227; Grabinski, Determination, 866; Stauder Dieter in: Singer/Stauder, 3rd edition, 
Preamble, N 4; Ullmann Eike/Grabinski Klaus in: Benkard, EPÜ, Präambel, N 3.



8
EPC. The final part of this provision makes it clear that the effect of the European patent is 

mainly determined by the EPC, as it results in a highly autonomous European system of 

law governing European patents42.

- Fourth, the preparatory works of the EPC43 and especially of Article 69 EPC44 indicate 

that unity of law was intended.

- Fifth, the uniform determination of the extent of protection is safeguarded if a patent is 

amended during opposition proceedings which seem to imply that the national courts 

should stick to the same approach45.

All these indications support the view that the European patent system is build up on the 

necessity of a uniform interpretation of the relevant provisions before and after grant. 

Nevertheless, ambiguity cannot be denied and arguably there is only a limited conviction 

among the EPC contracting states to aim for a true unification of jurisdiction, and accept 

the necessary abdiction of sovereignty in modelling their respective economic policies46.

In addition to these political obstacles a further psychological and cultural, nonetheless an 

important aspect has influenced this reluctance towards a "Europeanised" interpretation: 

The strong differences in legal cultures47 and approaches toward the interpretation of law 

between the common and the continental law systems48 have provoked reservations 

between the judges from the two systems49. In farming oriented states, there is a saying 

for this situation: "Was der Bauer nicht kennt, das frisst er nicht" (A farmer does not eat 

something he does not know).

All in all, it is not really a surprise, therefore, that until not so long ago many patent judges 

seemed to treat the interpretation of the European patent (law) as a national rather than an 

international "affair".

  
42 Cf. Stauder Dieter in: Singer/Stauder, 3rd edition, Art. 2 N 8.
43 Cf. Haertel/Stauder, 88; Hölder, Grenzüberschreitende, 136.
44 Cf. Grabinski, Determination, 866; cf. also Pagenberg/Köster.
45 Cf. Grabinski, Determination, 867.
46 Cf. also Brinkhof, Wish List, 408 with regard to patent law as a tool of economic policy.
47 Cf. Stauder/Llewelyn.
48 Cf. Walter H.P., Auslegung, 866-867.
49 Cf. Haertel/Stauder, 86.



9
But it should also be considered that there are always national principles and policies, as 

well as subjective perceptions which could influence a judge in his or her decision-making 

process50, not least with regard to rules where the different legal traditions51, as well as 

highly economic and political aspects of patent law appear. There is consequently also a 

certain reluctance of courts to indirectly attack the national policy of another state by 

providing a different interpretation of the law when judging the question of infringement of 

a "foreign" part of the European patent52 even if they feel that their interpretation is in fact 

"European" and therefore beyond national understandings. Respecting the independence 

and equality of the other courts and states consequently also provokes hesitations on the 

way to reach a uniform interpretation of unitary law. As a consequence, a judgment of a 

court from another state, the EPO Boards of Appeal or the EPO Enlarged Board of Appeal 

was many times hardly, or very reluctantly taken into consideration and reflect upon, if at 

all53. The "Epilady" case was the trigger for a change in this situation. 

However, up to today the courts could not agree on a common line with regard to all legal 

questions. Diverging decisions did not remain an isolated incident of the past. The 

opposite is the case as very recent decisions show54, although there are many examples 

where courts clearly recognised the need for a uniform interpretation55, and obviously even 

adjusted their methods of interpretation and legal practice56.

  
50 Cf. Walter H.P., Auslegung, 866; König, Probleme, 298; 302-303.
51 Cf. Stauder Dieter in: Singer/Stauder, 3rd edition, Art. 69 N 17.
52 Also cf. §3 C.VI.2. Policy making by applying foreign law and the problem of recognition; also cf. Brändle, 
Interpretation, 881; Grabinski, Determination, 872.
53 Cf. Jacob, Decisions, 13; cf. also Brinkhof, European patent, 33-4.
54 Cf. for example, Angiotech Pharmaceuticals v Conor Medsystems Inc/Conor Medsystems Inc v Angiotech 
Pharmaceuticals reported by Burgers Peter/Gerritzen Frits, "Stent wars" divide Europe, May 2007 Patent 
World, 19-20; Document Security Systems v European Central Bank (2007) where the English courts ([2008] 
EWCA Civ 192) together with French courts have reached different decisions on the validity of a European 
patent than their German and Dutch colleagues, cf. Fröhlinger, 81 and <ipgeek.blogspot.com/>, Europe's 
patent demise, 24 March 2008; Pozzoli v BDMO SA (2007 EWCA Civ 588) reported by Judge Jacob, EPLA 
or bust? IPKat, <ipkitten.blogspot.com/>, 29 June 2007 where English and French courts revoked the patent, 
whereas the German court took the view that it was valid and infringed, (cf. also Macdonald-Brown 
Charters/Ashby Sara, Obviousness – is Windsurfing sunk? 2007 CIPA, 380-382); "Pipe clamp", Special 
edition No. 2 of the 2003 O.J. EPO, 76 - 139, where 8 courts in 3 states dealt with the matter: 4 courts held 
that the patent was infringed and 4 courts held that the patent was not infringed; Muller v Hilti ("Tension 
Screw"; Spannschraube; 1999 GRUR, 909-914; 2000 P.I.B.D. III, 305; 2002 IIC, 746-749), where German 
courts decided that the European patent was not infringed, whereas Swiss and French courts decided 
otherwise (cf. also Fröhlinger, 81-82). But there are also different approaches between the EPO and the 
courts of the EPC contracting states, cf. Howes Adrian, Disaster Pending? EPO vs. English Court of Appeal 
on Excluded Subject Matter, 08/07 WIPR, 25-26.
55 Cf. Paterson, N 1-61 to N 1-69.
56 Cf. Pagenberg, Conclusion, 253.
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The following work elaborates and examines different possibilities of how a common 

interpretation of the harmonised substantive patent law in Europe could be reached with 

structural measures. Quite obviously, one such measure could be the creation of a 

common patent court. The thesis will consequently quite extensively deal with past and 

current efforts for the creation of a patent court for Europe. However, as the creation of 

such a court is politically a very difficult task, it will also be explored whether the goal of a 

unified interpretation can also be reached by alternative measures or by a combination 

thereof.
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CHAPTER TWO: PAST ATTEMPTS TO ACHIEVE A UNIFIED 
INTERPRETATION

The Convention for the European Patent for the Common Market (Community Patent 

Convention; CPC) including the creation of a Community patent court is the only project 

attempting to achieve a uniform interpretation of European patent law which has been 

concluded. Although the implementation of the convention is no longer under discussion, it 

is important to highlight its elements that allow for a common interpretation.

§1 THE CONVENTION FOR THE EUROPEAN PATENT FOR THE COMMON MARKET 
(COMMUNITY PATENT CONVENTION; CPC)

A. The 1975 CPC

I. The first steps towards a common patent

The main motivation of the EC to create a unitary patent was the establishment of the EEC 

Treaty57 of Rome that entered into force on 1 January 1958 for six states58, and the 

important new factor that came into being with it: the creation of a common European 

market59.

Patents with an effect limited to the territory of the granting state are a barrier in trade and 

are therefore an obstacle in a market where goods would circulate freely without any 

customs borders60. These limited territorial effects of national patents could have been 

overcome with the creation of a unitary patent and the abolition of national patents.

  
57 Since the Treaty on European Union entered into force on November 1, 1993 "the EEC Treaty" has been 
renamed "the EC Treaty". 
58 Belgium, Germany, France, Italy, Luxembourg and the Netherlands.
59 Cf. Parke, Davis and Co. v Probel, Reese, Beintema-Interpharm and Centrafarm, ECJ February 29, 1968 
(case 24/67); Haertel, MGK 1, N 36; Krieger, Luxembourg Convention, 149-150; Leith, Judicial Roles, 52; 
Dybdahl, N 26.
The EC derives its competence for the creation of the Community patent from Art. 308 (ex Art. 235) EC 
Treaty, see opinion 1/94 of the ECJ of November 15, 1994 - Competence of the Community to conclude 
international agreements concerning services and the protection of intellectual property - Article 228(6) of the 
EC Treaty, and Sadlonova, 158-164.
60 Cf. Haertel, MGK 1, N 36; Beier, MGK 1, N 13; Singer, Patentsystem, 17; Krieger Albrecht, Das 
Gemeinschaftspatent – ein essential des europäischen Binnenmarkts, Festschrift für Ulrich Everling, Band I, 
Baden-Baden 1995, 701-717, 706; Scordamaglia, I, 335; Koch/Stauder, 1; Cornish/Llewelyn, IP, N 3-24 and 
N 1-50; Paterson, N 1-40.
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The goal of creating a common patent law, which for example the Council of Europe 

wanted to reach61, or of preventing a situation where an applicant for a patent had to carry 

out double the work or more to receive a patent in Europe62 and where the respective 

problems and, in particular, costs could have been avoided63 were consequently only 

secondary reasons for the attempts for a common patent. These were the motivation 

factors which in the end led to the EPC64.

As long ago as 1959 the European Commission therefore initiated negotiations for an

"EEC patent" among the EEC member states65. In 1964, the first efforts to establish a 

patent for the Common Market were, however, halted. The main reasons were insuperable 

views on whether such a convention should be open for accession by non-EEC member 

states66 and whether the unitary patent should be available to applicants located outside of 

the EEC67.

Not least these controversial discussions on limiting the access to a common patent 

motivated the USA68 to initiate the creation of a worldwide treaty that would simplify the 

patent granting procedure and that would be open for accession by all states that are 

members of the Paris Convention. The relevant negotiations were concluded in just four 

years with the signature of the PCT in 197069. The preparation work for a PCT was again 

the reason why the negotiations for a "European" patent were resumed.

II. The continuation of work in Europe

It was the French Government which saw the danger of an extensive increase in patent 

applications from the US under the PCT. It therefore initiated the resumption of work for a 

Community patent. However, the break in negotiations within the EEC was also used by 

EFTA. It worked on a proposal for a centralised procedure up to the grant of a patent 
  

61 See Beier, Stand und Aussichten, 146; Haertel/Kolle, 5.
62 See Beier, Stand und Aussichten, 146.
63 See Burnside, 285; cf. Groves/Martino/Miskin/Richards, 16; 19.
64 Cf. Straus, Beitrag, 809.
65 Cf. Schneider, 30.
66 See Haertel, Entwürfe, 95; Haertel, MGK 1, N 41, Beier, Stand und Aussichten, 145-146; Singer, 
Patentsystem, 17.
67 See Haertel, MGK 1, 42; Beier, Stand und Aussichten, 146, Bossung, Return, 288.
68 Cf. Haertel, Entwürfe, 97; Schneider, 41.
69 Available at <www.wipo.int/portal/index.html.en>; for a historical overview, see The first Twenty-five years 
of Patent Cooperation Treaty (PCT), 1970-1995, WIPO 1995, 7-19.
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which would have overcome the existing patchwork of widely differing industrial property 

legislation and practice70. Most importantly, the agreement should have also been open to 

accession for European states outside of the EEC71.

The idea was taken over by the French Government in its initiative. It suggested to the EC 

Council that the project should be divided into two different conventions building on each 

other72. The first one should have regulated the patent granting procedure and the creation 

of a European patent office that would have examined and granted the patents73. This 

suggestion was aimed at preventing the duplication of work74. At the same time, legal 

certainty would have been ensured by coordinating the national patent laws, and access to 

patent protection in foreign states would have been simplified75.

A patent which would have been granted on the basis of this procedure would have been a

so-called "bundle patent", i.e. a bundle of European patents with the effects of national 

patents granted for these states76. Sovereignty would have been fully respected and 

seemed therefore acceptable to the non-EEC states. And this is where the second 

convention among the EEC member states would have come in.

It would have basically restored the territorial unity that was lost in the granting of the 

European patents77 and would have created a European patent for the Common Market78. 

This patent would have been more autonomous and would have been governed by a

separate and common system of law79.

The EC Council considered the French proposal and invited several countries to take part 

in the negotiations for the purpose of drawing up a European convention for the grant of 

patents. The negotiations were held within the framework of an Intergovernmental 
  

70 CA/147/02, 1.
71 See Haertel, MGK 1, N 49.
72 Cf. Haertel, Entwürfe, 95; Haertel/Kolle, 9; Scordamaglia, I, 335.
73 See Mathély Paul, Le droit Européen des brevets d’invention, Préface par van Benthem, J.B., Paris 1978,
11; Haertel, MGK 1, N 52.
74 Cf. Koch/Stauder, 10.
75 Cf. Dybdahl, N 8.
76 See Haertel, MGK 1, N 52; Beier, Stand und Aussichten, 147.
77 Cf. Beier, Stand und Aussichten, 147; Haertel/Kolle, 12.
78 Cf. Krieger, Luxemburger Vertragswerk, 105.
79 See Haertel, Entwürfe, 100; Beier, MGK 1, N 16; Singer, Patentsystem, 19-20; Tritton, N 2-205; 
Scordamaglia, I, 335. Also see Preamble of the Convention for the European patent for the Common Market 
of 1975, O.J. EC, L 17, 26 January 1976, 1.
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Conference with six meetings from 1969 to 197280, which led to the first Diplomatic 

Conference in Munich in 1973.

At that conference the first convention, formally deemed "The Convention on the Grant of 

European Patents" (European Patent Convention; EPC), was concluded and signed by 14 

states81. Included in the EPC was a part on special agreements82. This part mainly aimed 

at the agreement among the EEC states on a unitary patent which was expected to be 

realised soon after83 and would have worked as an interface between the two European 

agreements84. However, the enlargement of the EEC from six to nine member states85

caused a delay in the planned establishment of a community patent agreement. The 

necessary Intergovernmental Conference could therefore not be convened in Luxembourg

before 17 November 1975.

The negotiations were difficult. However, at the end an agreement was reached and the 

conference basically ended as successfully as the first conference, that is with the 

signature of the Convention for the European patent for the Common Market86

(Community Patent Convention; CPC 1975) among the EEC member states87 on 15 

December 1975.

The compromises reached, however, severely watered down the basic concept of creating 

a truly unitary, autonomous patent that would have ensured free trade in a common 

market88.

At the beginning it was planned that both89, the EPC and the CPC 1975 would enter into 

  
80 For an overview of the conclusions of the conference cf. Conclusions of the Luxembourg Inter-
Governmental Conference on the Establishment of a European Patent Organisation, Information, 1972 IIC, 
369-373.
81 These states were: Belgium, Denmark, France, Germany, Greece, Ireland, Italy, Liechtenstein, 
Luxembourg, Netherlands, Norway, Sweden, Switzerland and the United Kingdom. Austria and Monaco 
added their signature later on. For the results of the conference, cf. Haertel Kurt, The Munich Diplomatic 
Conference on European Patent Law, 1973 IIC, 271-280; Braendli Paul, Munich Diplomatic Conference for 
the Setting up of a European System for the Grant of Patents, 1973 IIC, 402-418.
82 Part IX of the EPC.
83 Cf. Schennen Detlef in: Singer/Stauder, 4. Auflage, Vor Artikel 142, N 1.
84 See Joos Ulrich in: Benkard, EPÜ, Vor Art. 142, N 1.
85 Denmark, Ireland and UK acceded to the EEC 1 January 1973.
86 O.J. EC, L 17, 26 January 1976, 1.
87 For the results of the conference, cf. DE Bericht, Luxemburger Konferenz 1975; Savignon.
88 Cf. Beier, MGK 1, N 19.
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force at the same time90. But the CPC 1975 did not enter into force despite the 

compromises reached and the declaration made at the Luxembourg conference that the 

EEC member states seek the ratification of the CPC 1975 as soon as possible.

The main reason was that all EEC member states needed to ratify the CPC 1975 in order 

to achieve a true Community patent having effect in the entire territory of the EEC91. This

hurdle turned out to be too high to clear.

It was mainly the new EEC member states, Denmark and Ireland, that had problems 

ratifying the agreement: the Danish Government could not achieve the necessary five-

sixths majority in its parliament which was needed to ratify an international agreement, and 

in Ireland there were fears that the CPC 1975 might be declared unconstitutional92

because of its excessively loose links with the EC Treaty93.

In the meantime, the EPC became feasible and entered into force on 7 October 1977 for 

Belgium, France, Germany, Luxembourg, the Netherlands, Switzerland and the United 

Kingdom. The first European patent application was submitted for approval as early as 1 

June 197894. As of 1 January 2008, 34 states have acceded to the EPC95.

    
89 The EPC and the CPC are both international agreements (cf. Opinion of the ECJ relating to the WTO 
Agreement, 1995 GRUR INT., 239-250, 250; Waage, N 1-8; Bossung, Return, 303).
90 Cf. Savignon, 92; Kolle, CP, 615.
91 Cf. Art. 98 CPC 1975.
92 During the preparatory work for the CPC 1975, the Irish delegation had pointed out that the points linking 
the CPC to the EEC Treaty of Rome would have to be made more specific to be in accordance with the Irish 
Constitution, cf. Savignon, 100.
93 Cf. Krieger, Luxembourg Convention, 145-146; Haertel, Luxemburger Konferenz, 294; Scordamaglia, I, 
336. The ECJ made it clear in 1994 (see opinion 1/94 of November 15, 1994 - Competence of the 
Community to conclude international agreements concerning services and the protection of intellectual 
property - Article 228(6) of the EC Treaty) that the EC may use Art. 308 (ex Art. 235) EC Treaty as the basis 
for creating new rights in the intellectual property field superimposed on national rights.
94 Cf. van Benthem J.B., Der Start des Europäischen Patentamts, seine Planung und Entwicklung, 1978 
GRUR INT., 427-430, 428.
95 All member states of the European Union, plus Croatia, Iceland, Liechtenstein, Monaco, Norway, 
Switzerland and Turkey. Albania, the Former Yugoslav Republic of Macedonia and Serbia are states that 
recognize European patents (so-called "extension states"). San Marino and the Former Yugoslav Republic of 
Macedonia are invited to accede to the EPC; also cf. Luginbühl Stefan, Vier Neue Mitglieder in der 
Europäischen Patentorganisation, 2002 sic!, 459-460; id., Verwaltungsratspräsident aus der Schweiz 
wiedergewählt, 2002 sic!, 876; id. Beitritt Polens zum Europäischen Patentübereinkommen, 2004 sic!, 371.
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III. The new attempt to achieve a CPC

Germany, which successfully organized the Munich Conference, wanted to tackle the 

problem of entry into force and spearheaded a new initiative to advance the CPC 1975. 

This led to the decision of the Council of the Internal Market to convene a second 

Intergovernmental Conference regarding the CPC in 198596.

Since the 1975 conference Greece had acceded to the EC, and Spain and Portugal were 

supposed to accede shortly97. The accession of these states was regarded as an 

opportunity to revise the clause of entry into force as in the CPC 197598: it was suggested 

that the seven states which had meanwhile ratified the CPC 197599 could have moved

forward without the other five states100. This would consequently have led to a Community 

patent which would have only covered a limited area of the EEC territory. However, it was 

not only the lack of progress on the ratification issue which brought the EEC member 

states together for a second time.

At the Luxembourg Conference in 1975 the resolution was also passed to possibly 

conclude a litigation protocol - at the latest ten years - after the signature of the CPC 1975. 

The preparatory work of the relevant working party of the interim committee - that was 

delegated immediately after the first conference - was concluded to a great extent. 

Consequently, there was justified hope that the draft protocols elaborated could be signed 

at the new conference101. The adoption of the protocols would have established a 

"Community Patent Appeal Court" (COPAC)102.

B. The Intergovernmental Conference of 1985

The outcome of the second Intergovernmental Conference, also held in Luxembourg, did

not bring the expected results: the proposal for a "Europe à deux vitesses" did not find any 

  
96 Cf. Haertel, Luxemburger Konferenz, 293-294.
97 Spain and Portugal acceded to the EEC 1 January 1986.
98 See Art. 98 CPC 1975.
99 Belgium, France, Germany, Italy, Luxembourg, the Netherlands and the United Kingdom ratified the CPC 
1975, cf. Haertel/Kolle, 11.
100 Cf. Haertel, Luxemburger Konferenz, 294; Scordamaglia, I, 336; Krieger, Luxembourg Convention, 146.
101 Cf. Haertel, Luxemburger Konferenz, 294; Stauder, Vereinbarung, 302-303; Scordamaglia, I, 336.
102 Cf. Stauder, Vereinbarung, 302; Wadlow, N 4-46.
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agreement103, and the signature of the texts submitted to the conference which would have 

been implemented into the CPC 1975 was consequently not possible104. After long 

negotiations the states did at least agree to initial the final documents105.

The major cause of problems were two additional issues which arose during the 

negotiations:

- First, France newly initiated discussions on the translation requirements, a subject which 

had already resulted in extensive discussion at the first conference in 1975.

- Second, there was no agreement on the financial aspects and especially on the scale of 

distribution of the renewal fees for a Community patent among the EEC member states.

The conference thus decided to charge the relevant interim committee that had already 

prepared the drafts for the implementation of the CPC 1975 to tackle these problems106. 

The committee, however, immediately moved this delicate issue from the technical to the 

political level107 and requested a political decision108.

For the next three years the issues were transferred from the Internal Market Council to 

the Permanent Representatives Committee (COREPER) to the interim committee and 

back. An agreement that satisfied all EEC member states was not reached, however109.

Moreover, the deadlock regarding the question of entry into force became even more 

rigid110. This was due to the ongoing struggle among the states about the future seat of the 

tentatively re-named "Common Appeal Court of the Community Patent Convention"
  

103 Also critical of the approach of a "two-speed Europe in the EC", Scordamaglia, II, 473-474 and 
Cornish/Llewelyn, IP, N 3-28.
104 Cf. Haertel, Luxemburger Konferenz, 297; Scordamaglia, I, 337.
105 Convention for the European patent for the Common Market of 1985 and Implementing Regulations; 
Protocol on the Settlement of Litigation Concerning the Infringement and Validity of Community Patents 
(CPC Litigation Protocol); Protocol on Privileges and Immunities of the Common Appeal Court; Protocol on 
the Statute of the Common Appeal Court; Protocol on a possible modification of the conditions of entry into 
force of the Agreement relating to Community patents.
106 Cf. Haertel, Luxemburger Konferenz, 296; 298; Scordamaglia, I, 337.
107 The Chairman of the Interim Committee (very soon after the Luxembourg Conference) submitted a report 
to the Council in the name of the committee that the negotiations at "expert level" were complete and that it 
was now up to the politicians to come to a decision (cf. Krieger, Luxembourg Convention, 147).
108 Cf. Krieger, Luxembourg Convention, 147.
109 Cf. DE Bericht, Luxemburger Konferenz 1989, 174.
110 See Scordamaglia, I, 338.
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(COPAC)111. Luxembourg, France, Italy, Spain and the United Kingdom all applied for the 

seat. However, some of them simply showed interest as negotiating tactics112, because of 

the simultaneous ongoing negotiations regarding a Community trade mark and the seat of 

the respective trade mark office113.

C. The Intergovernmental Conferences of 1989 and 1991

In the second half of 1989, the French EEC Presidency made another attempt to achieve 

an agreement on the question of the entry into force of the revised CPC 1975 and its 

implementing regulations.

This attempt was mainly launched because an EEC summit (that was held shortly before 

the second Luxembourg Conference in 1985) came to certain conclusions concerning the 

completion of the common market by 31 December 1991114.

The new French initiative was fruitful and the Internal Market Council agreed to check the 

situation again if, by 31 December 1991, not all member states had ratified the CPC as 

revised in 1985. Additionally, the Council decided to convene a third Intergovernmental 

Conference and mandated the conference to reach an agreement on the issues that could 

not be resolved at the previous conference 115.

The third Intergovernmental Conference was held from 11 to 15 December 1989, once 

again in Luxembourg. As for the translation requirements and the scale of distribution of 

the renewal fees, an agreement was reached116 which also seemed capable of entering 

into force. However, the problems with regard to the ratification issue remained117.

  
111 The terminology was changed from "Community Patent Appeal Court" to "Common Patent Appeal Court". 
The acronym "COPAC", however, was kept (cf. Koch/Stauder, 5; Foglia, 970).
112 Cf. Haertel, Luxemburger Konferenz, 297.
113 Cf. Scordamaglia, I, 338; DE Bericht, Luxemburger Konferenz 1989, 174.
114 Cf. Decision of the Council of September 9, 1989, Doc. 8651/89 and resolution of the European 
Parliament of 1.1.1986, Doc. 4325/86.
115 Cf. DE Bericht, Luxemburger Konferenz 1989, 174.
116 Cf. Haertel/Kolle, 11; DE Bericht, Luxemburger Konferenz 1989, 176; 178.
117 The German delegation seemed to underestimate that problem, cf. DE Bericht, Luxemburger Konferenz 
1989, 178.
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The negotiations resulted in another protocol declaration based on a French proposal: if 

the newly revised CPC was not in force by the end of 1991, a further conference of the 

EEC member states would be convened which would be empowered to amend 

unanimously the number of states which have to ratify the CPC if it were to come into 

force118. This would have again led to a Community patent without Community-wide 

effects119.

All twelve EEC member states signed the CPC 1989120. However, since none of the 

member states ratified it until the end of 1991, the Portuguese EEC Presidency convened 

a fourth Intergovernmental Conference. The conference once again failed to settle this 

problem121.

D. Uniformity of interpretation and the Common Appeal Court of the Community 
Patent Convention (COPAC)

I. Aims and development

In regard to past attempts to harmonise the interpretation of case law in a structural

manner, endeavours to create the COPAC and its background deserve special mention, 

not least as it was also declared a revolutionary idea122.

A Community patent court was not provided for in the first proposals for a CPC, after it had 

become clear in the first discussions initiated by Haertel that the proposal for a common 

European patent court did not get the necessary political support123.

It was therefore only suggested that the revocation procedure be centralised in a two-

instance procedure before the EPO with the possibility to appeal questions of law to the 

  
118 See Burnside, 286.
119 Cf. Straus, Present state, N 11.
120 Cf. O.J. EC, L 401, 30 December 1989, 1-52.
121 For the results of the conference, cf. Bericht der deutschen Delegation, Die Lissabonner Konferenz über 
das Gemeinschaftspatent 1992, 1992 GRUR INT., 638-642; Burnside, 288; Krieger, When will the CP 
arrive?, 862.
122 Cf. Scordamaglia, Perspectives, 105.
123 Cf. Stauder, History, 317-318.
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ECJ as a final instance124. This would have been the first time that the ECJ had acted as 

an appeal body125.

Infringement proceedings would have remained under the authority of the EEC member 

states and their national courts. This proposal was, however, questioned from the 

beginning126. On the one hand, the United Kingdom pleaded that infringement and 

revocation be treated by the same instance127. On the other hand, it wondered how 

contradictory decisions as to the scope of protection could be avoided by the national 

infringement courts128.

Nevertheless, it was decided at the Intergovernmental Conference in 1975 that national 

judges should have exclusive jurisdiction129 to deal with patent infringements130 and that 

the EPO should have the proposed authority131. The ECJ would have had jurisdiction to 

give preliminary rulings in Community patent disputes before national courts132.

The concerns of the United Kingdom were taken into account with three regulations in the 

CPC 1975:

- First, national courts could stay the infringement proceedings if an action for revocation of 

the Community patent was filed with the EPO133. 

- Second, to ensure a uniform interpretation of claims, an article was implemented into the 

CPC which made it possible for a national court to request an opinion of the EPO 

concerning the extent of protection conferred by the Community patent in relation to the 

  
124 Cf. Haertel, Entwürfe, 101; Stauder, Future, 175.
125 Cf. Brändel, 295.
126 Cf. Beier, Stand und Aussichten, 150-151.
127 Cf. Schäfers, Anmerkungen, 825; Schneider, 76.
128 Cf. Wadlow, N 4-17.
129 For the problems that had to be solved in regard to jurisdiction, cf. Savignon, 98-99; Stauder, Anwendung, 
517-519.
130 Arts. 68-72 CPC 1975; for details see DE Bericht, Luxemburger Konferenz 1975, 222-224 and Stauder, 
Anwendung, 517-518.
131 Art. 76 CPC 1975 makes it clear that the national courts dealing with an action relating to a Community 
Patent shall treat the patent as valid.
132 Art. 73 CPC 1975.
133 Art. 77 CPC 1975; cf. Stauder, Auf dem Weg, 174.
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infringement that occurred134. An obligation for the EPO to express its opinion was only 

provided for if the court stayed the infringement proceedings135.

- Third, Article 90(1) CPC 1975 gave each EEC member state the ability to declare that it 

reserved the right to allow its national courts to have jurisdiction in infringement and 

revocation and to deal with both infringement and validity questions if the parties so 

agreed. A national court would, however, have been bound by a prior decision of the EPO 

- as long as the facts were identical - and would have been limited to revoking the patent 

on the grounds for revocation specified in the CPC. In addition, the territorial effect of the 

revocation decision would have been limited to the state where the court was located.

Criticism against these regulations was not long coming. The procedure involving the 

request for an opinion was classed as inefficient, and it was questioned whether the 

harmonisation effect could have been reached at all since the EPO was lacking the 

necessary experience in patent infringement proceedings136. Furthermore, the limited 

territorial effect of the revocation decision taken by a national court would have destroyed 

the unitary quality of the Community patent137.

In addition to the provisions in the CPC, the Intergovernmental Conference passed two 

resolutions addressing the concerns of the United Kingdom138.

In the first, the EEC member states agreed to take the necessary measures to establish 

specialised national infringement courts by way of the centralisation of first-instance 

jurisdiction on their territory. The goal was to ensure harmonised high-quality decisions 

rendered by the different national courts139.

  
134 Art. 78 CPC 1975; cf. DE Bericht, Luxemburger Konferenz 1975, 227; Savignon, 100.
135 Art. 78(1) CPC 1975.
136 Cf. Stauder, Future, 182-183.
137 Cf. Stauder, Future, 180.
138 Cf. Stauder, Auf dem Weg, 173; DE Bericht, Luxemburger Konferenz 1975, 226-227; Schneider, 76.
139 This concept was built into the mandate of the Intergovernmental Conference of the EPC contracting 
states in Paris, June 24/25, 1999: Considering the necessity to increase the effectiveness and legal certainty 
of the protection conferred by the European patent it was recommended that the contracting states take 
whatever measures each considers necessary to study the restriction to a minimum of the number of courts 
dealing with patent litigation, which in some states could mean three or less (cf. 1999 O.J. EPO, 548).
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The second resolution was aimed at an agreement to be possibly incorporated by a 

litigation protocol which should have been concluded, at the latest, ten years after the 

signature of the CPC 1975140. As mentioned in the resolution itself, the EEC member 

states adopted this resolution because they were conscious of the problem of dealing 

effectively with actions relating to Community patents and of the problems arising from the 

separation of jurisdiction in respect of infringement and validity of Community patents. 

Therefore, it was also decided to create special arrangements for litigation of Community 

patents which would have superseded the reservations made under Article 90(1) CPC 

1975141. All these decisions taken in 1975 were clearly aimed at achieving a uniform

interpretation of the law.

After the Conference, a working group was charged with the relevant work in regard to the 

second resolution. From the start, the working group was discussing the creation of a 

common court that would have decided upon appealed decisions rendered by the national 

infringement courts142.

The following led to this fact: guided by the second resolution, the group took the view that 

matters of infringement and validity were to be judged by the same instance, consequently 

also by the national courts. However, the effect should have been simply inter partes. As a 

consequence, a common court of appeal had to ensure a centralized and common 

practice at the appellate level143.

Other proposals followed in regard to the jurisdiction of the national courts of first 

instance144 but the achievement of the COPAC was never challenged. The respective 

proposals submitted to the conference included a draft Protocol on the Settlement of 

Litigation Concerning the Infringement and Validity of Community Patents, a draft Protocol 

on Privileges and Immunities of the Common Appeal Court and a draft Protocol on the 

Statute of the Common Appeal Court. Most of the suggested provisions of these protocols 

  
140 Also cf. Pakuscher, Nichtigkeit, 313.
141 Art. 90(5) CPC 1975.
142 Cf. Stauder, Auf dem Weg, 175; Stauder, Vereinbarung, 302; Wadlow, N 4-41.
143 Cf. Haardt, 334; already in the proposal on an Agreement on European Patent Law in 1962 a common 
appeal court was recommended (Art. 4).
144 Cf. Haardt, 334-336.
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were accepted by a large margin and approved at the Intergovernmental Conference in 

1989145.

II. Jurisdiction

The Community patent litigation agreement of 1989 would have created a complicated and 

rather artificial litigation system. It included both a Community and a national track.

At the national level it was agreed that national courts in a limited number listed in the 

annex of the CPC would act as specialised "Community Patent Courts" of first and second 

instance(s)146. Several states, however, designated all their courts with jurisdiction at the 

national level to have jurisdiction for the Community147.

The Community Patent Courts would have had exclusive jurisdiction in regard to 

infringement, as well as in regard to counterclaims for revocation relating to Community 

patents148. In contrast to the approach taken at the CPC 1975149, a patent found invalid by 

a Community Patent Court would have been revoked throughout the EEC territory150.

In the third instance, a national court would have decided upon appeals as to questions of 

law151.

On the Community track there would have been the EPO Revocation Division at the first 

level, exclusively deciding upon requests for the limitation of and applications for the 

revocation of Community patents152. The COPAC would have had exclusive jurisdiction 

inter alia in regard to validity and revocation of a Community patent153. This would have 

been the link between the national and the Community track. Consequently, if a decision 

of a Community Patent Court of second instance was in appeal in respect of one of these 

  
145 Cf. DE Bericht, Luxemburger Konferenz 1989; Schäfers, Gemeinsame, 290.
146 Art. 1(1) and (2) CP Litigation Protocol.
147 Germany and France, for example, listed all their courts with jurisdiction in patent disputes (nine for 
Germany in each instance and ten in each instance for France).
148 Arts. 15 and 21 CP Litigation Protocol.
149 See Art. 90 CPC 1975.
150 Art. 20 CP Litigation Protocol in relation to Art. 33 CPC 1989.
151 Art. 29 CP Litigation Protocol.
152 Art. 8(1) CPC 1989.
153 Art. 22(b) CP Litigation Protocol with reference to Art. 15(2) CPC Litigation Protocol and another 
reference to Art. 56(1) CPC 1989.
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points, the court would have had to stay its proceedings and refer them to the COPAC for 

judgment.

The decision rendered by the COPAC would have been binding for the Community Patent 

Courts as well as for the national court of third instance, based on the exclusive jurisdiction 

of the COPAC154. However, the COPAC would also have acted as a second instance on 

the Community track155, thus replacing the Revocation Boards provided for in the CPC 

1975.

Uniformity of interpretation in regard to validity and infringement as regulated in the CPC 

and the EPC should have been guaranteed by this construction156. Additionally, a uniform 

interpretation should have been guaranteed157 through the jurisdiction of the COPAC to 

render preliminary rulings158 with respect to matters that lay outside of its exclusive 

jurisdiction, as well as with respect to the validity and infringement of provisions enacted in 

the implementation of the CPC, as long as they were not national provisions159.

As mentioned above, this jurisdiction with regard to preliminary rulings was still envisaged 

for the ECJ in the CPC 1975160. The procedure and the conditions would have been 

identical to those prescribed in Article 234 EC Treaty161.

The ECJ would have been given authorisation to hand down preliminary rulings by way of 

interpreting the provisions concerning jurisdiction and procedures in Community-related 

actions other than those covered by the CP Protocol on Litigation and those provisions of 

the Protocol which lay down rules of jurisdiction applicable in Community patent-related 

actions brought before national courts162.

The suggested system looked as follows:

  
154 Art. 27 CP Litigation Protocol; cf. Foglia, 975; 977; Wadlow, N 4-60.
155 Art. 28 CP Litigation Protocol.
156 Cf. Bruchhausen, Institutions, 684; Scordamaglia, II, 461; Kolle, CP, 617.
157 Cf. Art. 30 CP Litigation Protocol.
158 Cf. Stauder, Vereinbarung, 309; Scordamaglia, II, 464.
159 This would cover e.g. the Implementing Regulations and the Financial Regulations.
160 Cf. Art. 73 CPC 1975; Stauder, Vereinbarung, 309; Bruchhausen, Institutions, 684; Scordamaglia, II, 467.
161 Ex Art. 177 EC Treaty. Since the Treaty of Amsterdam entered into force on May 1, 1999 there has been 
a new numbering system; cf. Le Tallec, La Cour, 232; Scordamaglia, II, 464; Foglia, 979; Schneider, 107.
162 Art. 3 Agreement relating to Community Patents; cf. Foglia, 979; Wadlow, N 4-45.
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The authority of the COPAC was partly praised for its involvement as a specialised 

instance at an early stage in the process and for reducing the workload of the ECJ163. 

Partly, however, the split of authority with the ECJ was also deemed complicated, with an 

unknown practical result164. This sharing of power was also criticised for compounding the 

ECJ’s predicament165.

III. Organisation

The COPAC was designed to be a new Community institution166 in the form of an 

autonomous international organisation167, having legal personality168 with its own seat169

and budget170.

  
163 Cf. Stauder, Vereinbarung, 309.
164 Cf. Koopmans, 20.
165 Cf. Rasmussen, 1081.
166 Cf. Wadlow, N 4-41.
167 Cf. Schäfers, Gemeinsame for aspects of international and constitutional law in regard to the organisation 
of COPAC.
168 Arts. 1 and 3 CP Litigation Protocol.
169 Cf. Wadlow, N 4-42.
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The initial concept of establishing the COPAC within either the EPO or the ECJ failed. In 

regard to the EPO it was seen as problematic that not all EPC contracting states were also 

EEC member states and that the court would not have been sufficiently independent from 

the administrative structure. Concerning the ECJ, it was expected that it would be 

"jurisdictionally" overloaded if the COPAC had become part of it171.

The court would have been managed by its president. An Administrative Committee, 

composed of the representatives of the contracting states, would have basically acted as a 

supervisory board172 and would have determined the salaries, allowances and pensions of 

the President and judges of the COPAC. Additionally, it would have laid down the Staff 

Regulations173 and would have approved the Rules of Procedure established by the 

COPAC174.

The COPAC would have certainly had a Registry175, and the judges appointed would have 

had to possess experience in patent law176.

E. The reasons for the failure of the CPC

Up until today only seven EC member states have ratified the CPC 1989. Among them is 

also Denmark177, which cleared the hurdle of the five-sixths majority in its parliament and 

deposited its instruments of ratification in Brussels on 7 May 1993178. The question is why 

the CPC has not entered into force.

In 1975, industry and the EEC member states were still going in the same direction. 

Particular interests of both sides, however, brought a compromise agreement into being in 

1989 which, as early as 1975, had started to lose a great part of its vision of creating a 

    
170 Art. 10 CP Litigation Protocol.
171 Cf. Le Tallec, La Cour, 232; Foglia, 977-978.
172 Art. 9 CP Litigation Protocol.
173 Art. 11 CP Litigation Protocol.
174 Art. 12 CP Litigation Protocol.
175 Art. 5 CP Litigation Protocol.
176 Art. 6 CP Litigation Protocol.
177 The others are: France, Germany, Greece, Luxembourg, the Netherlands and the United Kingdom.
178 Cf. Krieger, When will the CP arrive?, 863.
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Community patent system that abolished the obstacles of free trade and that ensured the 

creation of a high-quality patent with a unitary and autonomous character179:

- First, there were the "economic clauses", which were praised after the difficult 

negotiations surrounding them as "the miracle of Luxembourg". They included the 

exhaustion of Community patent rights, contractual licensing, licences of right, and 

compulsory licences180.

Other problematic points included "switching" from the Community patent to the European 

patent, the related so-called "optional solution", the concessions in regard to the 

jurisdiction of national courts, and the translation requirements of the patent181.

These concessions led to a Community patent that was, in the end, attractive neither for 

the aims of the Internal Market nor for the users.

I. "Switching" from the Community patent to the European patent and the "optional 
solution"

Article 30(6) CPC 1989 provided that the patent holder may, instead of the Community 

patent, obtain a European patent for the contracting states for which he has filed 

translations in due time. He could therefore "switch" from a Community to a European 

patent if he notified his intentions to the EPO within a period of two months.

This possibility was primarily introduced to avert the harsh legal consequence of the 

revocation of the Community patent if the applicant could not (or did not want to) file the 

necessary translations into all Community languages in due time182.

The "optional solution" went in a very similar direction. This solution, which is the right to 

choose between a Community patent and a European patent, was very much demanded 

by the industrial sector. Basically, it was introduced for a transitional period of time as a 

  
179 Cf. Beier, MGK 1, N 19.
180 Arts. 28, 42, 45 to 47; 76, 77 and 83 CPC 1989, cf. Savignon, 96; DE Bericht, Luxemburger Konferenz 
1975, 208-215, Krieger, Luxemburger Vertragswerk, 110-117; Koch/Stauder, 3-4.
181 See Beier, MGK 1, N 19.
182 Cf. Stauder, Switching, 984.
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tool to test and experience whether the Community patent really was more economical 

than a European patent183. However, this tool became, in fact, unlimited184 in the CPC 

1989 and therefore ultimately turned into a strategic patent exploitation tool.

The desire of industry to choose between patent protection with different kinds of territorial 

effects makes it possible to split off the EU territory into desired geographical regions of 

patent protection185. The patent can therefore be exploited strategically the way the holder 

thinks best, with certain limitations, however186.

Aside from the existing antitrust and competition jurisdiction in and among187 the EC 

member states, it was the ECJ188 which specified these limits mainly from the 

interpretation of Article 30 EC Treaty189 in regard to the principle of the free movement of 

goods within the Common Market190. The ECJ introduced the regional exhaustion of 

patent rights191, which was codified in the CPC in the "economic clauses", and clarified the 

  
183 Cf. Krieger, When will the CP arrive?, 858.
184 It was decided that a possible decision of the EC Council to cancel the right to choose between a 
European and a Community patent could only be taken unanimously instead of with a qualified majority (cf. 
Art. 86(4) and (5) CPC 1975 and Art 81(4) and (5) CPC 1989). Also cf. Stauder, Switching, 985; 
Koch/Stauder, 13.
185 Cf. Ullrich Hanns, Patentschutz im europäischen Binnenmarkt, 1991 GRUR INT., 1-13, 11; 
Groves/Martino/Miskin/Richards, 6.
186 Cf. Schwarze Jürgen, Die Vereinheitlichung der Patente in der Europäischen Gemeinschaft, 1996 RIW, 
272-280, 276; Abbott/Cottier/Gurry, 673; Brown, 276; Ebenroth Carsten/Hübschle Wolfgang, Gewerbliche 
Schutzrechte und Marktaufteilung im Binnenmarkt der Europäischen Union, Heidelberg 1994, N 140.
187 E.g. EC member states have restricted their policy on patent licensing agreements under Regulation (EC) 
No. 240/96 of 31 January 1996 on the application of Article 85(3) of the EC Treaty to certain categories of 
technology transfer agreements, O.J. EC, L 31, 9 February 1996, 2; for an extensive overview see Tritton, N 
8-027 to N 8-033.
188 Cf. Tritton, N 7-006 to N 7-036; Laddie, I.P. Rights, 404-405.
189 Ex Art. 36 EC Treaty; also cf. Cohen Jehoram Herman, Harmonising Intellectual Property Law Within the 
European Community, 1992 IIC, 622-629.
190 Also cf. Fennelly Nial, Rules and exceptions: Freedom of movement and intellectual property rights in the 
European Union, International Intellectual Property Law & Policy, vol. 5, Chapter 33, Hansen Hugh (ed.), 
Fordham University School of Law, 2003.
191 That is to say that patents in other EU countries cannot be used to prevent importation, sale or use of 
such a product if once it had been put on the market somewhere within the EU by a patentee or with the 
patentee’s consent, cf. Centrafarm BV v Sterling Drug Inc, ECJ October 31, 1974 (case 15/74); Merck & Co. 
Inc. v Stephar BV and Petrus Stephanus Exler, ECJ July 14, 1981 (case 187/80); Pharmon BV v Hoechst 
AG, ECJ July 9, 1985 (case 19/84); Allen and Hanburys Ltd v Generics (UK) Ltd, ECJ March 3, 1988 (case 
434/85); Straus, Present State, N 6. In regard to the special situation of Spain, which was granted a 
transitional period of three years after accession to the EC to accept product patent protection for new 
pharmaceutical products: Merck &Co Inc and others v. Primecrown Ltd and others (case C-267/95) and 
Beecham Group plc v Europharm of Worthing Ltd. (case C-268/95) ECJ December 5, 1996. Cf. in this 
regard also Sadlonova, 144-149.
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grant of compulsory licences by an EC member state192 and the conditions under which an

intellectual property licensing agreement violates the EC Treaty193.

The double- or even triple-track policy194, however, does not promote the completion of the

Common Market without any territorial borders for intellectual property rights195. If the 

establishment of a common market is to be pursued seriously, the multiple-track approach 

should be abolished196. Otherwise, neither the creation of an additional patent 

instrument197 nor the transfer of competence to the EC will effectively address the 

shortcomings of the current situation in Europe. A similar observation applies with regard 

to a Community patent that would only be valid in a limited number of EC member 

states198.

II. The jurisdictional arrangements

The negotiations for a CPC soon brought to light the fact that the EEC member states had 

limited interest in giving up their sovereignty rights in relation to jurisdiction:

- First, Articles 77 and 78 CPC 1975 make it clear that it was mandatory for the national 

court neither to stay its infringement proceedings if the EPO was considering validity nor to 

address the EPO to seek an opinion in regard to the extent of protection conferred by the 

Community patent in relation to the alleged infringement.
  

192 Cf. Commission of the European Communities v United Kingdom of Great Britain and Northern Ireland, 
ECJ February 18, 1992, 1992 ECR, 829. Nevertheless, the EC member states still have wide autonomy with 
respect to compulsory licensing policy (cf. Martinez, 771. A transfer of authority to the EC occurred with 
regard to certain categories of technology transfer agreements (Regulation (EC) No. 240/96 of 31 January 
1996 on the application of Article 85(3) of the EC Treaty to certain categories of technology transfer 
agreements) and with regard to public health problems in third countries allowing companies to produce 
copies of patented medicines under licence for export to "countries in need" without sufficient capacity to 
produce them (Regulation (EC) No. 816/2006 of 17 May 2006 on compulsory licensing of patents relating to 
the manufacture of pharmaceutical products for export to countries with public health problems)).
193 Cf. Snell, 178 with reference to L.C. Nungesser KG and Kurt Eisele v Commission of the European 
Communities, ECJ June 8, 1982 (case 258/78). In particular Art. 81 EC Treaty prohibits restrictive licensing 
agreements affecting intra-Community trade.
194 If national patents continue to co-exist with a European and a Community patent, one could speak of a 
triple-track policy (cf. the discussions between van Benthem J.B., Das europäische Patentsystem muss 
durch ein nationales System ergänzt werden, 1993 GRUR INT., 593-595 and van Nispen Constant, Macht 
das europäische Patentsystem nationale Patentsysteme überflüssig?, 1993 GRUR, 591-592).
195 Cf. Laddie, I.P. Rights, 405; Stauder, Switching, 986; Krieger, When will the CP arrive?, 857; Martinez, 
768-773.
196 Cf. Willems, Blueprint, 5-6; Laddie, I.P. Rights, 408; Krieger, When will the CP arrive?, 857-858; Haas P., 
199; Brown.
197 Cf. Stauder, Switching, 986.
198 Cf. also Straus, Present State, N 11.
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- Second, both Article 90 CPC 1975 and the possibility of making a reservation concerning 

the jurisdiction of national courts to revoke a patent in infringement cases could have had 

the same aim199.

- Third, the limited territorial effect of a revocation decision rendered by a national court 

made it clear that other states did not accept any intrusion on their sovereignty, and most 

of all not by a national court of another state.

Bearing this situation in mind, the system of jurisdiction concluded at the 

Intergovernmental Conference in 1989, including the COPAC, has to be classed as a 

major step forward. However, the approach that "Community Patent Courts" of first and 

second instance would have been composed of national courts able to revoke Community 

patents for the entire territory of the EEC provoked major concerns among the 

stakeholders:

- First, this was seen as too great a risk200, since not all EC member states provide for 

courts with judges experienced in patent law201, or not in the large number designated by 

some EC member states to act as Community Patent Courts202.

- Second, it was considered a potential source of legal uncertainty by the users203, due to 

the fact that forum shopping would have been possible to a great extent among the 

different Community Patent Courts204.

- Third, a Community Patent Court hearing an infringement action in relation to a 

Community patent would have basically had to stay the proceedings if the validity of the 

Community patent in suit was already lis pendens before another court or before the 

COPAC. The same would have been the case where opposition proceedings were

  
199 Cf. Beier, MGK 1, N 19. There are, however, two arguments that in fact suggest otherwise: on the one 
hand, it was decided that these reservations would cease as soon as the agreement on litigation was 
applicable. On the other hand, it was the declared aim of the Intergovernmental Conference of 1975 to solve 
problems arising from a separation of jurisdiction in respect of infringement and validity.
200 Cf. Martinez, 779-780, Tilmann, Zukunft, 1079; Willems, Harmonisation, 196.
201 Cf. Schade, Streitregelungssystem, 837.
202 Cf. Messerli, 138; Sedemund-Treiber, Strukturen, 121; Schade, Streitregelungssystem, 837; Schade, 
Protocol, 182.
203 Cf. Söderholm, 2.
204 Cf. Young/Birss.
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ongoing or an application for revocation205 or limitation206 had been filed with the EPO207. 

This situation was classed as too lengthy and costly, and risky in terms of possible 

blockage of effective enforcement208. 

However, criticism was also voiced over the approach that a Community Patent Court of 

second instance would have had to stay its infringement and revocation proceedings 

concerning a Community patent and refer them to the COPAC for judgment.

This procedure was classed by users as being complicated and time-consuming209 and 

also risky, as there would have been no further possibility of appealing COPAC's

decision210. It was also seen as a threat to the desired uniformity of European patent law if 

national courts had lost their power to decide important matters of law relating to 

Community patents whilst retaining competence in regard to European and national 

patents211. In this context it is important to mention that the EEC states have never been 

willing to give up jurisdiction in regard to European and national patents. Added to this are 

concerns regarding the language regime212.

Stakeholders therefore feared that the Community patent jurisdiction system would not 

provide them with effective protection213 enabling them rapidly to compel infringers to 

cease their infringement and ensure that the Community patent would be interpreted in a 

uniform manner in the entire area of the EEC214.

III. The language provisions

The discussion on translations has always been highly controversial and had first become 

a landmark in the compromise of the CPC 1975. Users and the then nine EC member 

states agreed that only the claims had to be translated into the official languages of the EC 
  

205 Cf. Paterson, N 14-19.
206 Cf. Paterson, N 14-18.
207 See Art. 34(1) CP Litigation Protocol.
208 Cf. Stohr, 9; Kolle/Stauder, 2nd Symposium, 361; Young/Birss, 363; Schade, Protocol, 182; Schneider, 
114; CP Green Paper, 10, 11.
209 Cf. Stauder, Weg, 468; Schade, Streitregelungssystem, 837; Schneider, 115.
210 Cf. Kolle/Stauder, 3. Symposium, 513.
211 Cf. Kolle/Stauder, 2nd Symposium, 362.
212 Cf. Kolle/Stauder, 3. Symposium, 513.
213 Cf. also Schneider, 112.
214 Cf. Haardt, 340.
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member states215. A translation of the full patent specification was basically not 

required216. Although provision was made for reservations - each state could request a full 

translation into one of its official languages, a certain flexibility still existed217. This 

flexibility, as required by industry, was, however, successfully attacked by a French 

proposal in 1985, resulting in Articles 29 and 30 CPC 1989.

A translation of the entire patent specification would have had to be filed within a certain 

time limit. If the filing had not been made in due time, the Community patent would have 

been deemed void ab initio and would have turned back into a “bundle patent”218.

Enormous costs219 for obtaining unitary protection would have resulted, and the interest of 

users therefore began to falter220.

In fact, the translation-related costs for a Community patent would not have been different 

from a European patent since Article 65 EPC also provides that each contracting state can 

demand a translation of the European patent into its language if the patent as granted, 

amended or limited is not available in that official language. At least 28 of the EPC 

contracting states have made use of that possibility221.

The great difference between the language regime for the European patent and that for 

the Community patent is, however, that when validating a European patent the applicant 

may choose in how many EPC contracting states he wishes to pay for protection, whereas 

the Community patent is a unitary patent which must be translated into all the languages of 

the EU member states. In practical terms, this fact should not be underestimated.

  
215 See Art. 33 CPC 1975.
216 Cf. van Benthem J.B., The Solution of the Language Problem in the European Patent Conventions, 1975 
IIC, 1-10, 9/10; Singer, Patentsystem, 127-128.
217 See Art. 88 CPC 1975 and Haertel, Luxemburger Konferenz, 299.
218 Cf. Art. 30(6) CPC 1989; Cf. Bossung, Unionpatent, 19.
219 It was estimated that an average translation of a patent of 20 pages cost € 1 280 (see report of the 
Working Party on Cost Reduction, WPR/7/00 Rev. 1, 43). The translations of a Community patent into all 21 
EU languages would consequently cost well over € 20 000; also cf. Neukom John U., What Price the 
Community Patent?, 1992 EIPR, 111-112; Leardini, 326; cf. also Straus, Present State, N 12-13.
220 Cf. v. Benthem, 438; Groves/Martino/Miskin/Richards, 42; Krieger, When will the CP arrive?, 866; also cf. 
Singer, Patentsystem, 127. A representative of industry once stated bluntly that the "CPC" with such 
translation requirements would in fact be a "Capital Punishment Convention" (cf. Kolle, Europe, 47).
221 Cf. National law relating to the EPC, European Patent Office, 13th edition, Munich 2006, 95.
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The aim must be to create a patent that is cheaper or at least not more expensive than 

today’s solutions if a Community patent was to be accepted by users.

This will get more difficult222, however, with the optional "Agreement on the application of 

Article 65 of the Convention on the Grant of European Patents"223 (so-called "London 

Agreement")224. The agreement entered into force on 1 May 2008 and will reduce the 

translation-related costs by up to 50% for a European patent225, due to the fact that its 

contracting states commit themselves to dispensing, in full or in part, with the filing of 

translations of European patents in their national languages226.

The entry into force of the London Agreement shows that a further step in European 

integration may also be achieved outside of the EU structures if necessary and with a 

concentration on working languages227, while maintaining legal certainty. The argument 

that there is public interest in commerce and technology in regard to translations seems for 

many states only a pretext, since it is a fact that in most states hardly any translations are 

ever consulted228. The primary concerns regarding the translation requirements are 

cultural and political, but economic as well, since many patent attorneys provide the 

requested translations229. The London Agreement will consequently not make it easier to 

agree on the Community patent. It seems clear that further integration, coupled with the 

  
222 Cf. Ullrich, National, 14.
223 Cf. 2001 O.J. EPO, 549-619 and <www.epo.org/patents/law/legislative-initiatives/london-
agreement.html>. The agreement was quite obviously signed at the Intergovernmental Conference of the 
EPC contracting states held in London on 16 and 17 October 2000, cf. Addor/Luginbühl; cf. Luginbühl 
Stefan, Übereinkommen über die Anwendung des Artikels 65 des Übereinkommens über die Erteilung 
Europäischer Patente, 2001 sic!, 696; Messerli Peter, Neue Entwicklungen im europäischen Patentsystem, 
Neueste Entwicklungen im europäischen und internationalen Immaterialgüterrecht, 5. St. Galler 
Immaterialgüterrechtsforum 2001, Baudenbacher Carl/Simon Jürg (eds.), Basel et al. 2002, 183-195, 190-
191.
224 Contracting states are currently Croatia, Denmark, France, Germany, Iceland, Latvia, Liechtenstein, 
Luxembourg, Monaco, the Netherlands, Slovenia, Sweden, Switzerland and the United Kingdom.
225 Cf. Addor/Luginbühl, 27; 730-731; N 3; Yayon-Dauvet Audrey/Gougé Emmanuel, Approval of the London 
Protocol: French issues concerning the language system for European patents, WIPR 09/01, 17/18.
226 Holders of European patents no longer have to submit a translation of the patent specification if the 
patent is granted for contracting states sharing an official language with the EPO (English, French or 
German, cf. Art. 1(1) London Agreement). In contracting states where this is not the case, only a translation 
of the claims into the respective official national language has to be filed. A translation of the description will 
no longer have to be filed if the patent has been granted in the official language of the EPO prescribed by 
that state, or translated into that language (cf. Art. 1(2) and (3) London Agreement).
227 Different opinion Remien, Illusion, 283.
228 Cf. Bossung, Return, 305.
229 Cf. Bossung, Return, 305; there were, however, different patent attorney federations which strongly 
supported the signature of the London Agreement and the waiver of translation requirements.
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creation of an Internal Market, will make it necessary for the EC to reduce its working 

languages230.

IV. Conclusion

The main reason for the lack of success of the CPC has to be seen in the changing

situation over the period that negotiations for a CPC were unfolding.

In 1975 the EC member states were still working on an empty platform. In 1985, however, 

a well-functioning EPC existed. It was also from that point on that users started to state 

clearly what they expected from a CPC: a Community patent (system) that was at least as 

effective as the existing European patent (system)231.

It was therefore the success of the EPC232 which increased the pressure on the EC 

member states to find solutions that ensured a better and cheaper way to obtain patent 

protection - which included the necessary legal certainty in the EC member states - than 

with the available European and national patents233. The solutions in 1985 and 1989 did 

not, however, bring about the desired system.

The combination of the particular interests of the EC member states and their 

unwillingness to give up sovereignty rights with regard to civil jurisdiction, and the ensuing 

lack of interest on the part of users, ultimately led to a breakdown. The goal of forming a 

common market with a unitary patent, as well as the necessary logic for a successful 

project, faded away.

The lack of success of the CPC has been seen as the insufficient will of the EC for 

political, sovereignty234, legal and cultural reasons, on the one hand, and the hesitation of 

  
230 Also cf. Cornish/Llewelyn, IP, N 3-29.
231 Cf. Haertel, Luxemburger Konferenz, 300; Jacob, Future, 118.
232 By 1985 (just seven and a half years after the first European patent was granted) already more than 
400 000 European patent applications had been filed and more than 150 000 European patents had been 
granted.
233 Also cf. v. Benthem, 438; 439; Hucko Elmar, Das Gemeinschaftspatent, Patentschutz in Europa – Quo 
vadis?, 18. Juli 2003, München, Forum Institut für Management, 22-30, 22; Kolle, Europe, 55.
234 Also cf. Junge, 827.
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industry235, for economic reasons, to commit itself to a Community patent system aimed at 

the real establishment of a common Internal Market, on the other hand. Until now, EC 

member states at large seem not to be ready to give up their control of patent fees, or of 

enforcement and functioning in this competition-related issue236. This underlines the fact

that politics related to the economy and business, and as a consequence patent law,

belong to the heart of national politics237.

It was already being debated, as early as 1975, whether a Community patent would be 

attractive at all if there were a permanent option to choose between European patents and 

the Community patent238. The answer should be an emphatic "yes" in the view of the 

author. This implies, however, that a patent system including also a Community patent 

would be more efficient than the currently existing European patent system. This could 

only be achieved if the EC member states were ready to give up more of their national 

sovereignty.

There would be no reason to apply for a Community patent if there were a European 

"bundle patent" available that was more economical, more interesting and at the same 

time provided better legal certainty. However, as long as only half-hearted attempts are 

made in the direction of an undivided market, there hardly seems good reason to let a 

CPC enter into force or even give up the double- or triple-track policy in the European 

patent system in regard to the territory of the EC. It would rather be a step backwards

instead of the completion of a European patent system. European and national patents 

would disappear from the territory of the EC, being replaced by a Community patent 

system that is worse than today’s system.

F. Could the CPC still enter into force?

It is very unlikely that the CPC as last negotiated in 1989 will enter into force239. This is 

underlined by the fact that the EU has meanwhile grown to 27 states, whereas the CPC 

  
235 Also cf. Stauder Dieter, Substantive Law Aspects of the Community Patent – Translation Requirements, 
Switching, and the European or Community Patent Option, 1991 IIC, 979-986, 985-986.
236 Cf. Martinez, 773.
237 Also cf. Junge, 827.
238 See Stauder, Future, 183.
239 See the attempts of the European Commission to achieve the Community patent by way of an EC 
Regulation at §8. Cf. also Blumer, Jurisdiction, 336.
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has only been negotiated among 12 states. Since it is an international agreement and the 

CPC was not directly part of the accession agreements with the new states240, re-

negotiations with these states with subsequent ratification in all CPC contracting states 

would be necessary241. Re-negotiations would, however, also be necessary among the 12 

states that signed the CPC 1989 to adapt it to the revised EPC242. It is therefore no 

surprise that, for example, the United Kingdom has in the meantime removed as 

redundant the provisions in the Patents Act 2004 which related to the CPC.

Additionally, the European Commission reacted to the lack of progress in regard to the 

CPC, not least because it took the view that the CPC had already fallen behind the 

changing requirements and European integration243. It thus took an initiative to create a 

Community patent through a regulation enacted by the EC Treaty244 which would, in 

contrast to the CPC as an international agreement, be subject to control and amendment 

by normal Community legal process245.

G. Conclusion in regard to uniformity of interpretation and avoiding multiple 
litigation

The CPC would have been governed by a common system of law246. There is no doubt 

that the law and its interpretation would have been unified to a great extent with a view to 

Community patents.

  
240 It is argued that, in the case of the 4th EU accession round, Austria, Finland and Sweden have committed 
themselves in Art. 4 of the Act concerning the conditions of accession and the adjustments to the Treaties on 
which the European Union is founded to accede to all of the conventions that have been concluded by the 
former member states of the EU. The CPC is one of these conventions, although it has not yet entered into 
force, but was signed by all former member states of the EU (see Krieger, When will the CP arrive?, 871). 
With regard to the 5th EU accession round, cf. Sadlonova, 91-95.
241 Cf. Leardini, 325.
242 It would, for example, be necessary to adapt the CPC 1989 to the newly implemented limitation and 
revocation procedure (see Art. 105a-105c EPC); also cf. Paterson, N 14-19A. For an overview of the new 
procedure cf. Luginbuehl Stefan, Limitation and Revocation in the European Patent Convention - Outlines of 
the New Procedure, 2001 IIC, 607-625.
243 Cf. The First action Plan for Innovation in Europe of 20.11.1996, COM(1996) 589 final, 4.
244 Cf. CP Regulation Proposal, 6; also cf. Bossung, Return; Armitage, Policy and Kolle, CP, 617-618.
245 Cf. Bossung, Return, 304; Armitage, Policy, 556.
246 Community patents would be subject only to the provisions of the CPC 1989 and those provisions of the 
EPC which are binding upon every European patent and which are consequently deemed to be provisions of 
the CPC (see Art. 2(3) CPC 1989).
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However, national courts acting as Community Patent Courts would have decided on 

infringements and revocations of Community patents. Clearly, therefore, national judges 

with their respective legal views and cultural background would have construed the law, 

which would have led to different interpretations and which could have been unified only at 

second instance with the COPAC.

In addition, various states designated too many national courts that would have acted as 

Community courts. This fact, along with the consequent lack of specialisation, would have 

underscored the dangers of disunity247 and forum shopping.

The CPC also only contains a limited number of provisions in the form of substantive law 

complementary to the EPC, governing, in particular, infringement248 and validity of 

Community patents249. A further harmonisation of law would have thus been necessary to 

avoid there again being a nationally coloured interpretation of Community patent cases250. 

This was, however, blocked by the EC member states251. The CPC, for example, does not 

provide any regulations in regard to sanctions252, damages253, the taking of evidence, or 

the issuance of preliminary injunctions254, all of which vary in Europe 255.

What should be asked is whether the CPC 1989, in cooperation with the COPAC, would 

have led to a harmonisation of law and ensured uniformity of interpretation in the EC as 

such.

  
247 Cf. Sedemund-Treiber, Strukturen, 122.
248 Cf. Stauder, Significance, 793.
249 Cf. Paterson, N 14-26.
250 Cf. Schade, Streitregelungssystem, 831; Tilmann, Harmonisierung; Ryberg; Schäfers, Anmerkungen, 
828.
251 Cf. Kolle/Stauder, 3. Symposium, 513.
252 The only provision in the CPC with a sanction character is the permission given to all Community Patent 
Courts to issue orders prohibiting the defendant from proceeding with the acts which infringed, or would 
infringe, the patent (see Art. 35(1) CP Litigation Protocol).
253 Cf. Stauder Dieter, Einheitliche Anknüpfung der Verletzungssanktionen im 
Gemeinschaftspatentübereinkommen, 1983 GRUR Int., 586-590, 590; Kolle/Stauder, 3. Symposium, 513; 
Scordamaglia, II, 467.
254 Cf. O’Sullivan, 661-662; Scordamaglia, II, 472; also see Art. 36(3) CP Litigation Protocol.
255 Cf. European Patent Litigation Handbook, Reid Brian C. (ed.), London 1999; Patent enforcement in 
Selected Countries, Festschrift für Dieter Stauder, 2000 IIC 627-770; but also Bruchhausen, 
Ausgleichsansprüche; statement of Canivet Guy in: Michalland, 9; v. Meibom/Pitz, Cross-border Injunctions, 
473-476; Treichel, 85. This diversity will continue to exist even after the Enforcement Directive is 
implemented by all the EU member states, albeit to a lesser extent (cf. §6 D.II.3. Uniform law concerning 
patent litigation).
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The main argument against this idea is the "optional solution", i.e. the right to choose 

between a Community patent and a European patent.

Although the national law was greatly harmonised256, mainly because of the EPC and the 

CPC257, it is a fact that there were and still are differences in national patent laws amongst 

the EU member states, and the European patent law is interpreted differently by the 

individual national courts258. The COPAC would not have had any jurisdiction in regard to 

European or national patents, but it certainly would have had some influence on the 

jurisprudence of the national courts, as do the EPO Boards of Appeal or courts of other 

states, not least as there probably would have been cooperation among the patent judges, 

as this has become a reality in the last few years259. This would have led to a certain 

unitary interpretation of law but disunity could probably not have been fully avoided.

Furthermore, multiple litigation would not have disappeared: the Community patent itself 

would have normally, but not always, been litigated before one court. However, again the 

"optional solution", and the fact that not all EPC contracting states are members of the EC, 

would have still given rise to multiple litigation in regard to European patents.

  
256 Cf. Stauder, Vom, 45.
257 Cf. Krasser, MGK 22, N 1-3; Haertel, Harmonisation, 729-730. The Strasbourg Convention obviously only 
played a minor role in regard to the alignment of national patent laws (cf. Haertel/Stauder, 88). The fact that 
patents were granted for the territory of an EPC contracting state not only by national offices but also by a 
European office led to an alignment of the requirements for and effects of national patents with those of the 
European patents (see Haertel, Harmonisation, 731).
258 Cf. Chapter one: General introduction.
259 Cf. Walter H.P., Auslegung; Rogge, Zuständigkeit, 645-648; Leith, Judicial Roles, 56; Jacob, Decisions, 
13-15; Brinkhof, Revocation; Karet, UK and EPO but also decision Merrell Dow Pharmaceutical Inc. v H.N. 
Norton & Co. Ltd, 1996 RPC, 76.
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CHAPTER THREE: ALTERNATIVE ATTEMPTS TO ACHIEVE A UNIFIED 

INTERPRETATION AND POSSIBLE SOLUTIONS TO THE PROBLEMS 
RELATED TO THEM

§2 SPECIALISED NATIONAL PATENT COURTS

A. Introduction

It is obvious that a uniform application of European patent law is better ensured if there is

a limited number of specialised courts at the national level which deal with the matter260.

Specialised courts are courts established by law261 having jurisdiction in certain 

predetermined legal fields.

Such courts aim to reduce the caseload of the common civil courts262 and to relieve 

general judges of the duty to render decisions in an area of law with which they are 

unfamiliar because they are hardly ever confronted with it263. Specialised courts should 

therefore basically provide for more efficient proceedings - not least since there is a 

tendency for not only judges to become highly experienced in a certain field of law, but 

also lawyers - culminating in a more predictable outcome264 and high-quality decisions in 

special fields of law265. Legal certainty could consequently be improved266. This again 

ensures the greater confidence of users in the system267.

It was recognised early on that specialised courts may lead to quicker and more 

effective268, simpler269 and, in the end, cheaper270 proceedings271. It is therefore no 

  
260 Cf. also Kropholler, Internationales, 135-137, Linhart, 272-274.
261 Cf. Art. 6(1) ECHR.
262 Cf. IBA, Survey, 26.
263 Cf. Boval, Spécialisation, 52.
264 Cf. IBA, Survey, 25.
265 Cf. Haefliger/Schürmann, 158; Stauder, Verletzungsverfahren, 140.
266 Cf. Brack, 4; Brunner, Verwertung, 22; Boval, Spécialisation, 52.
267 Cf. Vogel/Spühler, §3, N 62.
268 Cf. IBA, Survey, 26.
269 Cf. for example Kölz Alfred in: Kommentar zur Bundesverfassung der Schweizerischen 
Eidgenossenschaft vom 29. Mai 1874, Basel et al. 1987, Art. 58, N 71; Müller, Garantie, 257; cf. also 
McMichael v UK, ECtHR February 24, 1995, A-307B, § 80.
270 Cf. Winter, 222; Brack, 15.
271 Cf. also the conclusions drawn by the chair in the second session of the WIPO Advisory Committee on 
Enforcement, WIPO/ACE/2/13, N 8.
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surprise that the call for specialised courts in intellectual property, and especially patent 

law, was made early on.

The International Bar Association (IBA) qualifies272 a court specialised in IP 273 as a

"...permanently organised body with independent judicial powers defined by law, consisting of one or more 

judges who sit to adjudicate disputes and administer justice in the IP field".

This definition can be transferred mutatis mutandis to courts specialised in patent litigation.

"Commercial courts", for example, clearly fall under the definition of specialised courts 

since they solely deal with disputes related to business and commerce. The same can be 

said with regard to "commercial chambers" of general civil courts, dealing exclusively with 

business matters. It is also possible that certain jurisdictional parts of a commercial court 

will be transferred to another new court in order to create further specialisation.

Specialised courts should not be confused with a specialised division or chamber within a 

common civil court or so-called "docket management", where cases involving a special 

matter are assigned to certain judges in a general court in order to create some 

specialisation274.

Specialised divisions or chambers are in most cases permanent institutions. However, 

depending on the volume of cases they could also function for limited time periods, after 

which the resources involved (courtrooms, clerks and judges) would merge back into the 

general patterns for administration of justice275. A simple ad hoc and arbitrary functioning 

of the court with a limited competence in time, in territoriality and in subject matter276

would, however, be classed as unconstitutional277 in many states and be against the 

ECHR278. Such a court would no longer fulfil the basic human right that a court must be 

  
272 See IBA, Survey, 4-5.
273 The survey distinguishes between the terms "court" and "tribunals". This distinction seems, however, not 
to include any differences in the content.
274 Cf. Sherwood, 506.
275 Cf. Sherwood, 507.
276 Cf. Altherr, 27.
277 Cf. e.g. Art. 30(1) Swiss Constitution; Art. 101(1) German Constitution.
278 Art. 6(1) ECHR requires that a court must be established by law. A court established ad hoc, i.e. courts 
only established to decide a particular case or courts that are composed in an extraordinary form are 
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established by law in order to guarantee the independence of the court and the principle of 

equal treatment, and to exclude possible judicial manipulation and arbitrariness279.

I. Potential risks of specialised courts

Specialised courts could certainly also have disadvantages. The IBA listed them in its 

international survey of specialised intellectual property courts and tribunals as follows280:

– the costs of maintaining the courts may be high,

– there could be a lack of local presence and the court could therefore become 

inaccessible for parties since a specialised court normally also leads to an increased 

territorial jurisdiction, again leading to higher costs because of longer travel distances,

– the isolation of the court281 carries the risk that its jurisprudence may move away from 

the development of the general law and jurisprudence,

– there could be a loss of a generalists’ overview and consequently a lack of fresh and 

new perspectives of the judges to the problems - "you can't see the wood for the 

trees",

– the overlap with other areas of law - i.e. if the judge specialist in one certain area of 

law also has to answer legal questions from other areas, such as contract law -. For 

such cases it is suggested that a generalist judge should try the whole case, rather 

than a specialised judge, who might be tempted to develop inappropriate general 

principles of law,

– lawyers appearing regularly before the specialised court could become well 

acquainted with the court's specialities and could have an advantage over lawyers who 

do not appear regularly in front of the court, and

– a certain possible tendency to informality in proceedings.

II. Dealing with those risks

It seems that there are responses to quite a few of those risks and potential dangers:

    
therefore not allowed (Villiger, N 414; Haefliger/Schürmann, 158; also cf. Lithgow and others v UK, ECtHR 
July 8, 1986, Series A No. 102, § 201). Cf. also Art. 47(2) Charter of Fundamental Rights of the European 
Union.
279 Cf. Müller, Garantie, 255-258.
280 Cf. IBA, Survey, 27-28.
281 Cf. also Boval, Remarques, 167-168.
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- First, the potential risk that a specialised court moves away from the developments of 

general law and jurisprudence or the lack of new ideas of specialised judges could be 

reduced by giving the judges the opportunity for continuing training in general areas of law. 

This could be achieved by providing the court with the necessary scope of jurisdiction in 

terms of subject matter in order to make it possible for the judges to keep in touch with 

general developments. Instead of a generalist judge being left alone to deal with non-

specific issues, it should rather be the other way round: a specialised judge should 

regularly be provided with the opportunity to apply general law. The subject matter in the 

jurisdiction of a patent court should therefore include general fields of law, for example,

licensing agreements and agreements to assign a patent right, but also distribution 

contracts and agency agreements, or damages and compensation.

Additionally, judges could regularly be trained in general law - with which they must in any 

case be familiar before they can specialise - in order to stay up to date with recent 

developments and trends.

- Second, with regard to the risk of the increasing costs of maintaining the court, it seems 

that in fact the entire litigation costs could increase with a specialised court.

On the one hand, the legislator could see fit to determine the court fees at levels (or close 

at such levels) which would ensure that the court is self-financing, not least if mainly 

companies would be litigating before the specialised court and the parties should therefore 

not only be capable of paying more but also be ready to do so if the quality of proceedings 

and judgments is clearly improved. However, it is clear that court fees must not be 

prohibitive and constitute a serious obstacle to litigation.

On the other hand, lawyers (and possibly the patent attorneys) should be better qualified 

and would consequently be more expensive. Experience shows that it is a very difficult 

task to limit the costs for party representatives and other experts supporting a party. The 

creation of greater competition among them could be helpful in this regard.
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It goes without saying that legal aid will have to be provided if a party is unable to pay the 

litigation costs282. In addition, consideration should also be given to providing litigation 

support for SMEs, as in many states companies are not entitled to legal aid.

- Third, the lack of local presence could indeed be a problem with regard to the general 

human right of fair access to justice283. Today this problem should, however, not be as 

severe as it was perhaps one hundred years ago.

Travelling and communication have become much easier and, depending on the legal field 

in question, mainly there are companies involved for which the travel problem does not 

seem very great. However, if indeed access to justice was in jeopardy, one solution could 

be for the court to try the case over videoconference. If the immediacy principle could not 

be fully guaranteed by such a conference, the court could travel to a location nearer the 

parties or the defendant.

- Fourth, the potential risk of lawyers appearing regularly before the court having an 

advantage over other lawyers could also constitute a risk before a generalist court. This is,

in particular, the case if there are only a limited number of lawyers active in certain fields of 

law or in a certain area of a court's jurisdiction. It will consequently be up to the court to 

guarantee a fair trial for both parties and indeed to counter the risk of making the 

proceedings informal. In any case, the necessary remedies would have to ensure that the 

lower instances adhere to the legal procedure and that any breach of (procedural) law be 

corrected.

III. Demand for specialised patent courts

Patent litigation is, without doubt, a relatively rare occurrence in practice and is, at the 

same time, highly technical and very complex. The reason for that situation lies, on the 

one hand, in the fact that patents give control over new products and processes which 

may prove to be crucial in the advancement of an industry284 and which are consequently 

  
282 Cf. also Art. 47(3) Charter of Fundamental Rights of the European Union.
283 Art. 6(1) ECHR; Art. 47(2) Charter of Fundamental Rights of the European Union.
284 Cf. Cornish/Llewelyn, Enforcement, 87; 88. Centrafarm BV v Sterling Drug Inc, ECJ October 31, 1974, 
(case 15/74).
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complicated to express in legal terms. On the other hand, only a limited number of granted 

European patents ever become part of litigation.

Owing to the major economic importance of patents it is no surprise that, in many 

countries, the demand for specialised civil courts with judges having extensive knowledge 

of patent law was voiced in the last century almost at the same time as the request for 

national patent regulations285.

At the European level it took much longer for such calls to be made. The efforts to create a 

Community patent proved to be the basis for the first such approach286. 

As mentioned earlier, the EC member states agreed to take the necessary measures to 

establish specialised national infringement courts in regard to Community patents at the 

Intergovernmental Conference in 1975. This would have been achieved by way of 

centralisation of the first-instance jurisdiction on their territory. The resolution was limited to 

the infringement courts, as the revocation of Community patents would have been 

centralised in a two-instance procedure before the EPO287.

In the CPC 1989 it was agreed that national courts in a limited number listed in the annex 

would act as "Community Patent Courts" of first and second instance288. Several states, 

however, designated all their courts - obviously for political and federalist reasons - to have 

jurisdiction at the national level289. With regard to second-instance litigation, the COPAC 

should have ensured a uniform interpretation290.

  
285 E.g. in France, patent matters are heard in first instance by the higher level district courts since the 1844 
Patents Act has been in force (cf. Brüning-Petit, Enforcement, 142); in England patent actions were, as early 
as 1876, tried before a specialised division of the High Court (cf. Cornish/Llewelyn, Enforcement, 88); in 
Germany the request for specialised infringement courts was voiced at the end of the last century (cf. 
Stauder, Rechtszug, N 38); in Switzerland it was during the first revision of the patent act in 1907 that the 
establishment of a specialised industrial property court was discussed for the first time (cf. David, 4, n. 6 with 
reference to Guyer/Weiss, 3/1906 SJZ, 33, 46, 58, 109 and 146).
286 Cf. §1 D.I. Aims and development; cf. also Bossung, Grundfrage, 64.
287 Cf. §1 D.I. Aims and development.
288 Art. 1(1) and (2) CP Litigation Protocol.
289 Germany and France listed all their specialised courts (nine in each instance for Germany and ten for 
France in each instance).
290 Cf. §1 D.II. Jurisdiction.
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In regard to European patents, it took even longer for concentration on the courts to be 

called for291. The reason for this late call has to be seen in the fact that jurisdiction for 

proceedings concerning the infringement and revocation of European patents lies in the 

authority of the EPC contracting states292. Consequently, there was basically no common 

patent litigation policy in existence among these states. This has changed, however.

At the Intergovernmental Conference of Paris on June 24/25, 1999, the government 

representatives declared that they wanted to increase the effectiveness and legal certainty 

of the protection conferred by European patents293. Improving the enforcement of patent 

rights in Europe was, therefore, classed as an important step in strengthening the 

European patent system and was seen as a strong deterrent to the heavy competition 

posed by Asia and the USA.

There are, however, more reasons which provoked the call for a specialised patent court 

at the European level.

On the one hand, it should be kept in mind that justice can only be guaranteed if the courts 

correctly apply the law. This could obviously not be ensured all over Europe, however.

On the other hand, the small number of cases and the (technical) complexity294 of patent 

law, as well as the often high value in dispute295 - and therefore well-paid job296 - created 

highly specialised lawyers who almost exclusively plead patent cases297. Additionally, 

lawyers are in general accompanied by patent attorneys specialised in the technical field 

concerned. Consequently, a specialisation of the courts and judges interested in the 

matter seems necessary, not least because judges should have the same level of legal 

knowledge as the lawyers who appear in front of them. British judges, in particular, argue 

  
291 Cf. Stauder, Verletzungsverfahren, 140.
292 Cf. Art. 64(3) EPC. This fact is also underlined by Article 64(1) EPC, which makes it clear that a European 
patent confers on its proprietor, in each contracting state in respect to which it is granted, the same rights as 
would be conferred by a national patent granted in that state.
293 Cf. 1999 O.J. EPO, 548.
294 Cf. Ryberg, 909.
295 Cf. Stauder, Verletzungsverfahren, 140.
296 Cf. Laddie, de Ranitz, 528.
297 Cf. Brinkhof, Enforcement, 172; Stauder, Verletzungsverfahren, 141; Brüning-Petit, Enforcement, 140.
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that the judges should even have a background in science in order to quickly understand 

the technical questions298.

This brought the EPC contracting states inter alia to the conclusion that a consolidation of 

courts should be envisaged in all contracting states. Within the framework of the revision 

of the European patent system, an appropriate recommendation was therefore agreed 

upon.

The governments of the EPC contracting states stated in Paris that they would take 

whatever measures each considered necessary to study the restriction to a minimum –

which in some states could mean three or less – of the number of courts dealing with 

patent litigation299.

The following overview of the jurisdictional organisation in France, Germany, the 

Netherlands and the United Kingdom, however, shows that a certain - de facto -300

concentration had already been achieved301 before the Intergovernmental Conference.

These states were chosen in the overview, as most patent cases are litigated before 

courts of these states302. Switzerland, which also appears in the overview, will serve as an 

example to illustrate how difficult it can be to create a specialised court in a state with a 

strong federalist structure.

In any case, it should be noted that there is no international treaty in existence (such as 

the TRIPs Agreement303) that would make the creation of specialised courts obligatory, nor 

has such a treaty been proposed.

  
298 Cf. Judge Fysh, Judge leads push for specialised IP courts, IBA Daily News, Tuesday, September 27, 
2005, <www.iflr.com>, 3.
299 1999 O.J. EPO, 548.
300 Cf. Beier Friedrich-Karl in: Kolle/Stauder, 1st Symposium, 829.
301 Cf. also Brinkhof, Change, 104.
302 Cf. WPL/4/03. The countries dealing with most patent cases are a mirror of those countries for which 
most European patents are granted: France, Germany and the UK (cf. tables showing the volume of patent 
litigation in the EU member states, Council of the EU, Doc. 12786/02 and Working Document from the 
Presidency, Towards an Enhanced Patent Litigation System and a Community Patent - How to Take 
Discussions Further (Doc. 11622/07), available at <www.epo.org/topics/news/2007/20070725.html>).
303 Cf. in particular Art. 41(5) TRIPs Agreement; Gervais, N 2.375; Dreier, 261; Heath, 14. The lack of some 
basic obligations in the TRIPs Agreement as to how to organise jurisdiction led to concerns regarding the 
effectiveness of IPR enforcement (cf. Staehelin, 179-180).
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B. France

I. Courts of first instance

In France, it was recognised early on that patents should be dealt with by specialised

courts304.

It was decided not to create specialised patent courts but instead to give ten tribunaux de 

grande instance (district courts)305 exclusive jurisdiction for actions on infringement and 

revocation of patents. To establish a certain specialisation of the judges in patent litigation, 

patent cases have always been allocated to the same division of the appropriate district 

court. It was thought that all the ten courts would be provided with the necessary 

experience by this manner of organisation.

However, as mentioned earlier, patent cases are relatively rare compared to many other 

cases in commercial law. In addition, there is a great concentration of business at the 

French capital. Consequently, it was the tribunal de grande instance in Paris and its 3rd

Chamber306 which evolved as the most experienced French patent litigation court307. This 

concentration and specialisation turned out to be problematic, as it led to a vicious circle.

The other district courts in France and their respective judges could not achieve the 

necessary experience and, in some cases, obviously even lost their skills due to the fact 

that more and more cases were adjudicated by the district court of Paris308, which again 

became even better qualified. The lack of experienced district courts went so far that 

plaintiffs obviously tried to ground jurisdiction in Paris by a fake order of delivery to the 

  
304 Cf. Act of July, 5, 1844; Brüning-Petit, Enforcement, 142; Lenoir/Banchereau, N 4-01, Treichel, 101.
305 Cf. Art. L615-17 to L615-19 French Intellectual Property Code ("Code de la propriété Intellectuelle"). The 
courts ("Tribuneaux de grande instance") with jurisdiction in patent litigation are located in Bordeaux, Lille, 
Limoges, Lyon, Marseille, Nancy, Paris, Rennes, Strasbourg and Toulouse (cf. Art. R312-1 and R312-2 
French Judicial System Code ("Code de l’organisation judiciaire"), as well as Art. L631-1 French Intellectual 
Property Code). Since 1 January 2006 the district courts in Limoges, Nancy and Rennes no longer have 
jurisdiction to deal with the infringement and revocation of patents (cf. décret No. 2005-1756 du 30 décembre 
2005; INPI, Litiges, 67). France designated all these ten courts as "Community Patent Courts" of first 
instance in the CPC 1989 (cf. §1 D.II Jurisdiction)
306 Cf. Lang, 324.
307 Cf. Canivet Guy in: Michalland, 15; Véron, Patent Infringement, 388; Triet/Michel, 103.
308 In order to establish jurisdiction with the district court in Paris, it is common practice first to conduct a 
"saisie contrefaçon" - an order for inspection of premises and the preservation of evidence - at a department 
store in Paris in order to create the necessary territorial connection between the patent infringement and the 
French capital.
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capital, a move that was rejected by the court309. It was decided, therefore, to concentrate 

jurisdiction further and reduce the number of district courts with jurisdiction in patent 

disputes to seven310.

Besides the above-mentioned lack of experience of certain district courts, there are 

additionally complaints that there is a lack of technical knowledge in the courts311 and that 

there are difficulties in effectively enforcing decisions312. The main reasons for the 

complaints with regard to the costs seem, however, to lie in the system of fixing them 

independently of the value in dispute, which makes "small" cases quite expensive313.

Today, between fifty and sixty percent of all patent cases in France are litigated in Paris314. 

Delays in decision-making have therefore become a problem315. Proceedings from the 

date of the writ of summons to the oral hearing last, in general, about two years316

although it seems not uncommon for proceedings to last up to three years in first 

instance317.

The call for specialised patent courts318 or court divisions319 has therefore become more 

prevalent again.

In general, the jurisdiction of first-instance courts for infringement is basically established

at the place of tort or at the domicile or seat of the defendant320, as also provided for by 

  
309 Cf. Codexim v Supra, Tribunal de grande instance de Paris (District Court of Paris), January 11, 1991, 
1991 P.I.B.D. III, 373-374.
310 Since 1 January 2006 the district courts in Limoges, Nancy and Rennes no longer have jurisdiction to 
deal with the infringement and revocation of patents (cf. décret No. 2005-1756 du 30 décembre 2005; INPI, 
Litiges, 67).
311 Cf. INPI, Litiges, 65-67.
312 Cf. Martin, 10; 16-17.
313 Cf. Vièl Christof, Kosten eines Patentverletzungsprozesses und Berechnung des Schadensersatzes in 
Frankreich, Mitt. 2002, 412-414, 413.
314 Cf. INPI, Litiges, 67. Cf. also Boval Bruno in: Michalland, 14; Treichel, n. 514; Brüning-Petit, Enforcement, 
140 and n. 15 with a reference to Véron Pierre, Le contentieux des brevets d’invention, Etude statistique sur 
1990-1996 pour la Fédération Nationale des Entreprises (FNDE)-ASPI, November 1997. In the 1970s more 
than 90% of the patent cases were decided by the competent court in Paris (cf. Stauder, 
Verletzungsverfahren, 91).
315 Cf. Belfort, 78-81; Martin, 10-13; Statement of Boval Bruno in: Michalland, 14; Brüning-Petit, 
Enforcement, 142; Véron Pierre in: Bodoni, 33. 
316 Cf. Michel, 36; Triet/Michel, 112.
317 Cf. INPI, Litiges, 60.
318 Cf. Michalland, 14; Martin, 23; Belfort, 87.
319 Cf. INPI, Litiges, 107-108.
320 Cf. Lang, 324.
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Regulation 44/2001 and the Lugano Convention. Regarding preliminary measures, it is the 

president of the tribunal de grande instance who has the appropriate authority321. The case 

on the merits is heard by a panel of three legal judges322. There are no technical judges 

involved323. The parties must be represented and assisted by a lawyer324. Patent attorneys 

are not allowed to represent parties but they take part in the proceedings and may speak 

to the court325.

II. Courts of further instance

The decisions of the district courts can be appealed to the courts of appeal (Cour d'appel) 

having jurisdiction over the district court326. It is therefore no surprise that most cases at 

the appeals level are heard by the (4th Chamber of the) Cour d'appel in Paris327. The Cour 

d'appel has jurisdiction in regard to facts and law328.

Final appeal on questions of law to the highest civil court of France is possible. This court 

is called Cour de cassation. As in a traditional third instance329, the Cour de cassation may 

only decide legal questions and simply quash (casser) judgments330. Furthermore, since 

the infringement of a patent is regarded as a question of fact and not of law in France, the 

court is only, to a very limited extent, competent to adjudicate infringement cases331. It will 

elaborate general legal principles concerning the interpretation of claims, indirect 

infringement or partial nullity, but it will not apply them to the case in point, for example. 

That will be up to the court of appeal once it quashes the judgment.

  
321 Cf. Art. L615-3 French Intellectual Property Code ; also cf. Treichel, 113-114; Brüning-Petit, Enforcement, 
160-161; Schmidt-Szalewski Joanna, Die Entwicklung des französischen Patentrechts in den Jahren 1997-
1998, 1999 GRUR INT., 848-852, 852.
322 Cf. Michel, 36.
323 Cf. Triet/Michel, 103.
324 Cf. Triet/Michel, 103.
325 Cf. Véron, Patent Infringement, 390.
326 Cf. Art. R631-1 French Intellectual Property Act.
327 Cf. Triet/Michel, 103.
328 Cf. Lenoir/Banchereau, N 4-10.
329 Cf. Le Tallec, Subject-matter, 359.
330 Cf. Casalonga, Le contentieux, 91.
331 Cf. Le Tallec, Subject-matter, 358; Treichel, 104-105; Lenoir/Banchereau, N 4-11.
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If the court of appeal insists on the quashed judgment and the decision is again appealed, 

the Cour de cassation renders a final judgment which the court of appeal has to finally put 

into practice. These cases are, however, very rare332.

C. Germany

I. Courts of first instance333

1. Introduction

The patent revocation authority in civil court proceedings lies exclusively334 with the 

Bundespatentgericht (Federal Patent Court).

The establishment of this court in Munich in 1961 had previously necessitated an 

amendment to the German Constitution (Grundgesetz)335. Article 96(1) German 

Constitution therefore provides the state with the authority to create a court specialised in 

intellectual property. The Bundespatentgericht is the only special court that has been 

established on the basis of this provision336. 

The reason for the efforts to create the Bundespatentgericht was a decision of the 

Bundesverwaltungsgericht (Federal Administrative Court) which classed the results in 

proceedings before the German Patent and Trade Mark Office as administrative acts and 

not as civil acts. Such acts would therefore have required an independent judicial control 

which obviously did not exist. The implementation of this decision on the basis of the 

existing jurisdictional structures would have led, however, to complicated legal action 

entailing possibly five instances337. The legislator therefore decided to create a specialised 

  
332 Cf. Casalonga, Le contentieux, 91.
333 For a graphic overview cf. Adolphsen, Europäisches, N 140.
334 Cf. § 65(1) German Patent Act.
335 Cf. Krieger Albrecht, Das Bundespatentgericht als „Bundesgericht für Angelegenheiten des gewerblichen 
Rechtsschutzes" (Artikel 96 Grundgesetz), 1977 GRUR, 343-350, 345-350; Rogge, Zuständigkeit, 642; 
Schwendy Klaus in: Busse, §65, N 6; Krasser, Patentrecht, 109.
336 Cf. Schulte, §65, N 6.
337 Cf. Rogge, Zuständigkeit, 642-643; Krasser Rudolf, Patentrecht, 50 Jahre Bundesgerichtshof, Festgabe 
aus der Wissenschaft, Canaris Claus-Wilhelm/Heldrich Andreas/Hopt Klaus J./Roxin Claus/Schmidt 
Karsten/Widmaier Gunter (eds.), vol. II. Handels- und Wirtschaftsrecht Europäisches und Internationales 
Recht, Heldrich Andreas/Hopt Klaus J. (eds.), München 2000, 647-675, 648-649; Stauder, Rechtszug, N 69; 
Pitz, Entwicklung, 234-235; Schwendy Klaus in: Busse, §65, N 5; Schneider, 146-147.
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patent court. The court was created by a transfer of the boards of appeal and the so-called

Nichtigkeitssenate ("nullity senates"338) into an independent judicial body339.

In contrast to infringement proceedings, technical judges sit on the panel340 and patent 

attorneys may represent parties341 in the proceedings of the Bundespatentgericht.

As regards infringement proceedings, there are no specialised patent courts in 

Germany342. Basically, more than 120 Landgerichte (district courts) have jurisdiction in 

regard to preliminary injunctions343 and exclusive jurisdiction in regard to infringement 

proceedings without financial limit to the claims344. The right of the Länder (states) to 

concentrate jurisdiction on certain courts was, however, used to a great extent345 and 

reduced the number of courts having jurisdiction in patent infringement cases to twelve346.

An extensive use of the forum shopping possibilities347 led to four Landgerichte348

developing considerable experience in patent infringement cases349, and they deal with at 

least four-fifths of the infringement cases in Germany350. These courts have also set up 

specialised chambers351 which are almost exclusively concerned with disputes in the area 

of the legal protection of patents352.

  
338 Divisions for rendering revocation decisions.
339 Cf. Stauder, Rechtszug, N 70; Rogge, Zuständigkeit, 643. Cf. also the critical remarks by Schneider, 147. 
In regard to the position of the Federal Patent Court in the German court organisation structure, cf. Mes 
Peter, Der Anspruch auf das Patent – ein Rechtsschutzanspruch?, 2001 GRUR, 584-588.
340 Cf. Schneider, 136; 149.
341 Cf. Dreiss Uwe, Zehn Gründe für eine Vertretungsbefugnis der Patentanwälte in Europa vor einem
künftigen Europäischen Patentgericht, 2000 Mitt., 475-479, 475; von Rospatt Peter, German Patent 
Litigation, Düsseldorf 2002, 19.
342 Cf. Marshall, 110.
343 Cf. § 937(1) German Civil Procedure Act.
344 Cf. § 143(1) German Patent Act.
345 Cf. § 143(2) German Patent Act; Rogge Rüdiger/Grabinski Klaus in: Benkard, PatG, §143, N 15; 
Vossius/Hepworth, N 5-05; Stauder, Verletzungsverfahren, 17; Wirtz/Liesegang, 73.
346 Cf. Krasser, Patentrecht, 110; Landfermann, Entwicklung, 342.
347 Cf. Schade, Regelung, 105; v. Meibom/Kreye, 39; also cf. §3 Forum shopping related to patent litigation 
in Europe.
348 In order to establish jurisdiction within one of the four courts, parties often indirectly agree to the 
jurisdiction, i.e. the jurisdiction as designated by the plaintiff is not challenged by the defendant. Sometimes 
plaintiffs also "provoke" jurisdiction of one of the four courts by claiming a potential patent infringement act on 
the territory within which one of the four courts has jurisdiction: the plaintiff acts as potential buyer of the 
allegedly patent-infringing product and requests a brochure of the product from the infringer (cf. also 
Wirtz/Liesegang, 73).
349 Düsseldorf, Hamburg, Mannheim and Munich I.
350 Cf. Stauder, Weg, 477; Marshall, 114; Loth, 52; Pitz, Aspects, 22.
351 Hamburg has not set up specialised chambers.
352 Cf. Schneider, 136; Wirtz/Liesegang, 73.
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The infringement courts usually render a judgment within nine to twelve months353. Not 

least this experience and the speed of proceedings led to the fact that more than 50% of 

all patent infringement cases in Europe are heard by German courts354.

2. Split proceedings ("bifurcation")

For historical and, not least, federalist reasons355 the German patent court system is 

characterised by its split proceedings (or "bifurcation"). That is to say, there is a clear 

division between infringement and revocation action in regard to European and national 

patents356.

A defendant can consequently not call the validity of a patent into question in infringement 

proceedings but rather has to initiate separate revocation proceedings357. The only 

possible defence grounded on lack of patentability that may be put forward in an 

infringement case is that the variant which the plaintiff contends falls within the scope of 

protection of his patent forms part of the state of the art358.

The separation of revocation and infringement was introduced as early as 1877 with the 

entry into force of the German Patent Act359. The grant of the patent was classed as the 

will of the patent office, and it therefore seemed impossible that a district court - with its 

possible lack of knowledge of patents - could decide on its invalidity360.

However, there are quite a number of advantages to infringement and revocation being 

dealt with by the same authority.

  
353 Cf. v. Meibom/Kreye, 39. The "Bundespatentgericht" may render a judgment in 1.5 years (cf. v. 
Meibom/Kreye, 40).
354 Cf. WPL/SUB 4/03 + Add. 1; Council of the EU, document of October 7, 2002, No. 12786/02; Working 
Document from the Presidency, Towards an Enhanced Patent Litigation System and a Community Patent -
How to Take Discussions Further (Doc. 11622/07), available at 
<www.epo.org/focus/news/2007/20070725.html>; Frankfurter Allgemeine Zeitung, Patentstreit oft vor 
deutschen Gerichten, 13. Oktober 1999, W1; also cf. Rau, 242; Stauder, Verletzungsverfahren, 17-18.
355 Also cf. Pakuscher, Nichtigkeit, 314-316.
356 For a graphic overview of the proceedings, cf. Loth, 48.
357 Cf. Klink, 499; Schneider, 133.
358 Cf. Decision of the Bundesgerichtshof, April 29, 1986 (X ZR 28/85 (BPatG), Formstein; 1987 O.J. EPO,
551-557.
359 Cf. Pakuscher, Reform, 371; Pitz, Entwicklung, 231; Sedemund-Treiber, Technischer Richter, 1005.
360 Cf. Ströbele, 69-70; Schneider, 132.
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On the one hand, infringement proceedings never have to be stayed if the question of 

nullity has been raised. Proceedings usually become more economical361 and more 

efficient and can therefore be simplified362. The patent can be examined by the court in its 

entirety363.

On the other hand, patent infringement and patent validity are very closely related364 and 

the judge dealing with nullity often has to decide on the same issue as the judge dealing 

with the infringement. This is, for example, the case with regard to the determination of the 

extent of protection of the patent365. The judge dealing with nullity could have to decide on

equivalence366 when defining the scope of a priority right, whereas the judge dealing with 

the infringement could have to decide on it when deciding on the alleged infringement. 

Consequently, contradictory decisions cannot entirely be avoided and legal certainty be 

fully assured367.

Today, the majority of German experts seem to support the adoption of a possible future 

European system whereby infringement and revocation are dealt with by the same 

instance368, despite the constitutional problems that might arise369. This is not least 

underlined by the fact that Germany and German industry are supporting the 

  
361 Cf. Pakuscher, Nichtigkeit, 314; Stauder, Verletzungsverfahren, 144.
362 Cf. Stauder, Auf dem Weg, 178; Brinkhof, Change, 106; Schade, Regelung, 104-105.
363 Cf. Stauder, Auf dem Weg, 178.
364 Cf. Brinkhof, Change, 104.
365 Cf. Pakuscher, Reform, 374. 
366 There is no clear definition of equivalence in the EPC. Jurisprudence therefore differs in Europe. The 
WIPO Draft Substantive Patent Law Treaty defines the term equivalence as follows (Art. 11(4)(b) SCP/10/2, 
September 30, 2003):
"For the purpose of determining the scope of protection conferred by the
patent, due account shall be taken [, in accordance with the Regulations,] of elements which
are equivalent to the elements expressed in the claims.
And the Draft Regulations under the Substantive Patent Law Treaty (R. 13(5) SCP/10/3, September 30, 
2003): For the purposes of Article 11(4)(b), an element ("the equivalent element") shall generally be 
considered as being equivalent to an element as expressed in a claim ("the claimed element") if, at the time 
of an alleged infringement: 
(i) the difference between the claimed element and the equivalent element is not substantial and the 
equivalent element produces substantially the same result as the claimed element;  and
(ii) a person skilled in the art had no reason to assume that the equivalent element had been excluded from 
the claimed invention".
367 Cf. Sedemund-Treiber, Strukturen, 123; Vleck, 348.
368 Cf. already in the early days Pakuscher, Nichtigkeit, 313-316; but also cf. Fähndrich/Ibbeken, 623; 
Schäfers, Anmerkungen, 825; Sedemund-Treiber, Strukturen, 122-123; Schade, Regelung, 102, 108-110; 
Pagenberg, First Instance, 495; Dreiss/Keussen, 893-894; Stauder, Verletzungsverfahren, 145-149; Klink, 
500; Rau Manfred in: Grabrucker, 891; Gesthuysen, 335; also cf. Willems, Blueprint, 11. For a different 
opinion, cf. Tilmann, Patentschutzsystem; Tilmann/v. Falck, 585; v. Falck Andreas in: Grabrucker, 891-892.
369 Cf. Schade, Regelung, 110.
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implementation of the European Patent Litigation Agreement370, where infringement and 

revocation would be dealt with together before the European Patent Court.

Most European states have a system where the revocation and infringement of patents are 

dealt with before the same courts371.

3. The call for a specialised German patent court with jurisdiction in infringement and 

revocation

Before the Second World War there had been intensive discussions in Germany 

concerning the creation of a special patent jurisdiction with jurisdiction in infringement and 

revocation actions372. The discussions were resumed after the War. However, historical 

reasons, the establishment of the Bundespatentgericht, and the factual concentration of 

infringement litigation silenced the voices that requested a specialised patent jurisdiction in 

the discussions373.

It was argued that infringement cases were considered to be closely connected with 

general civil law. The creation of a special patent infringement jurisdiction was therefore 

seen as a potential risk in terms of the division of further areas of civil-law litigation by way 

of the creation of special courts374.

Additionally, it is commonly agreed that technical knowledge is necessary when deciding 

on the question of patentability, novelty and state of the art, so technically knowledgeable 

judges should sit on the panel375. It was suggested in the discussion that the presence of 

technical judges (as they act in the revocation court376) goes against the principle of 

  
370 Cf. §7 The European Patent Court based on the proposal of the Working Party on Litigation of the 
European Patent Organisation.
371 However, Austria and Portugal, for example, and some new EPC contracting states such as Bulgaria, the 
Czech Republic, Poland, Romania and Slovakia, also have a split of authority with regard to the infringement 
and revocation of patents.
372 Cf. Stauder, Rechtszug, N 38 to N 58; Sedemund-Treiber, Technischer Richter, 1006; Bossung, 
Grundfrage, 61; Schade, Regelung, 110.
373 Cf. Sedemund-Treiber, Technischer Richter, 1006-1007.
374 Cf. Bossung, Grundfrage, 64.
375 Cf. Ströbele, 50-51; Blakeney, 98.
376 Cf. The senates sit with 5 judges, two with a legal background and three with a technical background (cf. 
Wirtz/Liesegang, 75).
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professional judges, and consequently they should not be participating in infringement 

proceedings377. These arguments do not seem very convincing these days, however.

On the one hand, special courts already exist for different areas of law in several 

European countries378. On the other hand, there are also highly technical questions to be 

answered in infringement cases379. In addition, experts who are non-lawyers already sit in 

different commercial courts all over Europe380 - not least in Germany381 - partly with 

jurisdiction in patent infringement cases382, and the experience has been a positive one383.

Nevertheless, it should be noted that legal judges can also develop the necessary 

technical "feel" and reach conclusions that convince not only lawyers but also patent 

attorneys or other persons skilled in the technical field concerned384. The infringement 

courts of Germany, for example, and their success have made this a fact.

II. Courts of further instance

A decision rendered by a Landgericht in infringement proceedings may be appealed to the 

Oberlandesgericht (higher district court). This court has competence to review facts and 

law385. Since the revision of the German Civil Procedure Act which entered into force in 

2002, the appellant must state in detail why the examination of the legal grounds or the 

establishment of facts by the court of first instance was not correct386. The 

Oberlandesgericht is therefore in general387 bound by the facts as established by the court 

of first instance388.

  
377 Cf. Ströbele, 43; Bossung, Grundfrage, 63.
378 Specialised courts exist mainly in commercial areas of law and in areas of law profoundly affected by 
social policy, such as labour law and laws governing tenancy.
379 Cf. Brack, 23; 27-28; Pakuscher, Reform, 374; Bossung, Grundfrage, 61. 
380 Cf. Sedemund-Treiber, Technischer Richter, 1010; Altherr, 5-6.
381 See § 105 (1) Court Constitution Law (Gerichtsverfassungsgesetz) which provides that two lay judges sit 
together with a member of the district court on the bench in a commercial chamber.
382 E.g. in Switzerland.
383 Cf. Brunner, Verwertung; Vogel; Nyffeler, 112.
384 Cf. also Stauder, Aspekte, 623.
385 Cf. Vossius/Hepworth, N 5-07; Loth, 54-55; v. Meibom/Kreye, 39.
386 Cf. Osterrieth, 521-522.
387 Cf. Osterrieth, 524 with regard to the preconditions for evidence being taken by the court of second 
instance.
388 Cf. § 529(1) 1 German Civil Procedure Act; Osterrieth, 523-524.
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If the value in dispute is lower than € 600, an appeal is only possible if it was accepted by 

the Oberlandesgericht and if the legal point is either of general interest, or if it helps in the 

development of the law, or if it safeguards common case law389. The appeal court 

therefore comes close to the position of a supreme court in such cases.

About one third of the decisions of the Landgerichte are appealed390.

The judgment of the Oberlandesgericht, like a decision of the Bundespatentgericht, may 

be appealed to the Bundesgerichtshof (Federal Supreme Court) in Karlsruhe391. That is 

where the separated paths of infringement and revocation again merge. The leave 

required of the Oberlandesgericht in infringement cases may, however, lead to the 

situation where a stay of proceedings is refused and the Bundesgerichtshof later revokes 

the patent. In this case a revision of the infringement proceedings may be initiated392.

The Bundesgerichtshof may basically only decide on legal questions393. However, with 

regard to decisions of the Bundespatentgericht the court may exceptionally also decide on 

facts394.

D. The Netherlands

I. Courts of first instance

Since the amendment to the Dutch Patent Act in 1987395 it is - the President of -396 The 

Hague Arrondissementrechtbank (district court) that has exclusive jurisdiction in 

infringement and revocation proceedings in respect of European patents in the 

Netherlands397. Before the revision it was all 19 district courts that had jurisdiction in 

  
389 Cf. § 511(3) German Civil Procedure Act; Osterrieth, 521; Wirtz/Liesegang, 75.
390 Cf. Schneider, 143.
391 Cf. Loth, 55.
392 Cf. Wirtz/Liesegang, 75.
393 Cf. Rogge Rüdiger/Grabinski Klaus in: Benkard, PatG, vor § 100, N 1 to N 8; Keukenschrijver Alfred in: 
Busse, §100, N 3 to N 11; Vossius/Hepworth, N 5-09 to N 5-11; Schneider, 153.
394 Cf. Rogge Rüdiger in: Benkard, PatG, § 110; Landfermann, Entwicklung, 342; Schneider, 153.
395 Cf. Brinkhof, Revocation, 229; v. Nispen, N 7-12; Brinkhof/Schutjens, 8.
396 Cf. Brinkhof, Kort Geding, 500.
397 Cf. Sec. 54 Dutch Patent Act of 1910 and Sec. 80 Dutch Patent Act of 1995.
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infringement proceedings and The Hague Arrondissementrechtbank which had exclusive 

jurisdiction in nullity cases398.

As with any concentration of jurisdiction, it was carried out, on the one hand, because it 

was expected that the results would be professionalised399. This aim was successfully 

reached: today, the patent chamber of The Hague Arrondissementrechtbank consists of 

specialised judges with considerable patent expertise400.

On the other hand, the view was taken that the law would be interpreted in a more uniform 

way. Additionally, as mentioned earlier, the CPC requested a limited number of 

"Community Patent Courts", which motivated the legislature to limit jurisdiction at a 

national level401.

The Arrondissementrechtbank of The Hague became famous for its broad interpretation of 

the Brussels and Lugano Conventions402. It basically exercised jurisdiction in regard to the 

infringement of a European patent granted not only for the Netherlands but also for other 

European and non-European countries, and issues injunctions - not least in the kort 

geding procedure, a kind of summary proceedings403 - with effect in other states404.

II. Courts of further instance

A decision of the District Court of The Hague may be appealed to the Gerechtshof Den 

Haag (Court of Appeals of The Hague)405. It has jurisdiction in regard to facts and law406. 

The Hoge Raad (Dutch Supreme Court) acting as third instance ensures the unitary 

interpretation of law and therefore acts as a classic quash instance. Consequently, it does 

not review facts407. The Dutch Supreme Court is also located in The Hague.

  
398 Cf. Brinkhof, Enforcement, 171.
399 Cf. Brinkhof, Enforcement, 171.
400 Cf. Oosting, 45.
401 Cf. v. Nispen, N 7-12.
402 Cf. Brinkhof, Measures.
403 Cf. §3 B.V.1. The kort geding procedure.
404 Cf. §3 C.VI.1. Cross-border injunctions.
405 Cf. Brinkhof, Revocation, 229.
406 Cf. v. Nispen, N 7-14.
407 Cf. Allen/Gielen, 220.
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E. Switzerland

I. Courts of first instance

1. Introduction

The Swiss Constitution grants the "cantons" authority over court organisation and 

proceedings408. The Swiss Patent Act obliges the cantons to designate one court to 

receive civil cases regarding patents. The duty of the cantons to designate one instance 

was already in the patent law of 1888. The purpose of this decision was to simplify the 

stages of appeal and - as, for example, in France or Germany - to direct the cases to a 

limited number of courts to let them gain the necessary expertise in patent litigation.

Four cantons established commercial courts409 which have inter alia the authority to 

handle cases dealing with industrial property rights410. This is where most of the patent 

cases are dealt with411. All other cantons designated their higher cantonal courts to handle 

intellectual property cases on their territory412. The consequence of this is that in 

Switzerland no specialised patent court exists. Instead, there are 26 courts having 

jurisdiction in patent cases, all applying their own rules of procedure.

To remedy this state of affairs, the national government initiated a project to harmonize 

civil procedure by creating one national civil procedure act413. This legislation, which will 

very probably not enter into force before 2010, would apply to all civil courts at the 

cantonal level.

The courts in first instance have - among other things - exclusive jurisdiction in 

infringement and revocation proceedings and jurisdiction for preliminary injunctions414.

  
408 Cf. Art. 122(2) Swiss Constitution.
409 Aargau, Berne, St. Gallen and Zurich.
410 Cf. von Büren Roland/Marbach Eugen, Immaterialgüter- und Wettbewerbsrecht, Bern 2002, N 821; 
Brunner Eugen, Der Patentverletzungsprozess, 1994 SMI, 101-129, 112; Auf der Maur, 48; Monsch/Bolli, N 
10-09.
411 Cf. §2 E.I.1. The efforts to create a Bundespatentgericht.
412 Cf. Troller, IGR II, 1037.
413 For an overview, cf. Sutter-Somm Thomas, Der Vorentwurf zur Schweizerischen Zivilprozessordnung, 
2002 ZSR, vol. 121, 545-580.
414 Cf. Art. 76(1) Swiss Patent Act in connection with Arts. 26, 72, 73, 77 Swiss Patent Act.
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For the Principality of Liechtenstein it is the Fürstliches Obergericht (higher principality 

court) that has jurisdiction415 in civil cases regarding patents. This is important to note, as 

Switzerland and Liechtenstein form a united patent territory416: quite ironically a common 

territory that is established between two non-EU member states.

As in France, the strategy of gaining expertise through concentration has only been

successful to a certain extent in Switzerland:

- First, there are simply too few patent cases in the country for 26 courts to get the 

experience needed in patent law and patent litigation417. There are about 30 cases dealing 

with European patents heard in Swiss courts each year 418.

The fact that not all courts have sufficient experience in patent litigation even led to the 

reproach that Switzerland would breach the TRIPs Agreement duties concerning the

enforcement of patent rights419. The Bundesgericht (Federal Supreme Court), however, 

concluded that the obligations of the TRIPs Agreement are guaranteed in Switzerland 

although certain courts would have little experience in patent litigation420. It therefore left it 

up to the legislator to take any necessary steps possible.

- Second, provisional and protective measures are not included in the exclusive 

jurisdiction. Consequently, more than 100 courts have jurisdiction over those important 

aspects in almost every patent case421. These courts also basically have to decide 

whether there are possible reasons for the main claim of the so-called fumus boni iuris422

to exist423. The result is that, although requests for provisional and protective measures 

  
415 Cf. Art. 1(1) Act of Liechtenstein on the CH-LI Patent Protection Treaty.
416 Cf. Art. 1 CH-LI Patent Protection Treaty. A national patent or a European patent can therefore only be 
granted, transferred or revoked for both states together (Art. 4 CH-LI Patent Protection Treaty).
417 Cf. also Stauder, Aspekte, 623.
418 Cf. WPL/SUB 4/03, 5. Even this small number was questioned, cf. Brändle, Patentgericht, 301.
419 Cf. Brändle, Patentgericht, 303.
420 Cf. Decision of the Swiss Federal Supreme Court of October 4, 2004 (BGE 131 III 76), and 2005 sic!, 
408-412.
421 Cf. David, 15. For the Principality of Liechtenstein it is the Fürstliches Landgericht (principality court) 
which has jurisdiction for provisional and protective measures until the case is pending before the Fürstliches
Obergericht (Art. 1(2) Act of Liechtenstein on the CH-LI Patent Protection Treaty).
422 That is to say, the plaintiff only has to prove that he is entitled to enforce the right and that there are good 
reasons to believe that the right is indeed being infringed by the defendant.
423 Cf. Vogel/Spühler, §12, N 211.
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are checked in a summary proceeding, the court still has to delve into the substance of the 

case and the meaning of the law - a very difficult task if one is not familiar with patent law.

That is why demands for a Bundespatentgericht (Federal Patent Court) have been in 

evidence for a long time.

2. The efforts to create a Bundespatentgericht

a) History

The corporate sector was already demanding a specialised patent court in the mid-

1940s424 because it was felt that too many judges had difficulty understanding patent 

issues and consequently rendered many poor judgments. The cause of this situation was 

not only the Patent Act itself valid at that time - which only obliged the cantons to 

designate one court of jurisdiction - but also the fact that the cantons each interpreted the 

provision a little differently.

Some cantons interpreted it as meaning that they could designate whatever court they 

wished, including the first-instance courts. Others created special courts, only composed 

of non-professional lay judges, which unsurprisingly did not improve the results425. At the 

other end of the spectrum were the designated commercial courts which included real 

technicians in the judiciary. Thus, it was mostly in the cantons which established

commercial courts that it became possible to create a specialised patent judiciary.

The consolidation of authority and the establishment of a certain specialisation were not 

achieved throughout the country426 and demands for a specialised court increased. A short 

time after the beginning of the discussion on the creation of a national patent court, it 

became clear that the constitutional authority of the cantons in civil proceedings was a 

major hurdle to creating such a court. It was clear for both experts and the government 

  
424 Cf. Brack, 11-14; Hasenböhler, 81; David, 4. In fact, the creation of a specialised patent court was already 
discussed at the beginning of the last century, cf. David, 4, n. 6 with reference to Guyer/Weiss, 3/1906 SJZ, 
33, 46, 58, 109 und 146.
425 Cf. Brack, 16.
426 Cf. Explanatory notes of the revision act of the Swiss Patent Act of April 25, 1950 (Botschaft des 
Bundesrats an die Bundesversammlung über die Revision des Bundesgesetzes betreffend 
Erfindungspatente vom 25. April 1950, Bundesblatt 1950 I 85).
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that only a revision of the constitution would provide the state with the necessary authority 

in respect of infringement. However, the situation for revocations was heavily contested.

It was argued that granting a patent was an act of state. Certain experts were of the 

opinion that, consequently, the state should also have jurisdiction to revoke a patent. 

Either a new federal patent revocation court or a separate chamber for patents in the 

Bundesgericht could therefore have been created without revising the constitution427.

The Department of Justice was, however, not convinced of any of those approaches.

It basically argued that the revocation of a patent concerned proceedings relating to

private rights, as do infringements of patents428. In the end, enthusiasm for a patent court 

was dampened not only by the Department of Justice but also by negative opinions from 

the private sector 429.

In a side-step the major Swiss industry association nevertheless pleaded with the 

government, asking whether or not a special chamber of the Bundesgericht with 

technicians in the second instance could be created, and whether it should have 

jurisdiction over issues relating to law and facts430. The latter question was raised because 

the Bundesgericht had interpreted the relevant provision on its jurisdiction to deal with the 

various aspects of a case in a very limited way.

A group of experts designated by the government decided from the beginning to ignore 

proposals that could be construed as unconstitutional, such as technicians sitting on the 

panel431. The final - rather poor - result was a revision of the statute of the Bundesgericht,

  
427 Cf. Winter, 217; Kambli W., Die Verfassungsmässigkeit eines schweizerischen 
Patentnichtigkeitsgerichtes, 1945 Mitt. CH, 244, 251; Giacometti Z., Die Verfassungsmässigkeit eines 
eidgenössischen Patentgerichtshofes, 1945 Mitt. CH, 256, 271 and Ergänzungsgutachten, 1947 Mitt. CH, 
134.
428 Cf. Eidgenössischer Patentgerichtshof, Bemerkungen des Eidgenössischen Justiz- und 
Polizeidepartments zum Gutachten Prof. Dr. Z. Giacometti, 1947 Mitt. CH, 123, 133; Bemerkungen der 
Justizabteilung zum Ergänzungsgutachten Giacometti über die Schaffung eines Patentgerichtshofes, 1947 
Mitt. CH, 169.
429 Pointet, 74.
430 Cf. Explanatory notes of the revision act of the Swiss Patent Act of April 25, 1950 (Botschaft des 
Bundesrats an die Bundesversammlung über die Revision des Bundesgesetzes betreffend 
Erfindungspatente vom 25. April 1950, Bundesblatt 1950 I 18).
431 Cf. Complementary Explanatory notes of the revision act of the Swiss Patent Act of December 28, 1951 
(Ergänzungsbotschaft des Bundesrats an die Bundesversammlung über die Revision des Bundesgesetzes 
betreffend Erfindungspatente vom 28. Dezember 1951, Bundesblatt 1952 I 20); also cf. Stieger Werner, Das 
schweizerische Patenterteilungsverfahren – Rückblick und Vorschau, Kernprobleme des Patentrechts, 
Festschrift zum einhundertjährigen Bestehen eines eidgenössischen Patentgesetzes, Rehbinder
Manfred/Larese Wolfgang(eds.), Bern 1988, 91, 95.
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making it possible for the court to check facts in appeal proceedings which were provided 

for in the first instance432. It also became possible for the Bundesgericht to execute 

inspections and appoint experts433.

The Federal Supreme Court, however, stayed within the restrictive practice434 of a third 

instance. It argued that the new provision would only provide the authority to check a 

technical situation in a case where completion or correction of the proceedings of the court 

of first instance was necessary435.

The Bundesgericht therefore only checks facts necessary for a legal judgment when the 

findings of the court of first instance are in serious doubt436, such as when the fact-finding 

is unclear, incomplete, contradictory, or where there has been a legal misconception by 

the first instance (or the expert). Serious doubts could also arise when technical questions 

are not correctly addressed437.

The court based this restricted practice on the argument that, as highest court, its

jurisdiction to deal with the aspects of a case is limited to federal law and its constitutional 

task of ensuring a uniform interpretation438.

This approach makes proceedings more efficient439, but it also leads to a situation where 

there is only one instance that extensively checks questions of fact and law. The practice

of the Federal Supreme Court was criticized440, but remained unchanged. The provision is 

consequently proving to be a very limited substitute for a specialised court441. It is 

therefore not a surprise that it was not transferred to the new Federal Supreme Court Act
  

432 Cf. Art. 67 Statute of the Federal Supreme Court (Bundesgesetz über die Organisation der 
Bundesrechtspflege). On 1 January 2007 the statute of the court was replaced by the Federal Supreme 
Court Act (Bundesgerichtsgesetz).
433 Also cf. Poudret, 613-614; Pointet, 76-77.
434 Cf. Zürcher, N 19.85; David, 202; Münch Peter, Prozessieren vor Bundesgericht, Bertschinger 
Christoph/Münch Peter/Geiser Thomas (eds.), 2nd edition, Basel et al. 1998, N 4.69.
435 Cf. e.g. Decision of the Federal Supreme Court of May 11, 1994 (BGE 120 II 315).
436 Cf. e.g. Decision of the Federal Supreme Court of July 18, 1983, (BGE 109 II 174) and of November 24, 
1959 (BGE 85 II 512; 514-515).
437 Cf. Decision of the Federal Supreme Court of January 29, 1963 (BGE 89 II 156; 163); also cf. Decision of 
the Federal Supreme Court of January 31, 2002 (4C.2319/2001), 2002 sic! 534 -536.
438 Cf. Poudret, 606-607; Walter Hans Peter, Die Tatsachenüberprüfung durch das Bundesgericht im 
Patentprozess, 1993 SMI, 9-26, 9, 20; Vogel/Spühler, §13, N 107.
439 Cf. Monsch/Bolli, N 10-12.
440 Cf. Blum/Pedrazzini, Art. 76, N 6; Troller, IGR II, 1048-1050; Hasenböhler, 87-91; Brunner, 
Patentnichtigkeit, 28; Pedrazzini, 169; David, 203.
441 Cf. Troller, IGR II, 1048; Pedrazzini, 169.
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which replaced the statute of the court on 1 January 2007.

The problems which have existed in Switzerland for more than 100 years in relation to

patent litigation are still unresolved. As mentioned earlier, courts that do not deal with 

patent cases often have problems and the Bundesgericht was not prepared to become a 

full appeal instance.

b) State of affairs and the latest proposals

Today, the majority of the patent cases in Switzerland are dealt with before the four 

commercial courts442 of Aarau, Berne, St. Gallen443 and Zurich444. The quality of their 

decisions has generally been acknowledged445. The problems therefore lie in the cantons 

that do not provide (or have not set up) commercial courts446.

About 40% of all patent cases and requests for preliminary injunctions are still handled by 

the highest cantonal courts447. These courts obviously have to rely, to a great extent, on 

expert opinions because of their lack of experience and patent law knowledge448.

Efforts to create a common European patent litigation system and the revision of the Swiss 

Constitution449 rekindled calls450 for a Bundespatentgericht - especially in the spring of 

2002451. Other alternatives which have been proposed in the discussions concerning a 

specialised patent court are:

- creating a national intellectual property court (for all IPRs),
  

442 Cf. Addor/Bühler/Girsberger/Luginbühl, 292.
443 Cf. Altherr, with regard to the commercial court of St. Gallen in general.
444 Cf. Brändle, Patentgericht, 303.
445 Cf. Nyffeler Franz in: Bircher/Thouvenin, 651; Monsch/Bolli, N 10-10; Stieger, Strategies, 553.
446 Cf. Addor, 329.
447 Cf. Heinrich Peter in: Hilti, 288.
448 Cf. Lutz Martin in: Bircher/Thouvenin, 650.
449 Cf. Art. 122(2) Swiss Constitution after Judicial Reform (Bundesbeschluss über die Reform der Justiz vom 
8. Oktober 1999) and in particular Art. 191a(3) Swiss Constitution after Judicial Reform (Bundesbeschluss 
über die Reform der Justiz vom 8.Oktober 1999); also cf. Meier, 313. Art. 191a Swiss Constitution entered 
into force on 1 April 2003 (cf. Bundesbeschluss über das teilweise Inkrafttreten der Justizreform vom 12. 
März 2000, vom 24. September 2002).
450 Hilti; Blumer, Patentverletzung, N 17.8; Luginbuehl, 267; Heinrich Peter, Kommentar zum 
Schweizerischen Patentgesetz und den entsprechenden Bestimmungen des Europäischen 
Patentübereinkommens, Zürich 1998, N 76.35.
451 Cf. Fachtagung: Ein Eidgenössisches Patentgericht erster Instanz, Rüschlikon, 30 April 2002.
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- establishing a Swiss commercial court with exclusive jurisdiction for all commercial 

litigation within the entire territory of Switzerland452, or 

- extending the territorial jurisdiction of the four existing commercial courts to all 

cantons453.

There are various arguments against all of these proposals:

- First, the creation of a national IP or commercial court, while interesting, is currently 

needed less than a civil court specialised in other areas such as family law. In addition, 

many of the courts dealing with IP cases have indicated that they do not have problems 

with intellectual property as such; rather, they are unwilling to give up jurisdiction in areas 

of IPRs beyond patent law - not least because IP has become an important issue in many 

courts. The cantons and government also fear that an IP court could be additionally 

empowered with jurisdiction in areas only related to IP law, such as company, competition 

or antitrust law. 

- Second, providing the four commercial courts with "extraterritorial" capacities is difficult 

from a federalist point of view454: In Switzerland it is difficult enough for a canton to transfer 

authority to the state, but it seems even more difficult to transfer authority to or share it 

with another canton.

Preparatory discussions therefore focused on the creation of a Bundespatentgericht455. 

At the end of 2007456, the Swiss government published a proposal for a Federal Patent 

Court Act457. The proposal includes the following cornerstones:

The Bundespatentgericht would be acting as first-instance court in patent issues. The 

  
452 Cf. Mathis Berger, Fachtagung: Ein Eidgenössisches Patentgericht erster Instanz, Rüschlikon, 30 April 
2002.
453 Cf. Nyffeler, 112 and id. in: Bircher/Thouvenin, 651.
454 Cf. Addor, 329.
455 Cf. Addor/Bühler/Girsberger/Luginbühl, 291.
456 In 2004 there was, however, already discussion of just implementing a basic article regarding the creation 
of a Federal Patent Court into the revised Swiss Patent Act. 
457 Proposal for a Federal Patent Court Act incl. explanatory notes of December 7, 2007 (Botschaft zum 
Patentgerichtsgesetz vom 7. Dezember 2007, available at <www.ige.ch/D/jurinfo/documents/j10062d.pdf>).
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court would be located at the Bundesverwaltungsgericht (Federal Administrative Court), 

but hearings could also be held at other locations. The court would have exclusive 

jurisdiction for all actions related to patent litigation where Switzerland is the competent 

forum state. The future national civil procedure act would also be applicable before the 

patent court. The court would be composed of technically and legally qualified judges. 

They must have sufficient experience in patent law in order to be appointed.

It will be interesting to see how things develop and whether the time is now ripe for the 

creation of a specialised patent litigation court in Switzerland. The initial consultation 

process on the subject produced a positive result.

II. Courts of further instance

Since there is only one court with jurisdiction in patent cases at the cantonal level, 

judgments of the first-instance courts can only be appealed before the Bundesgericht in 

Lausanne regardless of the value in dispute458. The Bundesgericht also acts as appeal 

instance for decisions in patent cases rendered by the civil courts of the Principality of 

Liechtenstein459.

F. United Kingdom

In regard to patent litigation in the United Kingdom, most cases are adjudicated in England 

and Wales. The courts of Scotland, Northern Ireland and the Isle of Man hardly ever 

decide on patent cases460. The court system of England and Wales will therefore be the 

main focus.

  
458 Cf. Art. 76(2) Swiss Patent Act and Art. 74(2)(b) Federal Supreme Court Act (Bundesgerichtsgesetz). The 
reason for abolishing the requirement for a minimum value in dispute is the perceived special importance of 
maintaining unified judicial practice in an area of the law containing many inherent complexities (cf. 
Monsch/Bolli, N 10-11; Blum/Pedrazzini, Art. 76, N 5). An important aspect is also that there is only one 
instance available at the cantonal level. The limited jurisdiction of the highest national court to check facts 
established by the first instance still makes a full appeal impossible, however.
459 See Art. 11 CH-LI Patent Protection Treaty.
460 Cf. Cornish/Llewelyn, Enforcement, 88; Campbell, N 1-03; Arnold, Courts, 477; Stauder, Significance, 
803.
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I. Courts of first instance

The specialised "Patents Court" and the "Patents County Court", both located in London, 

act as courts of first instance for infringement and revocation actions.

Additionally, the UK Intellectual Property Office - in fact, the "Comptroller" - may act as an 

infringement and revocation instance by way of party prorogation461. The Comptroller has 

a discretionary power to decline to deal with the reference to him if he thinks that the 

question referred to him would be more properly determined by the court462.

It was, furthermore, decided to introduce a new regulation into the Patents Act 1977 by the 

Patents Act 2004463 which, since October 2005, makes it possible for anyone post-grant to 

ask the Comptroller to issue an opinion as to whether a particular act does or would 

infringe a patent, or whether a certain patent is valid, i.e. whether the invention in question 

is now patentable because it does not seem novel, or seems obvious in light of the prior 

art464. The opinions are, however, non-binding "for any purposes" but they could support 

the courts in finding the correct rulings465. First experiences show that the opinions are 

issued quickly466, and that they can indeed be useful467. However, some opinions 

obviously contained reservations and therefore provoked immediate criticism concerning 

their use as a foundation for negotiations or as assistance in Alternative Dispute 

Resolution (ADR)468.

The Patents Court, on the one hand, is part of the Chancery Division of the High Court469, 

which is the superior court of first instance470. Patent actions have been heard before the 

High Court since 1602471 and before the Patents Court as its sub-division since 1950. A 

specialised authority in patent litigation has therefore been a reality for a long time in 

  
461 Cf. Cornish/Llewelyn, IP, N 6-23; Lambert, After Woolf Revisited, 406.
462 Section 61(5) Patents Act 1977. Cf. also §3 C.III. Forum non conveniens and anti-suit injunctions.
463 Section 74A Patents Act 1977. The UK Patents Act 2004 was passed by the House of Lords on July 19, 
2004 and received royal assent on July 22, 2004, cf. UK patent reform bill passed, News, 25 July 2004, 
<www.legalmediagroup.com>.
464 Cf. Jones/Grabienski/Marriott/McCall, 204.
465 Cf. Phillips, Pouring, 229; 230; Poore, 23-24.
466 Cf. Roberts, 526.
467 Cf. Poore, 29.
468 Cf. Linde Emilia, Non-Binding Opinions on Validity and Infringement, 03/06 WIPR, 32-33, 33.
469 Cf. Harriss, 3.
470 Cf. Lambert, After Woolf, 427.
471 Cf. Darcy v Allen, 1 WPC, 1 (1602).
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England and Wales472. Most cases are heard by judges who have both a legal (even IP) 

and a scientific qualification473, which makes for a court whose judges have a wealth of 

knowledge in patent issues. The Patents Court has inter alia jurisdiction in infringement 

and validity issues relating to European and national patents, as well as in issues 

regarding breach of contract474.

The Patents County Court, on the other hand, is part of a network of regional courts. It was 

created in 1994 and replaced the Edmonton County Court, which was established in 

1990475 by a designation to this effect by the Lord Chancellor476. In contrast to the other 

county courts, it has jurisdiction throughout England and Wales, as does the High Court477, 

and there is no financial limit on the claims on which it can decide478.

The Patents County Court was not established to complete the concentration process of 

the court organisation in England and Wales that was initiated a long time ago, as one 

might think. The court was mainly established to tackle the high litigation costs in the 

United Kingdom - attributed to the length of the trials and the use of teams of lawyers and 

patent attorneys on each side - and to provide small- and medium-sized enterprises with 

more favourable proceedings479. In short, a fairer480 and better access to justice should 

have been ensured481.

It was the intention to reduce costs by creating less complicated proceedings that were 

less time-consuming482. Different measures were taken, such as allowing registered patent 

attorneys to appear as representatives in the Patents County Court483, and designing its 

procedures to make them speedier and more informal484. Following the Woolf reforms to 

  
472 Cf. Campbell, N 1-09; Cornish/Llewelyn, Enforcement, 88; 89.
473 Cf. Arnold, Courts, 482.
474 Cf. Campbell, N 1-09.
475 Cf. Lambert, After Woolf Revisited, 408.
476 It was the Copyright, Patents and Designs Act 1988, Part VI, Secs. 287-292 which empowered the Lord 
Chancellor to designate one or more county courts as patents county courts.
477 Cf. Hands, 92.
478 Cf. Nott, 5; Harriss, 3.
479 Cf. Ford, 236; Nott, 4; Campbell, N 1-09; Gowers Review, N 6.29.
480 Cf. Lyndon-Stanford, Patent Attorney, 81.
481 Cf. Lubbock, 389.
482 Cf. Nott, 3; Lubbock, 389; Hands, 92.
483 Cf. Blakeney, 97; 100; Lyndon-Stanford, English, 236; Harriss, 7.
484 Cf. Adams, 499; Ford, 237-238.
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the civil law system in 1999, all courts in England and Wales in the meantime work to the 

same rules of procedure.

Its goals were, to a great extent, not achieved485 although the Patents County Court was 

provided with basic concurrent jurisdiction over the Patents Court, making it sometimes 

difficult to choose the correct forum486.

Solicitors487 preferred to act in the High Court because it was the court to which they were 

accustomed488. In the end, most work remained in the High Court489.

Costs of patent litigation in the United Kingdom remained at a very high level490, if not the 

highest in Europe491, and the Patents County Court did not render decisions faster than 

the Patents Court492 - not least because the latter became more efficient as soon as it felt 

the competition from the county court493. The fact that the Patents County Court is as 

costly as the High Court seems mainly to be due to the fact that there is no limit on the 

damages that can be claimed. The cases are therefore mostly494 as substantive and 

complex as in the Patents Court. Consequently, parties spend as much on big litigation

teams - including solicitors, barristers and patent attorneys495 - due to the common law

based procedure496. These teams again use all possible practical steps, such as 

expensive discovery proceedings497 or time-consuming experts called by both parties498

  
485 Cf. Lubbock, 389.
486 Cf. Campbell Mark, UK Patent Litigation: High Court or County Court?, 06/04 WIPR, 12-13.
487 "Solicitors" are qualified lawyers and are responsible for the day-to-day conduct of a case, such as client 
and witness relations. By contrast, "barristers" are the specialists and concentrate on the presentation of the 
case to the court (cf. Davis, 79).
488 Cf. Lyndon-Stanford, Patent Attorney, 81.
489 The Patents County Court obviously deals with only about one-sixth of the patent actions filed (cf. 
overview in Lyndon-Stanford, English, 239)
490 Cf. Lyndon-Stanford, English, 239; Laddie, de Ranitz, 528.
491 See Assessment of the impact of the European patent litigation agreement (EPLA) on litigation of 
European patents, EPO acting as secretariat of the Working Party on Litigation, February 2006, available at 
<www.epo.org/patents/law/legislative-initiatives/epla/assessment.html>. Also cf. Lambert, After Woolf, 427; 
Lubbock, 389.
492 Cf. Cornish/Llewelyn, Enforcement, 89.
493 Cf. Lyndon-Stanford, English, 238.
494 Also cf. Arnold, Courts, 478.
495 It seems to be not unusual for 15 persons on one party’s side to participate in a court procedure (cf. Moss 
Stephen, A law unto himself, 2005 CIPA Journal, 452).
496 Cf. Cornish/Llewelyn, Enforcement, 91; Barron, Experience II, 147; also cf. Lambert, After Woolf 
Revisited, 418.
497 Cf. Nott, 5; Stauder, Verletzungsverfahren, 81-82.
498 Cf. Cooke, 48.
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and technical experiments499, to succeed. It was thus wondered whether the court should 

not be given the power to make directions regarding the number of professional 

representatives at trial for which a party could recover costs500. The high costs are such a 

problem that it was wondered whether the common law procedure was TRIPs Agreement 

compliant501 and was recommended to promote compulsory arbitration502.

Costs, speed, and legal certainty of patent litigation503, all points which are not regulated 

by the TRIPs Agreement504, consequently remained an issue in the United Kingdom.

It was therefore decided to reform the applicable rules of procedure for the High Court505 -

the Civil Procedure Rules, the Practice Direction and the Patents Court Guide506 are all 

applicable for both the Patents County Courts and the Patents Court507. Parties are now 

encouraged to use ADR508, and judges are forced to a strict case management. In 

appropriate cases, the court will invite the parties to consider whether their dispute or 

particular issues in it could be resolved through ADR509. This can go as far as the court 

applying cost sanctions where a party refuses to consider a suggestion by the court to 

attempt mediation510. This also motivated the UK Intellectual Property Office to launch 

mediation services511.

As an additional measure, the so-called "streamlining procedure", a simplified procedure 

  
499 Cf. Harms, 490.
500 Cf. Thornham, 20.
501 Cf. Harms, 489; Cornish/Llewelyn, Enforcement, 108.
502 Cf. Kingston; Nurton.
503 Cf. Lambert, After Woolf Revisited, 413.
504 Cf. Cottier/Tran, 635.
505 Cf. Pumfrey Nicholas, Royaume-Uni, Le contentieux de la propriété industrielle en Europe, Colloque Cour 
d’appel de Paris, Paris, 29 janvier 1999, Paris 1999, 25; 27 – 30; Lambert, After Woolf; Lubbock; Cook, 306; 
Leith, Revision, 252; Lyndon-Stanford, English, 238 and especially Lord Woolf, The Additional 
Responsibilities of the Judiciary in the New Millenium, The Clifford Chance Millenium Lectures, The Coming 
Together of the Common Law and the Civil Law, Markesins Basil S. (ed.), Oxford et al. 2000, 133-151. For 
an overview also cf. Andrews Neil, A New Civil Procedural Code for England: Party-Control "Going, Going, 
Going", 1999 ZZPInt, 3-25; Kofmel Ehrenzeller Sabine, Grundlegende Reform des englischen 
Zivilprozessrechts: eine Übersicht über die Civil Procedure Rules 1998, 1999 AJP, 1125-1130; Zuckerman 
Adrian A.S., The Woolf Report on Access to Justice – An Overview, 1997 ZZPInt, 31-42.
506 Available at <www.hmcourts-service.gov.uk/>.
507 Cf. For an overview, cf. Lambert, After Woolf Revisited, 413-418.
508 In this regard cf. also Gowers Review, Recommendation 43.
509 Cf. Vitoria, 399.
510 Cf. Vitoria, 399.
511 See <www.ipo.gov.uk/patent/p-manage/p-useenforce/p-useenforce-dispute/p-useenforce-dispute-
mediation/p-useenforce-dispute-mediation-ourmediation.htm>; cf. also §5 Arbitration, Mediation and other 
instruments of Alternative Dispute Resolution.
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which basically limits the total duration of the trial, was introduced in 2003. The procedure 

is geared towards a one-day trial with generally no disclosure, no presentation of 

experiments and a limited cross-examination, as well as a limited exchange of 

documents512. The court will order a streamlined procedure by agreement or, in the 

absence of agreement, where the application of the overriding objective makes such a 

procedure appropriate. Of particular importance in that regard are proportionality, the 

financial position of the parties, the degree of complexity, and the importance of the 

case513.

It was estimated that the "streamlining procedure" could shorten the average patent case 

by three to six months and save perhaps around 20-40% of the costs514.

It seems that only a few parties have chosen a streamlined procedure in the first years of 

its introduction515. It is therefore no surprise that judges have increased the pressure to 

make use of this procedure, not least as they meanwhile tend to agree on requests to 

"streamline" cases despite strong objections from the other party516.

There are, however, voices that cry that too liberal an application of this kind of procedure 

would bring to an end the more evidence-related aspects of the United Kingdom's patent 

procedure which set it apart from the rest of Europe. It is therefore also argued that the 

"streamlining procedure" is inappropriate for actions concerning a technically difficult field, 

for example requiring experimental evidence and/or a large number of findings of fact for 

their determination517.

The latest measure which was introduced to increase the pressure on the litigators and to 

provide smaller companies with a tool to raise their chances for a friendly settlement 

without litigation518 was - as mentioned earlier - to enable the UK Intellectual Property 

  
512 Cf. Moore, 114-115; Laddie, de Ranitz, 529; Laddie Hugh in: Dagg/Brook, 705; Klink, 504; Thornham, 19.
513 Cf. Moore, 116; cf. also decision of the Court of Appeal, 2007 EWCA Civ 51, and Whitehead 
Brian/Jackson Stuart/Kempner Richard, How to save money in English litigation, <www.managingip.com>, 
May 2007, 43-46, 45.
514 Cf. Objections overruled, September 2005 Patent World, 6.
515 Cf. Moore, 117.
516 Cf. Objections overruled, September 2005 Patent World, 6; Ball Jonathan, Green light, October 2005 
Patent World, 11; Thornham, 19-20. 
517 Cf. Moore, 115.
518 Cf. UK pushes ahead with patent opinions, Managing Intellectual Property News, 4 July 2005, 
<www.managingip.com>.
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Office to provide an independent non-binding opinion on patent validity or infringement to 

settle disputes over patent rights519.

The test of whether costs could be lowered and trials speeded up, and consequently 

whether the access of smaller businesses to justice has improved, is still being closely 

monitored520.

Although it is expensive to litigate in England and Wales, the high quality of the decisions 

and the thoroughness of its courts are widely acknowledged521. The British litigation 

system is thus often described as being a "Rolls Royce" system: thorough procedures and 

high-quality judges and advisers, but high costs522.

II. Courts of further instance

Appeals on decisions rendered by either the Patents Court or the Patents County Court 

are restricted, since leave is required. If leave is refused, a petition can be presented to the 

Court of Appeal, where a single Lord Justice will decide whether the permission to appeal 

is granted523.

If an important question of the law must be addressed, the House of Lords in its judicial 

capacity524 can be contacted by way of a further appeal. This appeal again requires leave 

from either the Court of Appeal, or more commonly the House of Lords itself.

G. Reasons for success of the German patent litigation system

It is no secret that most companies would first pick Germany as the best jurisdiction for 

patent litigation525. As mentioned above, more than half of all patent disputes in Europe 

  
519 Cf. the critical words on the opinion procedure by Jones/Grabienski/Marriott/McCall, 204; Phillips, 
Pouring, 229-230; Jacob, Creating, 82; Barker David, Tilting the playing field, September 2004 Patent World, 
22; Mitchell, Golden opportunity...missed? September 2004 Patent World, 23-25, 24-25. However, there are 
also positive voices, cf. Roberts; Poore.
520 Cf. Gowers Review, Recommendation 54; also cf. Merck & Co Inc. v Generics (UK) Ltd, 2003 EWHC 
2842 (Pat) of November, 27, 2003, N 82 to N 93; Thornham, 18-19.
521 Cf. Kempner, 50; Davis, 79; 80; Stauder/Llewelyn, 55.
522 Cf. Jones/Grabienski/Marriott/McCall, 205.
523 Cf. Cornish/Llewelyn, Enforcement, 107.
524 Cf. Jacob, Decisions, 13.



72
are dealt with before German courts, and this tendency is increasing. The reason for this 

phenomenon is commonly explained as a combination of efficiency526, relatively low 

costs,527 and quality of decisions528. However, German courts are also chosen because 

they seem to "take a commercially realistic approach to patents"529.

What is a surprise at first glance is that these courts can work at this level of efficiency and 

consequently at such low costs, although split proceedings seem to complicate things530

and slow down proceedings531. A closer look at the system offers an explanation: 

- First, the work executed by the Bundespatentgericht (Federal Patent Court) as revocation 

instance also has to be done in courts that have a unified system. The procedure can

consequently also slow down in a unified system if questions of nullity are raised532. 

- Second, court experts are appointed through a very tedious and selective system533. 

- Third, a stay of infringement proceedings due to an ongoing revocation procedure or 

opposition procedure is handled very reluctantly534. This again leads to the conclusion that 

a high-level decision may be rendered despite the judge’s possibly limited technical 

knowledge.

    
525 Cf. Bodoni, 31.
526 Cf. Stauder, Verletzungsverfahren, 52-53; Pagenberg, First Instance, 497; Bühling Jochen in: 
Dagg/Brook, 704.
527 Cf. Lyndon-Stanford, English, 239; v. Raden, 435.
528 Cf. Brinkhof, Schlichtung, 602; Wirtz/Liesegang, 75; Meier-Beck, Damages, 113.
529 Cf. Harris Gordon D., Patent litigation - a costly business?, CIPA Journal, January 2004, 12-14, at 14. It is 
argued that the many different ways of securing facts and of exploring them with the court, in conjunction 
with specialist judges who are not greatly influenced by the reasoning of the granting authority, leads to more 
patent revocations in the UK (cf. Thornham, 18).
530 Cf. Yorke in: Bodoni, 32.
531 Cf. Stauder, Verletzungsverfahren, 53; Kroher, 236.
532 Cf. Stauder, Verletzungsverfahren, 145.
533 Cf. Neuhaus Winfried, Der Sachverständige im deutschen Patentverletzungsprozess, 1987 GRUR INT., 
483-486, 483 and 486; in the UK court experts are used more actively. As regard the appointment of experts 
before the Bundesgerichtshof cf. Wirtz/Liesegang, 75.
534 The court will only stay the proceedings if there is an overwhelming probability that the patent will be 
declared invalid (cf. Decision of the Bundesgerichtshof, November 11, 1986 (X ZR 56/85 (BPatG)), 
"Transportfahrzeug",1987 GRUR, 284-285; also cf. Decision of the Bundesgerichtshof, October 8, 1957 (I 
ZR 164/56 (OLG Hamburg)), "Tonfilmwand", 1958 GRUR, 75-77); Brinkhof/Schutjens, 11; Marshall, 132; 
Stauder, Verletzungsverfahren, 146; Tilmann, Patentschutzsystem, 328; Treichel, 108; Meier-Beck, 
Damages, 114; the court is unlikely to stay proceedings where no new prior art is presented by the 
defendant, cf. Bühling Jochen in: Dagg/Brook, 703; cf. however also Pagenberg, First instance, 495.
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However, the general high quality of European and German patents also supports this 

phenomenon. This conclusion can be drawn from the typically limited number of 

revocation proceedings in Europe, and an even fewer number of revocation decisions in 

relation to the number of patents granted535. On the other hand, quite a few patents are 

already declared invalid in the opposition and appeal procedures before the EPO. The risk 

of a revocation decision after the infringement court has already rendered its decision is 

consequently reduced, as the revocation judge basically tends to follow the EPO’s 

decision if an EPO Opposition Division or an EPO Board of Appeal decided that an 

invention met the requirements of patentability536. However, the Bundespatentgericht has 

made it clear that it may also decide differently537. The risk538 that patents could be 

revoked after the infringement decision is rendered is therefore still quite high in 

Germany539. This again leads to legal uncertainty.

H. Conclusion

This overview clearly shows that a certain concentration of jurisdiction had been already 

occurring within many important European patent litigation states even before the 

recommendation of the Intergovernmental Conference of 1999 to restrict the number of 

courts having jurisdiction with regard to patent disputes540. It is therefore not really a 

surprise that the recommendation was not repeated at the subsequent Intergovernmental 

Conference of London on 16 and 17 October 2000541.

The Netherlands and the United Kingdom decided to create specialised patent courts with 

exclusive jurisdiction.

  
535 Cf. Brinkhof, Revocation, 233; also cf. Price/Thornham, 21.
536 Cf. Brinkhof/Schutjens, 24-25; Rogge, Revocation, 223; Jacob, Decisions, 15-16; Karet, UK and EPO; cf. 
however, Laddie, de Ranitz, 531 where it is made clear that close to 60% of the (pharmaceutical) patents in 
suit before UK courts are revoked.
537 Cf. Decision of the Bundesgerichtshof, October, 8, 1992 (3 Ni 50/91); November, 24, 1993 (3 Ni 41/92) 
both reported by Rogge, Revocation, 222.
538 Cf. Stauder, Verletzungsverfahren, 146.
539 About 30% of the European patents valid in Germany are at least partly revoked (Cf. Rogge, Revocation, 
219).
540 Cf. also Boval, Remarques.
541 Cf. Provisional mandate and conclusions of the second Intergovernmental Conference on reform of the 
EPO, London, 16-17 October 2000. The mandate was never published.
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In France, Germany and Switzerland a certain specialisation was able to be reached by 

the plaintiff taking full advantage of the provisions regulating territorial jurisdiction. In these 

states there is a large concentration of cases by way of forum shopping. Consequently, the 

question as to whether an extensive admission of forum shopping could be the solution to 

the current problems of diverging patent jurisprudence and of undesirable multiple patent 

litigation should be explored.
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§3 FORUM SHOPPING RELATED TO PATENT LITIGATION IN EUROPE

A. Introduction

Forum shopping may generally be defined as legitimately choosing a jurisdiction from 

amongst available legal systems542. The author does not share the view of some parts of 

the doctrine543 that choosing a court from a clearly unavailable jurisdiction is also part of 

forum shopping544. One may only shop for what is available for sale. 

Forum shopping at the international level presupposes that, based on international or 

national law, at least two states, or two courts located in different states, have international 

or territorial jurisdiction. It is practised very extensively in a more essentially global 

business world with cross-border cases. The actual circumstances for forum shopping lie 

in the lack of uniformity throughout the legal systems545. 

In Europe - and in contrast to the US546 - forum shopping is typically practised at the 

international level on the basis of the existing jurisdiction agreements. However, as 

mentioned above547, in patent litigation forum shopping is also practised in many states at 

the national level alone. The reason for this lies in the fact that, unlike in other fields of law, 

patent cases are rare and quality, along with the experience of the courts, varies greatly.

In many European states forum shopping is in fact encouraged by liberal jurisdictional 

regulations548. Switzerland, for example, just revised Article 109 of its international private 

law act549, which will make it possible from 1 July 2008 for the plaintiff in an international 

dispute to choose from no fewer than four jurisdictions in the case of a patent infringement:

- the domicile of the defendant,

- the place where the act that caused injury occurred (forum delicti commissi),

- the place where the injury arose (forum delicti), or,

in the case of a dispute arising out of the operations of a branch in Switzerland,

  
542 Cf. ILA, Leuven/London principles, N 1; Kropholler, FS, 165.
543 Cf. Dasser, 263; Wadlow, N 5-158.
544 Cf. also Schack, N 221.
545 Cf. Bell, Forum Shopping, N 2.07.
546 Cf. Markey Howard T. in: Kolle/Stauder, 3. Symposium, 513.
547 Cf. §2 Specialised national patent courts.
548 Cf. Ferrari, 354.
549 Cf. in this regard also Stieger, Unklares, 75-76.
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- the court at the seat of the branch.

Such a broad choice of different jurisdictions has already been available with regard to 

national disputes550 since 1 January 2001.

I. Relevant provisions in regard to cross-border forum shopping

Article 64(3) EPC provides that any infringement of a European patent shall be dealt with 

by national law. In Europe, jurisdiction among the different states and courts is regulated 

by Regulation 44/2001 and by the Lugano Convention (Reg 44/LC). The earlier Brussels 

Convention was in fact transferred to Regulation 44/2001 and was also in the meantime 

replaced by a special agreement as regards Denmark551, which entered into force on 1 

July 2007552.

The most important provisions in Regulation 44/2001 and the Lugano Convention 

concerning forum shopping in European patent litigation are the general rules of Article 2 

(domicile of the defendant) and the special jurisdiction of Article 5(3) (place where the 

harmful event occurred, place of tort). 

In practice, the freedom to choose the court is usually the choice between various

jurisdictions for matters relating to tort because of the different places of patent 

infringements. The ECJ made clear in Handelskwekerij G.J. Bier v Mines de Potasse d' 

Alsace553 that the terminology in Article 5(3) "place where the harmful event occurred"

includes the place where the damage took place (forum delicti), as well as the place of the 

damage-causing effect (forum delicti commissi). 

In contrast to the provision of Article 5 Reg 44/LC, which determines the international and 

territorial jurisdiction, Article 2 only regulates the international jurisdiction554. That is to say,

  
550 Cf. Article 25 Swiss Jurisdiction Act in Civil Matters (Gerichtsstandsgesetz).
551 Council decision on the signing, on behalf of the Community, of the Agreement between the European 
Community and the Kingdom of Denmark on jurisdiction and the recognition and enforcement of judgments 
in civil and commercial matters of 20.9.2005 and the agreement referred to (2005 O.J. EU, L 299, 61).
552 See 2007 O.J. EU, L 94, 70.
553 Handelskwekerij G.J. Bier v Mines de Potasse d' Alsace, ECJ November 30, 1976 (case 21/76); also cf. 
Shevill and others v Presse Alliance, ECJ March 7, 1995 (Rec. 1995, PI-415; case C-68/93) and Marinari v 
Lloyds Bank, ECJ September 19, 1995 (case C-364/93).
554 Cf. Kropholler, Europäisches Zivilprozessrecht, vor Art. 2, N 3; Walter G., Zivilprozessrecht, 181; Mäder, 
112.
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it simply regulates which state has jurisdiction but not which court in that state from a 

territorial point of view. It is therefore up to the national law of each state to determine not 

only the substantial but also the territorial jurisdiction of its courts if reference is made to 

the domicile of the defendant.

Of further importance in regard to European patent litigation and forum shopping are 

Articles 27 and 30 Regulation 44/2001, i.e. Article 21 Lugano Convention concerning lis 

pendens, as well as Article 31 Regulation 44/2001 and Article 24 Lugano Convention

concerning provisional and protective measures.

Also to be mentioned is Article 6(1) (joinder of multiple defendants) Reg 44/LC, which 

gained some fame with the so-called "spider in the web" doctrine, as will be shown below. 

This provision allows that a person domiciled in a state - in which Regulation 44/2001 or 

the Lugano Convention is applicable - may also be sued - where said person is one of a 

number of defendants - in the courts wherein any of them is domiciled, provided the claims 

are so closely connected that it is expedient to hear and determine them together to avoid 

the risk of irreconcilable judgments resulting from separate proceedings. 

That is to say, at least one of the defendants must be domiciled in a state to which the 

jurisdiction provision of Article 6 Reg 44/LC is applicable555. It is therefore not applicable if 

jurisdiction over the other defendants may only be based on one of the other provisions of 

Reg 44/LC, such as Article 5(3)556. Furthermore, there must be a qualified connection 

between the various actions of the same plaintiff against the different defendants557.

Like Article 5(3) Reg 44/LC, Article 6 also determines the territorial and not only the 

international jurisdiction558. 

This overview makes it clear that, depending on the circumstances of the case, it is

possible to choose from amongst a great variety of available fora. Forum shopping is a 
  

555 Cf. Meier-Beck, Issues, 507.
556 Cf. Wadlow, N 2-61.
557 Cf. Art. 6(1) Regulation 44/2001 which codified the common view and ECJ jurisprudence of Athanasios 
Kalfelis v Bankhaus Schröder, Münchmeyer, Hengst & Co., ECJ September 29, 1988 (case 189/87) in 
regard to Art. 6(1) Brussels and Lugano Convention, cf. Stauder, Anwendung, 476; Kropholler, Europäisches 
Zivilprozessrecht, Art. 6, N 8 to N 11; Neuhaus, 265; Jandoli, 785; Hölder, Grenzüberschreitende, 53-54.
558 Cf. Schlosser, EU-Zivilprozessrecht, Art. 2 EuGVVO, N 2; Kropholler, Europäisches Zivilprozessrecht, Art. 
6, N 5; Loth, 53.
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reality in Europe, and there are also many voices which support the broadest possible 

choice of jurisdictions. 

Lawyers and judges, for example, repeatedly state that it is in the legitimate interest of a 

party to choose a court that is fast, cheap and competent559. Consequently, forum 

shopping is nothing evil, but rather a "masterpiece of European civil procedure"560, and 

actually something good561. 

However, there are also critics. In Switzerland for example, where, as mentioned earlier,

the forum shopping possibilities with regard to national cases were expanded not so long 

ago, the jurisdiction of the court at the domicile of the plaintiff was very heavily blamed for 

being too extensive562. It was argued that the plaintiff is given too much priority over the 

defendant, which is unjustifiable, not least since the revised Swiss Constitution563 classes

the right of the defendant to be judged at his domicile as a fundamental right564. 

Already these critics make it clear that forum shopping may also have an undesired effect, 

as it puts one party over the other. Forum shopping can consequently also jeopardise the 

balance between the interests of the parties. Not least the CPC therefore aimed to avoid 

forum shopping565. 

What is behind these fundamentally diverging views?

B. Reasons for forum shopping

It is a common view that the result of a case may depend to a great extent on the court 

rendering the judgment566. 

  
559 Cf. Schade, Streitregelungssystem, 837; Tilmann, Gemeinschaftspatent, 385.
560 See Vivant, 26.
561 Cf. Notes, 1682-1683; Schade, Streitregelungssystem, 837.
562 Cf. Kurth Christoph/Bernet Martin in: Gerichtsstandsgesetz, Kellerhals Franz/von Werdt 
Nicolas/Güngerich Andreas (eds.), Bern 2001, Art. 25, N 5.
563 Cf. Art. 30(2) Swiss Constitution.
564 Cf. Frank Richard, Das Gerichtsstandsgesetz – ein Schritt vorwärts, 2001 SJZ, 4.
565 Cf. Krieger, Luxemburger Vertragswerk, 108; Singer, Patentsystem, 148.
566 Cf. Siehr, Forum Shopping, 126-130; Dasser, 256.
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Some of the reasons for forum shopping are based on general grounds and some on 

grounds specific to patent litigation. However, they all aim to best suit the commercial 

objectives and interests567 of the party choosing the court, sometimes leaving aside 

fairness568. Some lawyers, for example, wonder where one will be able to inflict the 

maximum economic damage on the infringer569.

It is part of the civil procedural system that the forum is chosen by the plaintiff if it has not 

been chosen by party agreement. At the same time, the principle of equal footing demands 

that both (possible) parties are treated alike570. Forum shopping should consequently not 

only be a matter for the potential plaintiff571.

In fact, it is also a matter for the likely defendants, since they quite often sue in a forum 

otherwise available to the plaintiff, particularly for declaratory or similar relief572. However,

the nationally regulated preconditions for such relief are narrower in many states. 

Therefore, the different interests involved have to be analysed quickly by both potential 

parties in order to avoid a possibly "better" forum being lost to the opponent. In the end, it 

may result in a situation also described as forum running, "race to the court house", forum 

grabbing, or "race of jurisdiction"573.

The patent business has developed into a multibillion-Euro business with high damages in 

dispute. It is consequently not a surprise that patent litigation has for the past 25 years 

become faster, more complicated and more expensive and involves a greater risk574.

Forum shopping related to patent litigation therefore became an important strategic 

element and tool575 and evolved from the "favourite indoor sport of international lawyers"576

  
567 Cf. Jegher, 33; Laddie, I.P. Rights, 406; v. Meibom/Pitz, Cross-Border Injunctions, 477; Peberdy, 23; 
Siehr, Forum Shopping, 141; Ferrari, 353; Vleck, 332; Jenkins, 28.
568 Cf. Bell, Forum Shopping, N, 2.03.
569 Cf. Barlow Mike in: Dagg/Brook, 703.
570 Also cf. Proposal for a Council Regulation of 14.7.1999 on jurisdiction and the recognition and 
enforcement of judgments in civil and commercial matters, COM(1999) 348 final; 1.
571 Cf. Bell, Negative, 674.
572 Cf. ILA, Leuven/London principles, N 7; Jacob, Harmonisation, 148; Bell, Negative, 686; Notes, 1680; 
Kur, Hague, 179.
573 Cf. Jegher, 34; Dasser, 255; Kur, Sackgasse, 911; v.Meibom/Pitz, Cross-Border, 31; Herzog, 381.
574 Cf. Barron, Experience I, 79.
575 Cf. Bell, Negative, 675; Stieger, Strategies, 552-555; Peberdy, 22; Young/Birss, 364; Lupoi, 149; 
Hendrick/van Woortman/Flynn, 17.
576 Cf. Lowenfeld, 314.
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to be part of a lawyer’s duty577. This is particularly the case with regard to disputes relating

to European patents, which are usually obtained for a number of states578 and which are 

regularly also infringed in several states at once579.

"Where is one most likely to win?" 580 is one of the most fundamental questions the plaintiff 

or representative has to ask before he files the action. However, depending on the 

economic objectives to be attained by the party, considerations concerning the choice of 

court become much broader and more complicated. Every single step is often reflected

upon from a multi-jurisdictional angle581. 

In regard to patent litigation there are a number of reasons which often have an impact on 

the choice of forum.

I. Familiarity with the legal system

In many cases the plaintiffs will try to choose the court where they have their seat or where 

they are domiciled, simply because they are familiar with the legal culture and the legal 

system582. Language, venue but also the culture in general often have a greater influence 

on a party's choice than possibly expected.

II. Speed of the courts and quality of judgments

The speed of the court not only varies from state to state but also among the courts in the 

same state. Important factors concerning speed are the form of the proceedings, the 

court’s experience in patent litigation583 and its case management.

The more familiar a court is with patent litigation, the more efficiently it renders decisions. 

Inexperienced courts often have to delegate their actual task to technical experts, and 
  

577 Cf. Siehr, Forum Shopping, 141; Schack, N 223; Notes, 1690; Neuhaus, 269; Halberstam, 243; Pitz, 
Aspects, 22; Geimer, N 1096; Ferrari, 374-375; Bell, Forum Shopping, N 2.05; Ebbink, Fire-Side, 257.
578 Cf. Hendrick/van Woortman/Flynn, 17.
579 Cf. Ebbink, Fire-Side, 255.
580 Cf. Adams, 499; Jacob, Harmonisation, 147; Ebbink, Pan-European, 27; Stieger, Strategies; 552; Geimer, 
N 1096 to N 1097; Barron, Experience I, 80.
581 Cf. Barron, Experience II, 146.
582 Cf. also Fawcett/Torremans, 198; Bell, Forum Shopping, N 2.03; Ebbink, Fire-Side, 257.
583 Cf. Peberdy, 24.
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even the designation of these experts often seems very difficult for inexperienced judges. 

There is consequently great potential for the defendant or alleged infringer to delay the 

case, quite often with the support of a court that is not very motivated to decide the case. 

There are cases known where patent holders could not exploit the market on their own 

because of an entire decade of litigation584. The speed of the judgment-making process 

consequently often has an impact on the quality of the decision.

Depending on the strength of the case and the patent in dispute, one would therefore want 

to choose a court which does not have a great knowledge of patent law and patent 

litigation585, which renders judgments less quickly586, or vice versa. The principle that 

"speed is of paramount importance in patent litigation"587 is consequently only sound, if the 

plaintiff is in a strong position on the merits (if the principle is not limited to the choice of a 

certain court). All patent litigators must therefore clearly analyse what the value of the 

patent is588 before they choose the court.

III. Lis pendens rules

Courts are also chosen because of the different existing rules defining lis pendens, i.e. the 

point of time when a court is seised. Lis pendens rules have inter alia the aim of avoiding a 

situation where two or more courts deal with an action relating to the same dispute 

between the same parties. The following overview and analysis will make it clear that the 

problems related to the existing lis pendens rules are in fact identified, that solutions are 

on the table, and that there are clear intentions to solve these ongoing issues.

1. The European rules

Under Article 27 Regulation 44/2001, i.e. Article 21 Lugano Convention, the court second 

seised has of its own motion to stay its proceedings until such time as the jurisdiction of 

the court first seised is established.

  
584 Cf. Kingston, 155.
585 Cf. Willems, First instance, 396; Laddie, de Ranitz, 531.
586 Cf. Willems, First instance, 398; §3 B.III.3. The problem of "torpedoes".
587 Cf. Paulissen in: Bodoni, 31. 
588 Cf. Peberdy, 22; Kropholler, FS, 165; Nott, 5; Musmann/v.d.Osten, 99; Tilmann/v. Falck, 584, 585.
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This rule basically ensures that the jurisdiction of the court first seised is not ignored. It 

consequently avoids parallel litigation and the possibility of inconsistent judgments within 

the territory where Regulation 44/2001 or the Lugano Convention applies589. However,

costs can also be saved as only one court deals with the matter. Furthermore, it is 

guaranteed that a court deals with the matter and therefore dodges so-called "negative 

competence conflicts"590.

The court second seised has, however, only the duty to stay its proceedings where the 

different proceedings involve the same cause of action591 between the same parties and if 

they are brought in courts of different states in which Regulation 44/2001 or the Lugano 

Convention is applicable592.

For a long time it was unclear whether actions on the merits concerning different parts of a 

European patent fall within the definition of the "same cause of action" or whether the 

actions had to refer to the same parts. The ECJ has meanwhile provided the answer to 

that question.

In Roche Nederland BV v Primus593 it held that there can be no divergences between the 

decisions given by courts in respect of an infringement of a European patent with regard to 

the part taking effect on their territory. The infringement of the different parts of a European 

patent has to be examined in the light of the relevant national law in force in each of the 

states for which it has been granted. Therefore, different legal situations are at stake. A 

court would consequently only have to stay proceedings on the basis of Article 27 

Regulation 44/2001 if, for example, an action on the merits and an action for a declaration 

of non-infringement with regard to the same part of a European patent is due before 

another court located in a state in which Regulation 44/2001 is applicable. This point is of 

special interest with regard to the so-called "torpedo actions"594.

Another open question was whether a stay of proceedings should be decided 
  

589 Cf. for example Dumez France v Hessische Landesbank, ECJ January 11, 1990 (case C-220/88).
590 Cf. Kropholler, Europäisches Zivilprozessrecht, Art. 27, N 22.
591 For a definition cf. Tatry v Maciej Rataj, ECJ December 6, 1994 (case C-406/92) at §3 B.III.3.a)aa) The 
reaction of the "abused" courts, and §3 B.III.3.a)bb) The reaction of the courts that were "passed over"; for 
an overview, cf. Herzog, 387-389.
592 Cf. also Grabinski, Angst, 463.
593 Roche Nederland BV v Primus, ECJ July 13, 2006 (case C-539/03).
594 Cf. §3 B.III.3. The problem of "torpedoes".
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independently of whether the infringement or the nullity action regarding the same part of 

the European patent was brought first595. This question was relevant, as it was legal 

practice in many European states - before the decision of the ECJ in GAT v LuK596 - that a 

court dealing with the infringement of a foreign patent or of a foreign part of a European 

patent also decided its validity with effect inter partes if the nullity question was brought up 

incidentally. 

The ECJ made clear in this decision that Article 16(4) Brussels Convention (Art. 22(4) 

Regulation 44/2001) is to be interpreted as meaning that the rule of exclusive jurisdiction 

laid down therein concerns all proceedings related to the registration or validity of a patent, 

irrespective of whether the issue is raised by way of an action or a plea in objection597. The 

infringement court can consequently not even incidentally decide on the validity of a 

foreign patent. This case law has, in the meantime, also been implemented in the 

revised598 Lugano Convention. What is not definite, however, is whether it has to stay the 

proceedings or whether the proceedings will have to be transferred to the territory of the 

state where the patent takes effect as soon as the invalidity issue is raised599.

  
595 Cf. Stauder, Verletzungsverbote, 321; Kieninger, 281; Adams, 499; Mäder, 107-109; Kropholler, 
Europäisches Zivilprozessrecht, Art. 27, N 10.
596 Gesellschaft für Antriebstechnik mbH & Co. KG v Lamellen und Kupplungsbau Beteiligungs KG, ECJ July 
13, 2006 (case C-4/03).
597 See in this regard also the proposal of the European Max-Planck Group for Conflict of Laws in Intellectual 
Property (CLIP proposal) where it is suggested that Article 22(4) Regulation 44/2001 should be amended to 
make it clear that a judgment involving validity would not go beyond having merely an inter partes effect.
598 Art. 22(4) revised Lugano Convention: "The following courts shall have exclusive jurisdiction, regardless 
of domicile:…
in proceedings concerned with the registration or validity of patents, trade marks, designs, or other similar 
rights required to be deposited or registered, irrespective of whether the issue is raised by way of an action 
or as a defence, the courts of the State bound by this Convention in which the deposit or registration has 
been applied for, has taken place or is under the terms of a Community instrument or an international 
convention deemed to have taken place.
Without prejudice to the jurisdiction of the European Patent Office under the Convention on the grant of 
European patents, signed at Munich on 5 October 1973, the courts of each State bound by this Convention 
shall have exclusive jurisdiction, regardless of domicile, in proceedings concerned with the registration or 
validity of any European patent granted for that State irrespective of whether the issue is raised by way of an 
action or as a defence." The revised text of the Lugano Convention is available at 
<www.ofj.admin.ch/bj/en/home/themen/wirtschaft/internationales_privatrecht/lugano_uebereinkommen/0.html>, (see 
also Proposal for a Council Decision concerning the signing of the Convention between the EC and the 
Republic of Iceland, the Kingdom of Norway, the Swiss Confederation, and the Kingdom of Denmark on 
jurisdiction and the recognition and enforcement of judgments in civil and commercial matters, COM(2007) 
387 final). It is expected that the revised convention will enter into force in 2009. Cf. also Herren Jürg, 
Revidiertes Lugano-Übereinkommen vor der Unterzeichnung, 2007 sic!, 497-498.
599 Cf. in this regard also §3 C.VI.1.b)bb)aaa)i) Analysis.
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Before the ECJ rendered its ruling in Roche Nederland BV v Primus600 it was also in 

dispute whether an infringement action and an action for a declaration of non-infringement 

which are pending in different states of Reg 44/LC with regard to different parts of a

European patent are at least related actions, as they do not involve the same cause of 

action within the meaning of Article 27 Regulation 44/2001, i.e. Article 21 Lugano and 

Brussels Convention601.

An example may illustrate the situation. A Belgian holder of a European patent takes the 

view that the Dutch part of his European patent is infringed by a person domiciled in the 

Netherlands and sues the person at the District Court in The Hague. However, the alleged 

infringer files an action for declaration of non-infringement of the Belgian part of the 

European patent in Belgium before the patent holder can file the infringement action in the 

Netherlands. Does the Dutch court have to stay its proceedings in such a case?

The background for this discussion is Article 28(1) Regulation 44/2001 (Article 22(1) 

Lugano Convention), which provides for the consequences of Article 27 Regulation 

44/2001 (Article 21 Lugano Convention) if related actions are simultaneously pending in 

the courts of different contracting states. However, in contrast to Article 27 Regulation 

44/2001 (Article 21 Lugano Convention) the court second seised is free to decide whether 

it would like to stay its proceedings. In our example, it would consequently be up to the 

Dutch court to decide whether it wants to wait for the Belgian judgment in order to be able 

to take it into account when deciding on the Dutch part of the European patent.

The ECJ, however, took the view that, because of the “bundle” approach of a European 

patent, the decisions on the different parts could not be classed as contradictory since a 

different legal situation would be involved. It follows that actions on different parts of a 

European patent cannot be related. Therefore, the court second seised has no possibility 

to stay its proceedings in the above-mentioned example.

The argument of the ECJ is, however, very questionable, as European patent law is 

uniform law which has to be construed in a unitary manner602.

  
600 Roche Nederland BV v Primus, ECJ July 13, 2006 (case C-539/03).
601 Cf. Kropholler, Europäisches Zivilprozessrecht, Art. 27, N 11; Otte, 443.
602 Cf. also Hess/Pfeiffer/Schlosser, N 833.
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While the precise point of lis pendens was not regulated in the Brussels and Lugano 

Conventions and was left to national law603, it is now included in Article 30 Regulation 

44/2001. This provision has also been implemented into the revised Lugano 

Convention604.

The national rules looked as follows: On the basis of the unclear wording in the Lugano 

Convention, and the earlier Brussels Convention, some states have decided that the date 

of filing the claim in the court determines whether there are grounds for lis pendens, while 

others decided that a claim is validly pending as soon as the defendant is properly 

informed. The latter legislators obviously considered that a defendant in an action for 

which leave to serve was sought ex parte could have been placed at a comparative 

disadvantage, as he could not have had notice of such matters at that stage 605. Other 

states again regard a court as seised of a matter where notification is required before 

filing, as soon as the documents are delivered to the person or authority responsible for 

service606.

The EC went for the middle way in Regulation 44/2001 trying to reconcile the various 

procedural systems607:

The precise point of time of lis pendens is in general when the document instituting the 

proceedings or an equivalent document is lodged with the court608. It is, however, under 

  
603 ECJ declared in Zelger v Salinitri, June 7, 1984 (case 129/83) that Art. 21 of the Brussels Convention 
must be interpreted as meaning that the court first seised is the one before which the requirements for 
proceedings to become definitely pending are first fulfilled, such requirements to be determined in 
accordance with the national law of each of the courts concerned; also cf. Lupoi, 162-167; Herzog, 385.
604 Cf. Art. 30 revised Lugano Convention, cf. Proposal for a Council Decision concerning the signing of the 
Convention between the EC and the Republic of Iceland, the Kingdom of Norway, the Swiss Confederation, 
and the Kingdom of Denmark on jurisdiction and the recognition and enforcement of judgments in civil and 
commercial matters, COM(2007) 387 final, and 
<www.ofj.admin.ch/bj/en/home/themen/wirtschaft/internationales_privatrecht/lugano_uebereinkommen/0.html>
605 Cf. Kaye, 87 with reference to Agrafax Public Relations Ltd v United Scottish Society Incorporated, 1995 
I.L.Pr., 753.
606 Cf. Nygh/Pocar, 87.
607 Cf. Proposal for a Council Regulation of 14.7.1999 on jurisdiction and the recognition and enforcement of 
judgments in civil and commercial matters, COM(1999), 348 final, 20.
608 In the Discussion Draft No. 4, April 18, 2003 of the Principles and Rules of Transnational Civil Procedure 
of ALI/UNIDROIT, it was suggested that the exact time of lis pendens is "the time a claim is first asserted", 
which provides for the same approach (cf. Principle 28.2). This proposal was, however, generalised in the 
final version: "The time of lodging of the complaint with the court determines compliance with statutes of 
limitation, lis pendens, and other requirements of timeliness" (cf. Principle 10.2 ALI/UNIDROIT, Principles 
Civil Procedure).



86
the resolutive condition that the plaintiff has subsequently managed to take the necessary 

steps required to have service effected on the defendant. The responsibility for the claim 

therefore lies in the hands of the plaintiff609. However, if the plaintiff has first to file with the 

defendant due to national law, the action is deemed to be seised at the time when the 

document is received by the authority responsible for service, provided that the plaintiff 

has not subsequently failed to take the steps he was required to take to have the 

document lodged with the court. 

The rule in Regulation 44/2001 is a good solution since it avoids the defendant being 

notified of an action which will possibly never become active, and his therefore being 

caused unjustified fear.

This uniformity in Europe should basically be in the interest of users, not least since it is 

creating further legal certainty. Forum shopping would consequently be neutralized to a 

certain extent610. However, as the determination of the relevant moment of lis pendens still 

depends on various legal systems if and in so far as the applicable procedural law decides

the necessary prerequisites for the document instituting the proceedings or for lodging with 

the court, as well as deciding which authority serves in a given legal system as the 

authority responsible for service, it is still not fully ensured that all applicants are on an 

equal footing611.

2. The approach in the draft Hague Jurisdiction Convention

The lis pendens rules in Regulation 44/2001 differ slightly from the one in the former draft 

of the Hague Conference on Private International Law project for a worldwide agreement 

on jurisdiction and foreign judgments in civil and commercial matters (Hague Jurisdiction 

Convention; HJC).

The project was put on ice, not least because of the difficulties of reaching an agreement 

with regard to intellectual property rights. Nevertheless, it is interesting to have a closer 

look at the latest proposals.
  

609 In the proposal for a unified European Code of Civil Procedure it was suggested that the court basically 
issues a writ whose date of issue is the basis for lis pendens (cf. Article 2.2.2.1, Judiciary Law).
610 Cf. §3 B.III.3. The problem of "torpedoes".
611 Cf. Hess/Pfeiffer/Schlosser, N 476.
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On the one hand, Article 21(1) draft HJC requests a stay of proceedings of the second 

court seised when "the same parties" are engaged in proceedings in courts of different 

contracting states and when such proceedings are based on the "same cause of action, 

irrespective of the relief sought" (eadem res), if the court first seised has jurisdiction and is 

expected to render a judgment capable of being recognised under the HJC in the state of 

the court second seised, unless the latter has exclusive jurisdiction. 

In regard to the requirement of eadem res, the draft is more precise than the 

corresponding provisions in Regulation 44/2001 or the Lugano Convention612. 

With a view to the exact point of time of lis pendens, paragraph 5 of Article 21 draft HJC,

on the other hand, provides that a court shall be deemed to be seised when the document 

instituting the proceedings or an equivalent document is lodged with the court; or if such 

document has to be served before being lodged with the court, when it is received by the 

authority responsible for service or served on the defendant. 

This solution obviously leaves more room for a particular national regulation. Unlike the 

solution in Regulation 44/2001, the time of serving the document on the defendant could,

for example, be the relevant point of time of lis pendens. The decrease in national 

differences in the area of Regulation 44/2001 would therefore be negated if it was not 

ensured that these instruments prevail over the HJC. Forum shopping, which would 

obviously have been restricted at the European level, would become more attractive 

again613.

3. The problem of "torpedoes"

As mentioned earlier, it could be of interest for a potential defendant to attack the potential 

plaintiff before he is sued, in order to assume the typically more favourable role of plaintiff. 

He would therefore sue the potential plaintiff before the plaintiff can sue him. The court 

second seised by the potential plaintiff would, as a consequence of Article 27(1) 

  
612 Cf. also Walter G., lis pendens, 141-142.
613 Cf. also Walter G., lis pendens, 138.
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Regulation 44/2001 and Article 21(1) Lugano Convention, have the duty to stay its 

proceedings until the jurisdiction of the court first seised is established. 

Such surprising attacks were not rarely executed by potential patent infringers and

became famous as so-called "torpedo actions": In several European countries it is possible 

to start an action for declaration of non-infringement of a patent. If such an action relating 

to a foreign patent is heard before a judge in a judicial system which is not particularly 

quick614 or which is known for a particularly narrow interpretation of the extent of protection 

of a patent615, it may block the other, faster or more liberal jurisdiction from dealing with 

proceedings concerning the same patent and/or the same alleged infringement.

Such actions are possible because an action seeking substantive relief has no preference 

over a declaratory action616, as it is the general aim to ensure equal treatment of both 

potential parties and provide them with the same opportunities to file an action617. Once 

the court seised in negative declaration proceedings has assumed jurisdiction, due to the 

mandatory provision of Article 27(2) Regulation 44/2001, i.e. Article 21(2) Lugano 

Convention, the court seised in infringement proceedings must decline its jurisdiction for 

the entire case618.

The term "torpedo action" is based on the "Italian torpedo", a name given by Franzosi, who 

addressed this problem for the first time619 when Italian courts came to unintentional fame 

for being especially slow in patent litigation.

However, Belgian, Italian and other courts with the reputation of being slow have started to 

reject such actions620.

  
614 Cf. also Hartley, Abuse, 78.
615 Cf. Tilmann/v. Falck, 585.
616 Cf. Tatry v Maciej Rataj, ECJ December 6, 1994 (case C-406/92).
617 Cf. Kropholler, Europäisches Zivilprozessrecht, Art. 27, N 10.
618 Cf. Hess/Pfeiffer/Schlosser, N 809.
619 See Franzosi, Torpedo.
620 Cf. Pitz Johann, Torpedos unter Beschuss, 2001 GRUR INT., 32-37; id. Forum blocking; Stauder, Weg, 
475; Otte, 441-442.
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a) The approaches of the national courts to solving the problem

aa) The reaction of the "abused" courts

On the one hand, it was argued by courts in Belgium that the jurisdiction at the place of 

tort621 is not applicable with regard to actions for declarations of non-infringement with 

cross-border effect in cases where the patent-protected good has not yet been put on the 

market and therefore where the plaintiff is seeking a declaration of the non-existence of a 

harmful event622. 

Other Belgian courts took the view that the questions of patent validity and infringement 

are so closely connected to each other that only the courts located in the state where the 

patent takes effect could decide on the infringement of the patent concerned. The same 

must be the case if the question of non-infringement is at stake623. The courts obviously 

share the view of the British courts grounded in the famous jurisprudence of Coin Controls 

Ltd v Suzo International (UK) Ltd.624.

Courts in Belgium further declined jurisdiction with the conclusion that Article 5(3) Brussels 

Convention was not applicable if the court had to declare that a party has not yet caused 

any damage in a certain state625. It is uncertain whether Regulation 44/2001 will change 

the views of the Belgian courts in that regard, as Article 5(3) now explicitly covers 

injunctions with regard to torts that may occur626.

Courts in Italy decided, on the other hand, that actions for non-infringement are not actions 

where damages are requested627 but rather where the plaintiff tries to prove that he has 

not infringed a patent628. Consequently, he would implicitly declare that no infringement 

  
621 Art. 5(3) Reg 44/LC.
622 Cf. Storor, 224.
623 Decision of the Rechtbank van eerste aanleg te Brussel (District Court of Brussels) of May 12, 2000, 2001 
GRUR INT., 170 with critical remarks of Véron, Bruxelles, 826 and Treichel Pierre, 2001 GRUR INT.,176; 
Decision of the Rechtbank van eerste aanleg te Brussel of April 7, 2003, reported by de Jong, 79.
624 Cf. §3 C.VI.1.b)bb) Jurisdiction to decide about a foreign patent or a foreign part of a European patent.
625 Decision of the Rechtbank van eerste aanleg te Brussel (District Court of Brussels) of May 12, 2000, 2001 
GRUR INT., 173.
626 Also cf. de Jong, 76.
627 Cf. Kropholler, Europäisches Zivilprozessrecht, Art. 5, N 78.
628 Decision of La Corte Suprema di Cassazione (Supreme Court) of December 19, 2003, 2005 GRUR INT., 
264-268 with comments of Wurmnest Wolfgang; cf. also Barraclough Emma, Supreme Court sinks Italian 
torpedo, Legal Media Group, News, 3 May 2004, <www.legalmediagroup.com>; v. Falck Andreas/Leitzen 
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has occurred and that he is not liable. In other words, because the plaintiff is trying to show 

- with a declaratory judgment action - that he has not infringed a patent, he is in fact 

denying that a tort has been committed.

This approach seems, however, to go against the Tatry v Maciej Rataj decision of the 

ECJ629. The Italian courts obviously take the view that an infringement action and an action 

for declaration of non-infringement have different objects. If this were the case, the patent 

infringement proceedings would no longer have to be stayed if an action for a declaration 

of non-infringement with regard to the same part of a European patent were filed later. The 

ECJ, however, held in Tatry v Maciej Rataj that 

"the 'object of the action' for the purposes of Article 21 means the end the action has in view. The question 

accordingly arises whether two actions have the same object when the first seeks a declaration that the 

plaintiff is not liable for damage as claimed by the defendants, while the second, commenced subsequently 

by those defendants, seeks on the contrary to have the plaintiff in the first action held liable for causing loss 

and ordered to pay damages. 

As to liability, the second action has the same object as the first, since the issue of liability is central to both 

actions. The fact that the plaintiff' s pleadings are couched in negative terms in the first action whereas in the 

second action they are couched in positive terms by the defendant, who has become plaintiff, does not make 

the object of the dispute different. 

As to damages, the pleas in the second action are the natural consequence of those relating to the finding of 

liability and thus do not alter the principal object of the action. Furthermore, the fact that a party seeks a 

declaration that he is not liable for loss implies that he disputes any obligation to pay damages."

It is therefore questionable whether this Italian jurisprudence would be upheld by the ECJ.

Other courts in Belgium again rejected their jurisdiction over cross-border claims of non-

infringement on the basis of Article 6(1) Brussels Convention630, possibly making reference 

to the Dutch "spider in the web doctrine". This jurisprudence has, however, meanwhile 

been rejected by the ECJ in Roche Nederland BV v Primus631.

    
Mario, Abschied vom Torpedo auf Raten?, 2005 Mitt., 534-536. Cf. also v. Nispen, N 7-26 where it seems 
that Dutch courts also took the same point of view.
629 Cf. Tatry v Maciej Rataj, ECJ December 6, 1994 (case C-406/92). See also the decision of the Swiss 
Federal Supreme Court of September 26, 1997 (BGE 123 III 414).
630 Cf. Storor Susan, Brussels Court of Appeal Curtails Belgian Torpedo Tactics, April 2001 Patent World, 9-
10.
631 Cf. §3 C.VI.1.b)aa) Development and current situation with regard to Article 6(1) Reg 44/LC.
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Last but not least, it was also stated by different courts that it is an abuse of legal rights if 

the sole purpose of the claim is to try to impede for an undefined period the jurisdiction of 

courts of other states where the patent is valid while awaiting the decision of the court in 

question632.

bb) The reaction of the courts that were "passed over"

The Tribunal de grande instance de Paris, for example, argued that an action for 

infringement, on the one hand, and the action for a declaration of non-infringement, on the 

other hand, with regard to different parts of the European patent did not involve the same 

cause of action, as required under Article 21 Brussels and Lugano Convention to stay the 

proceedings633. German courts obviously followed this argumentation634.

In contrast to the Italian courts, it was not argued that the two actions would have different 

objectives. However, when arguing that different parts of a European patent would be 

different rights and would consequently not involve the same cause of action, the fact that 

the courts actually have to interpret uniform law was ignored. This again seemed to go 

against the ECJ's decision in Tatry v Maciej Rataj, where it was declared that the same 

cause of action exists if the rights and the question of infringement are identical, as well as

the crucial points to be adjudicated635. However, as mentioned earlier, the ECJ in Roche 

Nederland BV v Primus636 took the view that a European patent continues to be governed 

by the national law of each of the EPC contracting states for which it has been granted and 

therefore does not involve the same cause of action if different parts of the European 

patent are at stake637.

This in fact also has the consequence that a torpedo can be fired in each of the states 

where the European patent takes effect.

  
632 Cf. Storor (cf. also critical remarks of Véron, Bruxelles, 826 in regard to that decision); Véron, Italian 
Torpedoes, 229 and his critics at 230; Kroher, 241; Grabinski, Angst, 466.
633 Decision of the Tribunal de grande instance de Paris (District Court of Paris), April 28, 2000, 2001 GRUR 
INT., 173, with remarks by Treichel Pierre. Supporting this view: Véron, Italian Torpedoes, 229; Kropholler, 
Europäisches Zivilprozessrecht, Art. 27, N 10-11; O’Sullivan, 657; Otte, 441-442; Wadlow, N 8-29.
634 Decision of the Oberlandesgericht of Düsseldorf of June 29, 2000, reported by Grabinski, Bedeutung, 
209-210; cf. also Pitz, Forum blocking, 24; Kroher, 241.
635 Cf. Otte, 442-443.
636 Roche Nederland BV v Primus, ECJ July 13, 2006 (case C-539/03).
637 Cf. also Grabinski, Bedeutung, 209-210.
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Less successful was a countermeasure of a German court638 against a "torpedo action", 

arguing that the court first seised for negative declaratory judgment in Belgium had no 

jurisdiction, not least since the plaintiff of this declaratory action tried to delay proceedings.

The ECJ held in that regard 

"...that Article 21 of the Brussels Convention must be interpreted as meaning that it cannot be derogated 

from where, in general, the duration of proceedings before the courts of the Contracting State in which the 

court first seised is established is excessively long"639.

This jurisprudence has the consequence that the slowest proceedings could actually be 

extended to the entire area of European jurisdiction640.

Acceptance of the German jurisprudence would obviously go in the direction of an anti-suit 

injunction641 - an approach the British courts took to avoid blocking strategies.

However, the ECJ took the view that any such injunction runs counter to the principle of 

mutual trust and undermines the goals of the Brussels Convention642. The jurisprudence of 

the ECJ therefore leaves only limited room to tackle "torpedo actions" and depends on the 

"goodwill" of the court first seised to limit its own jurisdiction and to render a fast decision 

on the question of its own jurisdiction.

It is therefore no surprise that Hess/Pfeiffer/Schlosser recommend in their report on the 

application of Regulation 44/2001 in the EU member states that the problem of torpedo 

actions should be tackled643.

  
638 Cf. Decision of the Landgericht Düsseldorf of December 19, 2002, reported by Grabinski, Angst, 467; also 
cf. Pitz, Time, 18. The Oberlandesgericht Düsseldorf already argued in 1999 that all the courts of the 
Brussels contracting states are treated the same. It could thus not automatically be declared that initiating lis 
pendens at a slow court is an abuse of legal rights, cf. Pitz, Forum blocking, 23; of the same opinion: Véron, 
Italian Torpedoes, 230.
639 Erich Gasser GmbH v MISAT Srl., ECJ December 9, 2003 (case C-116/02).
640 Cf. Hartley, Abuse, 77.
641 Cf. also Ho, 704-705 and §3 C.II.2. Anti-suit injunctions.
642 Gregory Paul Turner v Felix Fareed Ismail Grovit, Harada Ltd. and Changepoint SA, ECJ April 27, 2004, 
(case C-159/02), §3 C. II. 2. Anti-suit injunctions.
643 Cf. Hess/Pfeiffer/Schlosser, N 851; N 919 and their general critical remarks in N 804 to N 818.
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b) Alternative solution

aa) Provisional measures

On the basis of Article 31 Regulation 44/2001, i.e. Article 24 of the Lugano Convention, an 

application may be made to the courts of a state - in which one of the two instruments is 

applicable - for such provisional, including protective, measures as may be available under 

the law of the state, even if, under the applicable instrument, the courts of another state -

in which one of the two instruments is applicable - have jurisdiction as to the substance of 

the matter. This was also confirmed by the ECJ in Van Uden Maritime BV v Deco-Line644. It 

is thus a common view that such relief is still possible once a "torpedo action" has been 

filed645.

Courts are meanwhile ready to grant more and more provisional injunctions in such 

circumstances646, which makes abusive actions less attractive647.

bb) "Inactivity action"

To tackle the "torpedo problem", it was also suggested that a so-called "inactivity action"

be introduced against slow courts648.

This approach does not seem very promising, as Article 6(1) EHRC649 already today 

provides that, in civil rights disputes, everyone is entitled to a fair and public hearing within 

a reasonable time by a tribunal.

The European Court of Human Rights developed some criteria which are to be fulfilled by 

each national civil jurisdiction in order to meet the standards of a reasonable length of 

  
644 Van Uden Maritime BV, trading as Van Uden Africa Line v Kommanditgesellschaft in Firma Deco-Line 
and Another, ECJ November 17, 1998 (case C-391/95).
645 Cf. Grabinski, Bedeutung, 211; Wadlow, N 8-30; Leitzen, 1015.
646 Cf. also §3 C.VI.1.d) Cross-border injunctions based on Article 31 Regulation 44/2001 and on Article 24 
Lugano Convention.
647 Cf. Ebbink, Fire-Side, 258.
648 Cf. Schade, Regelung, 105.
649 Cf. also Art. 47(2) Charter of Fundamental Rights of the European Union.
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proceedings650:

- First, the legislator has the duty to organise the judicial system in such a way that its 

courts may hear cases within a reasonable time651.

- Second, the courts must provide for an active case management. To ensure this kind of 

management, the court responsible could, for example, order a planning conference early 

in the proceedings, which the parties and/or their lawyers must attend652. It should take 

decisions which simplify or expedite the proceedings653, such as set a time limit for an 

expert to submit the opinion, and the court must ensure that the expert called adheres to 

that limit654. However, only delays attributable to the state may justify a finding of failure to 

comply with the "reasonable time" requirement655. The parties' conduct in the proceedings 

must therefore cause no delays and make an active case management possible656. A 

court may, for example, not be held responsible if a party is unexcusedly absent at oral 

proceedings657, and the assessment of a trial's reasonable speed can also depend on the 

health of a party658. However, a chronic overload of a court system cannot justify an 

excessive length of proceedings659.

- Third, the more complex the facts and the legal questions to be decided, the more time a 

court may take to render the decision660.

- Fourth, the greater the importance of what is at stake for a party in the litigation, the 

greater the right to a speedy trial661. 

  
650 Cf. Müller, Grundrechte, 506-508.
651 Cf. Süssmann v Germany, ECtHR September 16, 1996, Rep. 1996-IV 1158, N 55.
652 Cf. Rule 18.2, ALI/UNIDROIT, Principles Civil Procedure.
653 Cf. Rule 18.3.4 and 18.4 ALI/UNIDROIT, Principles Civil Procedure.
654 Cf. Scopelliti v Italy, ECtHR November 23, 1993, Ser. A No. 278, N 23.
655 Cf. Ciricosta and Viola v Italy, ECtHR December 4, 1995, Ser. A No. 337-A, N 28 and also Foley v United 
Kingdom, ECtHR October 22, 2002, Application No. 39197/98, N 38 to N 39.
656 Cf. Academy Trading Ltd and others v Greece, ECtHR April 4, 2000, Application No. 30342/96, N 49.
657 Cf. Proszak v Poland, ECtHR December 16, 1997, Rep. 1997-VIII 2765, N 40.
658 Cf. Leigh, 651.
659 Cf. e.g. Probstmeier v Germany, ECtHR July 1,1997, Rep. 1997-IV 1123, N 64.
660 Cf. Maczynski v Poland, ECtHR January 15, 2002, Application No. 43779/98, N 33; Pammel v Germany, 
ECtHR July 1, 1997, Rep. 1997-IV 1096, N 63; Phocas v France, ECtHR April 23, 1996, Rep. 1996-II 546, N 
71.
661 Cf. Gast and Popp v Germany, ECtHR February 25, 2000, Rep. 2000-II, N 70; Phocas v France, ECtHR 
April 23, 1996, Rep. 1996-II 546, N 71.
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These criteria set out by the European Court of Human Rights are very balanced. A 

national or even pan-European "inactivity action" that goes beyond these principles 

therefore seems difficult to achieve. Nevertheless, there is a certain sympathy for this 

proposal, as the effects of a conviction of a state by the European Court of Human Rights 

are obviously limited662.

cc) Deadline for rendering a decision

A similar direction is taken by the suggestion to implement into Regulation 44/2001 a rule 

which makes it clear that if the court first seised does not decide on its jurisdiction in a 

certain time - for example, six months - then the court second seised can resume its 

procedure663.

Concerns with regard to the "inactivity action" would also apply to this proposal. In 

addition, the court first seised could still immediately accept jurisdiction and later, when 

deciding on the substance, delay proceedings.

dd) The approach in the draft Hague Jurisdiction Convention

The implementation of the Hague Jurisdiction Convention664 and its precedence over 

Regulation 44/2001 and the Lugano Conventions would have achieved an immediate 

change with regard to "torpedo actions".

Article 21(6) of the draft HJC provides that if in the action before the court first seised the 

plaintiff seeks a determination that it has no obligation to the defendant, and if an action 

seeking substantive relief is brought in the court second seised, inter alia the court first 

seised shall suspend the proceedings at the request of a party if the court second seised is 

expected to render a decision capable of being recognised under the HJC. This approach 

  
662 Italy, for example, was convicted several hundred times by the European Court of Human Rights because 
of its slow proceedings (cf. Grothe Helmut, Zwei Einschränkungen des Prioritätsprinzips im europäischen 
Zuständigkeitsrecht: ausschliessliche Gerichtsstände und Prozessverschleppung, 2004 IPRax, 205-212, 
211).
663 Cf. Wittwer Alexander, EuGH-Rechtsprechung zum Zivilprozessrecht 2003/2004, ZEuP 2005, 891; 
McGuire, Forum Shopping, 92-93.
664 Cf. §7 C.I. Introduction.
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of giving precedence to an action on the merits is partly requested at the European level 

too665.

IV. Provisional and protective measures

Provisional and protective measures are very important tools in protecting a party from 

further patent infringement, and in securing evidence. The TRIPs Agreement only 

regulates provisional and protective measures very generally666, and the Enforcement 

Directive provides for only a minimum of harmonisation667. There is consequently a wide

variety of measures with different effects available in Europe, although the full 

implementation of the Enforcement Directive in the EU member states will bring some 

relief.

Litigators analyse quite extensively what kind of measures should be requested, and if and 

when such measures should be requested668. For example, French courts may allow an 

extensive order for inspection of premises and the preservation of evidence (saisie 

contrefaçon)669, and English courts may order a party to refrain from removing any assets 

from its jurisdiction ("freezing orders", which are often combined with "search orders"). 

Depending on the interests of the plaintiff, it may therefore be of great importance to 

provide jurisdiction with a French court. It could also be the totally opposite case, however, 

and one has to react before the other party requests a possible saisie contrefaçon.

Owing to its introduction in Articles 6 and 7 of the Enforcement Directive, the two 

measures will also be available in other countries in the future; however, there will be

differences in the various countries, and consequently forum shopping will, to a certain 

extent, remain attractive to litigators.

However, the procedural effects and practice concerning provisional measures (still) vary 

extensively in Europe as well. Whereas in Great Britain comparatively short periods of 

  
665 Cf. Fähndrich/Ibbeken, 622; 625; Pagenberg, First Instance, 496; Schade, Protocol, 180; Tilmann/v. 
Falck, 586.
666 Cf. Art. 50 TRIPs Agreement.
667 With regard to measures for preserving evidence cf. Article 7 Enforcement Directive.
668 Cf. Hendrick/van Woortman/Flynn, 18.
669 Cf. e.g., Pierre Véron, Saisie contrefaçon, 2e édition, Dalloz, Paris 2005; Lenoir/Banchereau, 4-24 to 4-26; 
Treichel, 163-212; Le Stanc/Petit, 353.
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delay will result in the denial of an interlocutory injunction, Holland is said to be more 

relaxed670. German courts, on the other hand, are often criticised for being too reluctant in 

injunctive relief671. The implementation of the Enforcement Directive will bring some 

uniformity in this regard as well.

In any case, Article 31 Regulation 44/2001, i.e. Article 24 Lugano Convention, substantially 

facilitates forum shopping672, as a plaintiff is able to seek provisional or protective relief in 

any of the states in which Regulation 44/2001 or the Lugano Convention is applicable, 

regardless of whether the court concerned has jurisdiction as to the substance of the 

matter.

V. Procedural differences and court practices

The TRIPs Agreement only regulates some basics in regard to procedural aspects of the 

enforcement of IPRs673. As discussed earlier, the Enforcement Directive will lead to an 

additional basic alignment of procedure and remedies, although procedural law and 

practice is, to a large extent, still a purely national affair. It is therefore no surprise that 

there are still significant differences in procedural law in general between states in 

Europe674.

This fact certainly also has an influence on the achievement of a uniform interpretation of 

substantive law675. The procedural specialities available in a jurisdiction are an important 

reason for forum shopping676.

  
670 See Jacob, Millennium, 512.
671 Cf. Pitz, Forum blocking, 24; Klink, 497; but also König, Probleme, 298. It seems, however, that the 
practice has changed, cf. Pitz, Time, 16-18.
672 Cf. Franzosi/De Sanctis, 93.
673 Cf. Art. 41 et seq. TRIPs Agreement. 
674 Cf. Casalonga Axel, Proposal for a New Judicial Organization in Patent Matters in Europe, 
Commemorative Book of 60th Birthday of Patent Attorney, Myung-Shin Kim – Present and Future of 
Intellectual Property, The Korea Industrial Property Law Association, 2004, 1-21, 3; Vandermeulen, 30. Cf. 
also §6 D. Harmonisation of court proceedings and substantive patent law.
675 Cf. Brinkhof, Kort Geding, 499; Willems, First instance, 396; Geller, 129-130, König, Probleme, 302; 
Tilmann, Gemeinschaftszivilrecht, 804; Chisum, 614 and Röhm Enzyme, decision of the Rechtbank van 
eerste aanleg te Brussel (District Court of Brussels) of 12 May 2000, 2001 GRUR INT., 170-173, 172. Cf. §6
D. Harmonisation of court proceedings and substantive patent law.
676 Cf. König, Probleme, 297; v. Meibom/Pitz, Cross-Border Injunctions, 477; Stieger, Strategies, 554; Klink, 
494-504; Fawcett/Torremans, 198-199; also cf. Siehr, Forum Shopping, 128.
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For example, plaintiffs choose a court because the relevant jurisdiction provides for special 

remedies677, legal aid678, a certain language of proceedings679, or because English 

documents are accepted by the court without translation680, or because there are special 

rulings on evidence and the onus of proof681.

However, there are many more reasons why a certain jurisdiction is chosen on the basis of

the applicable procedural law682:

On the one hand, the common law system, for example, provides for cross-examination 

and the possibility to call one’s own experts683. French practice, on the other hand, 

provides for the so-called action abusive684: a claim or counterclaim for damages in cases 

of an abusive filing of an action685. The Netherlands again, as will be seen below, have the 

kort geding procedure686 and, as seen above, Germany687 and Austria both have "split 

proceedings". Both jurisdictions are also famous for having paper-based proceedings688.

However, the courts’ practices are also very important. Some courts in the EPC 

contracting states are known for their active case management, whereas others are known 

for their rather slow handling of cases. Still others are famous for rendering cross-border 

judgments more extensively than others. The ECJ has, however, meanwhile strongly 

limited the possibility of rendering such judgments, as will be shown below689.

Some fora are known to stay proceedings more liberally if an opposition procedure before 

the EPO is pending690, or are known to encourage or insist upon alternative forms of 

  
677 Cf. ILA Leuven/London principles, N 11; Peberdy, 24
678 Cf. Jacob, Harmonisation, 148.
679 Cf. Price/Thornham, 20.
680 Cf. Brinkhof Jan in: Dagg/Brook, 704.
681 Cf. Pitz, Aspects, 22.
682 Cf. also Halberstam, 243.
683 Cf. Cornish/Llewelyn, 634; Campbell, N 1-51; Jacob, Harmonisation, 148; Cohen, 379; Vandermeulen, 
31.
684 Also cf. the similar approach in Article 48 TRIPs Agreement and Article 66 draft EPLA: "Indemnification of 
a party".
685 Cf. Stauder, Verletzungsverfahren, 98-99; Treichel, 206-208.
686 Cf. Brinkhof Jan in: Dagg/Brook, 704.
687 Cf. §2 C.I.1. Split proceedings ("bifurcation").
688 Cf. David Barron, Beyond the Borders Litigation in Europe, LES 2003, Winter Meeting, Salt Lake City, 12-
14 February 2003.
689 Cf. §3 C.VI.1. Cross-border injunctions.
690 Cf. Walter Hans Peter, The Stay of Infringement or Revocation Proceedings Pending Opposition or 
Revocation Proceedings before Another Court or Authority under Swiss Law, 1989 IIC, 281-287, 285; Cook, 
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dispute resolution691. Still others push more for a friendly settlement, whereas yet others 

prefer to decide the case immediately. Furthermore, there is also no common practice 

when an injunction692 is granted.

All of these court practices are well-known to litigators, and courts are especially chosen 

because of that.

1. The kort geding procedure

a) Introduction

As the Dutch kort geding procedure came to possibly unintentional fame in European 

patent litigation, it needs to be described separately.

The kort geding is a procedure in its own right, a type of quasi-principal proceedings693, 

being faster694, more efficient and less expensive than normal proceedings695. It is a 

summary procedure696. However, it is also less thorough than a full procedure and there 

are more uncertainties concerning the veracity of the facts presented697.

The special feature of this procedure was that a regular principal procedure698 deciding the 

provisional situation did not necessarily follow699, such as is typically requested to qualify a 

procedure as one based on provisional or protective measures700. It was, therefore, in 

dispute whether this procedure comes under the heading of provisional relief as defined in 

Article 31 Regulation 44/2001701, i.e. Article 24 of the Lugano and Brussels Conventions.

    
305, 309-310; Brinkhof Jan, The Stay of Infringement Proceedings in the Netherlands, 1989 IIC, 288-295; 
Vandermeulen, 32; Barron, Experience II, 143-144; Rogge Rüdiger, Zur Aussetzung in 
Patentverletzungsprozessen, 1996 GRUR INT., 386-390.
691 Cf. Peberdy, 24-25; Jacob, Harmonisation, 143-145.
692 Cf. Barron, Experience II, 143.
693 Cf. Brinkhof, Zu weit?, 490 who speaks of a "hybrid" between ordinary proceedings and proceedings for 
provisional and protective measures.
694 Cf. v. Nispen, N 7-77 who speaks of "speedy trial procedure". 
695 Cf. Bertrams, 626.
696 Cf. Stauder, Aspekte, 625.
697 See Brinkhof, Kort Geding, 501.
698 Cf. Bertrams, 627.
699 Cf. Perret, Territorialité, 131.
700 Cf. Kessedjian, N 2; Meier Isaak, Zuständigkeit im Immaterialgüter- und Wettbewerbsrecht nach 
Gerichtsstandsgesetz, 2001 sic!, 377-386, 382; Vogel/Spühler, §61, N 190; Franzosi, Weltweite, 301.
701 Cf. Wadlow, N 8-37; Franzosi, Weltweite, 301.
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This question was of special importance, as a different classification would have made it 

impossible for Dutch courts to go ahead once lis alibi pendens was established at a 

different court702. It should, however, be noted that this is the only relevance of the kort 

geding to these provisions, as the Dutch courts usually derive their international (and 

territorial) jurisdiction from Articles 2, 5(3) and 6 Reg 44/LC and not from Article 31 

Regulation 44/2001, i.e. Article 24 of the Lugano Convention703.

Whereas Dutch courts affirmed that another existing procedure would not hinder the Dutch 

courts from dealing with the same matter in a kort geding procedure704, it was unclear 

whether the ECJ shared this view. In Hermès International v FHT Marketing Choice BV705

the ECJ decided that the kort geding procedure meets the definition of a provisional 

measure as provided for in Article 50 TRIPs Agreement706.

It was, however, still unclear whether it also fulfilled the requirements of a provisional 

measure as provided for in Regulation 44/2001 and the Lugano Convention. This was later 

confirmed by the ECJ in Mietz v Intership Yachting707.

In 2002, Article 260 of the Dutch Code of Civil Procedure was nevertheless amended in 

order to ensure that the procedure is fully in line with the TRIPs Agreement. The provision,

which was again revised and replaced by Article 1019i Dutch Code of Civil Procedure on 1 

May 2007, now states that the judge granting provisional measures sets a "reasonable 

time/term" for initiating proceedings on the merits within six months. In the Netherlands the 

kort geding procedure is used in less than half of all patent cases.

  
702 Cf. §3 B.III.1. The European rules.
703 Cf. Cohen, 382; Wadlow, N 1-34.
704 Cf. Brinkhof, Measures, 362; Bertrams, 628.
705 Hermès International (a partnership limited by shares) v FHT Marketing Choice BV, ECJ June 16, 1998 
(case C-53/96).
706 The kort geding procedure should also qualify as a provisional measure within the meaning of Article 
51(1) TRIPs Agreement, cf. Brinkhof Jan in panel discussion/question and answer session: Patent Issues 
Concerning Enforcement and TRIPs, International Intellectual Property Law & Policy, vol. 5, Chapter 7, 
Hansen Hugh (ed.), Fordham University School of Law, 2003, N 7-2.
707 Hans-Hermann Mietz v Intership Yachting Sneek BV, ECJ April 29, 1999 (case C-99/96).



101
Alongside the kort geding procedure there are two more proceedings open to a party in the 

case of patent infringement in the Netherlands: regular proceedings on the merits or,

alternatively, accelerated proceedings on the merits708.

b) Outline of the procedure

In a typical kort geding action, the patent holder requests the competent Hague District 

Court to prohibit the defendant from infringing the patent and, if a prohibition is issued, 

requests that the President also order the defendant to pay a sum of money as a penalty 

payment (dwangsom) for every infringement of the prohibition709. It is the parties who 

determine the scope of the dispute, as they do in normal proceedings710.

The court session is simplified, as well as informal711, and is characterised by the two 

parties appearing before the court to orally explain their written claims, submitted in 

advance. In a kort geding procedure, the judge may hear witnesses or ask for expert 

opinion. This seldom happens, however.

The court session normally lasts half a day, and the decision is rendered in writing one or 

two weeks later712. The procedure lasts about 2 to 3 months in all713.

The judgment may be appealed but, because an appeal has no suspensive effect, it 

remains enforceable714. The judge usually sets the winner a time limit of 6 months in which 

to file an action on the merits. The judge dealing with the proceedings on the merits is not 

bound by the decision of the kort geding715.

If the case is complicated716 - for example, if questions of private international law have to 

be answered and different laws have to be applied, or the case involves a great financial 

  
708 Cf. Allen/Gielen, 225.
709 See Brinkhof, Kort Geding, 500.
710 Cf. Brinkhof, Kort Geding, 500.
711 Cf. Brinkhof, Enforcement, 174.
712 See Brinkhof, Kort Geding, 500-501.
713 Cf. Brinkhof, Enforcement, 175.
714 Cf. Gauci, 362.
715 See Brinkhof, Kort Geding, 500.
716 Cf. also Stauder, Cross-Border, 502.
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interest717, or a procedure on the merits is required718 - a kort geding is basically excluded. 

However, the court could also take into consideration the fact that, in particular,

defendants located abroad are often "overtaken" by kort geding proceedings and feel 

themselves to be in a disadvantaged position in relation to the plaintiff, who could prepare 

the case in very great detail719. The plaintiff therefore has to expressly indicate why it 

would, in such cases, irrespectively like to initiate a kort geding procedure and why it does 

not require accelerated proceedings on the merits720.

Accelerated proceedings could, however, also be of interest to a party if it prefers the court 

to look into the matter fully but, at the same time, still requests a speedy trial721. 

Accelerated proceedings may therefore be a good alternative to the kort geding procedure. 

They are also very efficient and usually lead to a decision in about 10 months after the 

commencement of the proceedings722.

A party wishing to enter accelerated patent proceedings must petition the court for 

permission to do so723. If the Arrondissementrechtbank Den Haag (District Court of The 

Hague) grants the request for accelerated proceedings, it issues an order which specifies 

the exact deadlines of the necessary documents to be filed by both parties. The hearing in 

the proceedings is limited to approximately 4 hours: 2 hours for each party to present the 

case and for rebuttal724.

A decision in accelerated proceedings on the merits is generally directly enforceable, 

notwithstanding an appeal725.

  
717 Cf. Hoffmann-La Roche AG v Organion Technika B.V. and others, Gerechtshof Den Haag (Court of 
Appeals of The Hague), September 12, 1996, 1997 Mitt., 34-39, 35.
718 Cf. Brinkhof, Enforcement, 175.
719 Cf. Brinkhof, Enforcement, 175; Brinkhof, de Ranitz, 142; also cf. von Meibom Wolfgang/Pitz Johann, 
Cross-border Jurisdiction in Europe from a German Perspective, May/June 1998 Patent World, 28-31, 29.
720 Cf. Gielen Charles, Patent Procedural Matters: Extended Preliminary Relief Proceedings, 08/01 WIPR, 
10-11; but also cf. Hoffmann-La Roche AG v Organion Technika B.V. and others, Gerechtshof Den Haag 
(Court of Appeals of The Hague), September 12, 1996, 1997 Mitt., 34-39, 35.
721 Cf. Freshfields Bruckhaus Deringer, 65.
722 Cf. Oosting, 45.
723 Cf. Allen/Gielen, 226.
724 Cf. Oosting, 45.
725 Cf. Freshfields Bruckhaus Deringer, 65.
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VI. Damages

The levels of damages (still) vary in Europe726 and attract the litigators727.

Whereas US courts are often chosen at the international level because of the potentially

exorbitant damages that could be paid728, the situation is a little more moderate in Europe. 

The TRIPs Agreement and the Enforcement Directive brought and will bring some 

harmonisation but left room for national specialities729.

Article 45(1) TRIPs Agreement provides that the judicial authorities shall have the authority 

to order the infringer to pay the right holder damages adequate to compensate for the 

injury the right holder has suffered because of an infringement of that person’s IPR by an 

infringer who knowingly, or with reasonable grounds to know, engaged in infringing 

activity. This provision was copied to Article 13(1) Enforcement Directive.

The judicial authorities shall, on the basis of Article 45(2) TRIPs Agreement, also have the 

authority to order the infringer to pay the right holder expenses, which may include 

appropriate attorney’s fees. In appropriate cases, members may authorise the judicial 

authorities to order recovery of profits and/or payment of pre-established damages even 

where the infringer did not knowingly, or with reasonable grounds to know, engage in 

infringing activity. Whereas the first part was taken over - with a possible reservation on 

the ground of equity - into Article 14 of the Enforcement Directive, the second part of this 

provision was implemented into paragraph 2 of Article 13.

In France, for example, it is possible that a patent holder’s lost profits could be awarded730,

but the infringer’s profits cannot be claimed as damages731. This will have to be changed in 

the future732 as Article 13(1)(a) Enforcement Directive states that the judicial authorities 

  
726 Cf. Jacob, Harmonisation, 147; Musmann/v.d.Osten, 99; Bell, Forum Shopping, N 2.29.
727 Cf. Luginbuehl, 263; also cf. the different contributions on the national situation in: European Patent 
Litigation Handbook, Reid Brian C. (ed.), London 1999.
728 Cf. Siehr, Forum Shopping, 126-127; Geller, 129; Bell, Forum Shopping, N 2.20 to N 2.22.
729 Cf. also Liedl, 119.
730 Cf. Brüning-Petit, Enforcement, 167-170; Treichel, 267-276.
731 Cf. Le Stanc/Petit, 355.
732 Cf. Brüning-Petit, Directive, 350-351; cf. also Schmidt-Szalewski, La détermination des conséquences 
civiles de la contrefaçon selon le projet de loi de lutte contre la contrefaçon, 2007 novembre propr. industr., 
9-13, 10-11.
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shall take into account all appropriate aspects, such as the negative economic 

consequences, including lost profits, when setting the damages.

As an alternative to (a), the judicial authorities may, in appropriate cases, set the damages 

as a lump sum on the basis of elements such as the least amount of royalties or fees 

which would have been due if the infringer had requested authorisation to use the 

intellectual property right in question.

In Germany733 the infringed patent holder could choose from either damages or 

reimbursement of lost profits. The same seemed to be the case for the United Kingdom734. 

What effect the first alternative of Article 13(1) Enforcement Directive will have on this 

practice is unclear735, although it is expected that there will be no revolutionary changes736.

Included in the regulation was, furthermore, the Dutch regulation that the patent holder 

may ask for damages coupled with the profits the defendant has derived from the 

infringement if he requests compensation737.

It is interesting that in the future, when setting the damages, the courts may also take into

account elements other than economic factors, such as the moral prejudice caused to the 

right holder by the infringement - a point which was highly controversial in the European 

doctrine738. Even more interesting, however, will be to see what kind of moral prejudice 

and what extent will be taken into account by the national courts739 in patent cases, as this 

is typically a copyright-related issue.

Multiple damages with a "punishment" effect740 are unknown in all of these legal areas, 

although increasingly suggested by IP specialists741. The proposal in the draft 

  
733 Cf. Marshall, 668.
734 Cf. Cornish/Llewelyn, IP, N 2-43; Wadlow, N 5-23; Tilmann, Konstruktionsfragen, 371.
735 Cf. Kur, Enforcement Directive, 828.
736 Cf. Tilmann, Konstruktionsfragen, 368-371; 375; Huniar, 98.
737 Cf. Brinkhof, Enforcement, 186; v. Nispen, N 7-92.
738 Cf. Harte-Bavendamm, 804.
739 Cf. Brodie Alexandra, Member States Adopt Directive On Enforcement of IP Rights, 06/04 WIPR, 7; Kur, 
Enforcement Directive, 828.
740 Cf. Meier-Beck, Damages, 122.
741 Cf. Harte-Bavendamm, 803-804; Dreier Thomas, "Kompensation und Prävention", 2002, 614.
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Enforcement Directive742 to award double royalties or fees743 which would have been due 

if the infringer had requested authorisation to use the IPR in question did not therefore 

seem convincing. This proposal ended in a simple award which the judicial authorities may 

take into account in appropriate cases and as an alternative to Article 13(1)(a) 

Enforcement Directive744. EU member states are, however, free to provide a higher level of 

protection for IPRs745.

VII. Interpretation of European patent law and other substantive law

As mentioned earlier, contradictory interpretations of European patent law are particularly 

the case in regard to Article 69 EPC, that is to say as regards the extent of protection 

conferred by a patent, and especially the treatment of equivalents746, the significance of 

prior statements and the file history747. As a consequence, there is a variety of 

jurisprudences concerning the infringement of a European patent748. Depending on the 

interpretation, this also leads to jurisdiction that is more or less pro-patent749. 

Consequently, the plaintiff would rather choose a court that provides for a wide 

interpretation of the extent of protection750, whereas the potential defendant would rather 

try to generate jurisdiction in another court.

Courts are also chosen, however, according to choice of law rules and the law they must 

apply on the basis of these rules751, a point which is also held by the European 

Commission to possibly provoke a distortion of competition752. Forum shopping

consequently also leads to a situation in which many plaintiffs take control of substantive 

law753 to a certain degree. The entry into force of the EC Regulation on the law applicable 

  
742 Cf. Article 17 Damages, Proposal for a Directive of the European Parliament and of the Council of 
30.1.2003 on measures and procedures to ensure the enforcement of intellectual property rights, 
COM(2003) 46 final.
743 Cf. Kur, Enforcement Directive, 829-830.
744 Article 13(1)(b) Enforcement Directive.
745 Cf. Article 16 Enforcement Directive and Huniar, 99.
746 Cf. Hölders, Grenzüberschreitende, 91-135; cf. also with regard to a definition of equivalence n. 366.
747 Cf. Pagenberg/Köster, 9; Peberdy, 23.
748 Cf. Fawcett/Torremans, 199-200.
749 Cf. Young/Birss, 364; Markey Howard T. in: Kolle/Stauder, 3. Symposium, 513.
750 Cf. Willems, First instance, 394.
751 Cf. McGuire, Forum Shopping, 83; Fawcett/Torremans, 200; Hölder, Grenzüberschreitende, 5; also cf. 
Rome II proposal, 3 and §3 C.V. Inconsistency of choice of law rules and the problem of applying law taking 
effect abroad.
752 Cf. Rome II proposal, 7.
753 Cf. Notes, 1678; Kropholler, FS, 171; Bell, Forum Shopping, N 2.58.
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to non-contractual obligations (Rome II Regulation) and its harmonising effect will change 

this situation754.

VIII. Costs

Patent litigation costs are different from court to court in Europe. Court fees alone in patent 

cases can vary from 50 Euros to a couple of million Euros in European civil courts.

It is no secret that proceedings in the United Kingdom can be very expensive755 whereas,

for example, in Sweden they are extremely cheap756. The cost factor may therefore play 

an important role in choosing a court757, and any litigator may ask himself whether he 

would like to hold down costs or whether he would rather drive the opponent to the table 

and sue in a high-cost jurisdiction758.

Another important factor in that regard is the question of where the party can recover the 

costs and fees759. Whereas, for example, in France760 and the Netherlands761 the courts 

only award a limited amount of the actual fees charged by lawyers and patent attorneys, 

Germany762 and the United Kingdom763 are more generous764.

However, the Enforcement Directive implies that the courts will also have the authority to 

order the infringer to pay the right holder appropriate attorney’s fees. Practice in Europe 

should therefore be harmonised to a greater extent once the Enforcement Directive has 

been implemented in all EU member states. It will be interesting to see what approach the 

courts will take to the determination of fees for lawyers and patent attorneys. 

  
754 Cf. §3 C.V.1. The situation in Europe concerning choice of law rules.
755 Cf. Adams, 499. See also Assessment of the impact of the European patent litigation agreement (EPLA) 
on litigation of European patents, EPO acting as secretariat of the Working Party on Litigation, February 
2006, 10 and Annex 1, available at <www.epo.org/patents/law/legislative-initiatives/epla/assessment.html>.
756 In 2003 the fees were € 50 in first instance and no fee in second instance, cf. Workload and cost of the 
European Patent Judiciary, WPL/4/03, 9. 
757 Cf. Lubbock, 389; Dasser, 258; Kempner; Ferrari, 354; Kropholler, FS, 165; Musmann/v.d.Osten, 99; v. 
Meibom/Pitz, Cross-Border Injunctions, 477.
758 See Pitz, Aspects, 23.
759 Cf. Vandermeulen, 34-35.
760 Cf. Treichel, 275-276; Véron, Patent Infringement, 401.
761 Cf. Brinkhof, Enforcement, 186.
762 Cf. Treichel, 288-289; Marshall, 137.
763 Cf. Cooke, 49.
764 Cf. Hendrick/van Woortman/Flynn, 20-21.
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C. Possible and real problems related to cross-border forum shopping

I. Limited number of experienced courts and abuse of the situation

The designation of too many courts having territorial jurisdiction in comparison to the 

number of cases has led to a situation in many EPC contracting states where only a 

limited number of courts have acquired experience. It led to a concentration of 

proceedings before these courts, while the other courts failed to gain any experience in 

patent litigation even though they kept jurisdiction in the matter.

As a consequence, on the one hand experienced courts must be prepared to deal with a 

greater workload if efficacy is to be upheld and delays avoided.

On the other hand, as mentioned earlier, less experienced courts are chosen because of 

their lack of knowledge of patent litigation765. The effect on speed and quality has already 

been explored in that respect. It is even possible that threats of procedural action such as 

negative declaratory actions are used by potential infringers as tools in cross-border patent 

litigation. Such an approach may place his opponent’s title in doubt, make his financial 

position uncertain and impair the course of his business as much as a threatened illegal 

act766. Counter-strategies must therefore be sought by the opposing party.

Already this makes it clear that the abuse of legal rights not only causes problems for the 

defendant but is also an unnecessary burden for the courts767. However, it also seems to 

go against the basic understanding of morality and justice.

The moral concept of law and justice reflects a prevailing belief that, in so far as the law 

has unavoidable elements of chance, parties should not be able to manipulate these 

elements for their own advantage768. It should also be emphasised that what may be an 

advantage for one party is in most cases a disadvantage for the other party and may 

consequently call into question the correct balance of their positions in the proceedings.

  
765 Cf. Jacob, Harmonisation, 148; Luginbuehl, 259.
766 Cf. Bell, Negative, 681 with reference to Zamir and Woolf, The Declaratory Judgment (2nd ed. 1993), 
168.
767 Cf. Pitz, Forum blocking, 25.
768 Cf. Notes, 1687.
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II. High litigation costs

It can be problematic if the place of litigation chosen is very expensive. It is, for example, a 

well-known fact that large companies try to involve smaller enterprises in large cases to 

get rid of unwanted competition and basically force them into licensing agreements or 

even let them run into bankruptcy. As Judge Laddie held: "[it is a fact] that sometimes one 

party may want the costs to be large so as to drain or deter its opponent. In such cases, 

costs can become an instrument of war"769.

This issue was particularly apparent in the margins of so-called "patent trolls", which 

became a problem especially in the US. "Patent trolls" are patent holders (often financial 

investors who buy patents cheaply from bankrupt companies) who do not manifacture the 

patented product or supply the patented device but basically only use these rights to 

threaten companies with legal action.

In many legislations a party may also ask the court to impose on their opponent the 

requirement to post a bond for a large part of the costs which may be awarded against 

them. With this tool it is possible that large firms can prevent litigation from getting under 

way770. The revised UK Patents Act thus, for example, provides that the scope of 

proceedings be extended to infringements and declarations of non-infringement and 

groundless threats when the court is assessing the costs, where it must have regard to all 

relevant circumstances, including the financial position of the parties771. 

III. Forum non conveniens and anti-suit injunctions

1. Forum non conveniens

The forum non conveniens doctrine allows a court on its own motion to decline jurisdiction 

it might otherwise possess772 because it thinks that it is seriously inconvenient773 or 

  
769 Merck & Co Inc and Generics (UK) Ltd, 2003 EWHC 2842 (Pat), Case No. HC C02266. Patent licensing 
negotiations are also often conducted in the shadow of a looming threat of patent enforcement through legal 
procedure, cf. McCormack Brian, Threat in the shadows, The role of enforcement in licensing negotiations, 
April 2004 Patent World, 19-21.
770 Cf. Kingston William, Making Patents Useful to Small Firms, 2004 IPQ, 369-378, 371; also cf. Bell, Forum 
Shopping, N 2.03.
771 Cf. revised Section 106 UK Patents Act and Jones/Grabienski/Marriott/McCall, 204.
772 Cf. Nygh/Pocar, 88.
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inappropriate774 and that another available court775 may be more convenient or clearly 

more appropriate to deal with the case776. To decide, it has to take into account private 

and public interest factors777 such as the potential conveniences of the parties778, the 

location and availability of evidence and the state of any related proceedings in other 

jurisdictions779.

The forum non conveniens doctrine therefore allows the taking of jurisdiction to be tailored 

on a case by case basis, having regard to concerns of sovereignty, appropriateness and 

convenience in an approach focussed essentially on the achievement of justice in the 

specific case rather than an abstract justice applicable to all cases780. It can therefore 

prevent extensive forum shopping781.

This doctrine is well known in the Anglo-Saxon jurisdiction area782 but it actually has its 

origins in the Scottish civilian system783.

The ECJ, however, clearly held in Owusu v Jackson and others784 that the forum non 

conveniens doctrine is not compatible with the Brussels Convention, even in relation to 

courts in non-EU member states785. In fact the states negotiating the Brussels Conventions 

already took the view, after some discussions on the subject matter, that there should be 

no exception on the basis of the forum non conveniens doctrine.

    
773 Cf. Geimer, N 1073.
774 Cf. McClean/Morris, 117; Fawcett/Torremans, 268; Bucher/Bonomi, § 5, N 177.
775 Cf. Fawcett/Torremans, 268-269
776 Cf. Blum C., 67-74; Walter G., Zivilprozessrecht, 106; Dasser, 263.
777 Cf. Geimer, N 1073; Blum C., 75.
778 Cf. Bradley, 579-580.
779 Cf. Austin, N 17.
780 See Gardella/Radicati di Brozolo, 621.
781 Cf. Fawcett/Torremans, 267.
782 Cf. Bucher/Bonomi, § 5, N 177; for the US doctrine cf. Blumer, Jurisdiction, 358-360; for the differences 
between the UK, Australia and the USA cf. Nygh Peter, Forum Non Conveniens and Lis Alibi Pendens: the 
Australian Experience, Private law in the international arena – From national conflict rules towards 
harmonisation and unification, Liber Amicorum Kurt Siehr, Basedow Jürgen/Meier Isaak/Schnyder Anton 
K./Einhorn Talia/Girsberger Daniel (eds.), Zürich et al. 2000, 511-526.
783 Cf. Blum C., 39-46; McClean/Morris, 117; ILA, Leuven/London principles, N 21.
784 Cf. Owusu v Jackson and others, ECJ March 1, 2005 (case C-281/02); cf. also Rauscher Thomas/Fehre 
Alexander, Das Ende des forum non conveniens unter dem EuGVÜ und der Brüsseler I-VO?, 2006 ZEuP, 
459-475.
785 Cf. critical remarks of Fentiman Richard, Civil jurisdiction and third states, Owusu and after, 2006 CML 
Rev, 705-734 and Tritton, N 14-005 to N 14-006.
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The main reason for this decision was that the right to choose between several courts -

given deliberately to the plaintiff - should not be weakened by the application of the 

doctrine of forum non conveniens786. Furthermore, it is classed as a threat to the harmony 

of the system787.

However, in certain cases it could be as useful for a court - as representative of the state -

as it is for the parties to choose whether it should decide on the case. It may not be 

apparent why parties should be able to choose a court - not least for sometimes 

questionable reasons - whereas the courts are obliged always to deal with a case and 

have no choice at all788.

It is important to note, however, that forum non conveniens may lead to some legal 

uncertainty in regard to the jurisdiction order and the choice of law. It has also been 

criticised as being applied in a discriminating manner, in that US courts decline jurisdiction 

in cases involving non-US parties whereas they have accepted jurisdiction in similar cases 

if the parties originated in the US789.

The fears of possible negative competence conflicts as expressed in some expert views790

are, however, hardly a ground for damning the doctrine, since it is a common view that the 

court may only decline jurisdiction on the basis of the forum non conveniens doctrine if the 

jurisdiction of another court is basically grounded791.

The United Kingdom and Ireland accepted the civil law-based view that the forum non 

conveniens doctrine should be excluded in the Brussels and Lugano Conventions area792, 

and this should not have changed with the transfer of the Brussels Convention to 

Regulation 44/2001. However, the doctrine still applies for courts of different parts of the 

United Kingdom or Ireland793.

  
786 Cf. Schlosser, Report, N 76 and N 78; Bell, Negative, 675, 691.
787 Cf. Gardella/Radicati di Brozolo, 621.
788 Also cf. §3 E.II. Possible solution to the problems related to cross-border forum shopping and, in 
particular, §3 E.II.2. Detailed check of a court's own jurisdiction.
789 Cf. Geimer, N 1092; Walter G., Kampf.
790 Cf. Kropholler, Europäisches Zivilprozessrecht, vor Art. 2, N 20; Walter G, Fight.
791 Cf. McClean/Morris; 119-122; Fawcett/Torremans, 268; Bucher/Bonomi, § 5, N 177; Geimer, N 1073.
792 Cf. Schlosser, Report, N 78; Kaye, 81; N 109; Cohen, 380 and among others Airbus Industrie GIE v Patel, 
1998 All E.R., 257.
793 Cf. Kaye, 81; McClean/Morris, 124; Fawcett/Torremans, 186.
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2. Anti-suit injunctions

Also classed as a probable motive for forum shopping are the so-called "anti-suit 

injunctions", another instrument from the Anglo-Saxon legal community.

This injunction is an order that forbids a party to file or pursue an action in another court794

if the court takes the view that it serves "the ends of justice"795. Anti-suit injunctions were 

actually introduced and used as a weapon of the different jurisdictional branches in the 

United Kingdom for their predominance796.

In order to render such an injunction in England, the courts require that the plaintiff proves 

that there is basically a sufficient connection with an English forum and that the foreign 

proceedings are vexatious or oppressive797.

It is doubtless a very powerful remedy available for dealing with a jurisdictional dispute798.

Continental courts and doctrines have declared this approach an indirect interference with 

the foreign court’s exercise of its own jurisdiction799 and a possible threat to their 

sovereignty800. Some critics also take the view that this instrument puts legal certainty801

and predictability802 in jeopardy. Others are of the opinion that the lack of discretional 

powers by the courts in that regard and the equal treatment of each court and guarantee of 

judicial sovereignty in the area of the states in which Regulation 44/2001 or the Lugano 

Convention is applicable does not allow such injunctions803. Furthermore, it is argued that 

  
794 Cf. Hartley Trevor, Antisuit Injunctions and the Brussels Jurisdiction and Judgment Convention, 2000 
ICQL, 166-171, 168; Véron, Bruxelles, 822; ILA, Leuven/London principles, N 23; Halberstam, 238; Schmidt, 
493; also cf. Mansel, 336.
795 Cf. Smith, 805; Dutta/Heinze, 439.
796 Cf. Siehr, Forum Shopping, 136.
797 Cf. Ho, 704-706; Tritton, N 14-104; another ground for a court intervention could be that the defendant is 
acting unconscionably, that is to say that the applicant has an equitable right not to be sued in the foreign 
court which is somehow overlapping with "vexatious and oppressive" foreign proceedings, cf. Ambrose, 404.
798 Cf. Ambrose, 401.
799 Cf. ILA, Leuven/London principles, N 23; Mansel, 336-337; Mäder, 140.
800 Cf. Mansel, 336 with reference to the decision of the "Oberlandesgericht" of Düsseldorf of January 10, 
1996, EuZW 1996, 351-352; cf. also Ho, 701-702; Ambrose, 408, Wadlow, N 8-70.
801 Cf. Schroeder Hans-Patrick, Anti-suit injunctions unvereinbar mit dem EuGVÜ, 2004 EuZW, 468-471, 
471; Krause Jan, Turner/Grovit - Der EuGH erklärt Prozessführungsverbote für unvereinbar mit dem 
EuGVÜ, 2004 RIW, 533-541, 535; Thiele Christian, Antisuit injunctions und europäische Gemeinschaft, 2002 
IPRax, 383-386, 386.
802 Cf. Dutta/Heinze, 458.
803 Cf. Mansel, 337; Kropholler, Europäisches Zivilprozessrecht, Art. 27, N 20; Wadlow, N 8-69.



112
such an order infringes Article 6 ECHR and the right of access to a court804. All this would 

lead to these injunctions not being enforceable in the area in which Regulation 44/2001 or 

the Lugano Convention is applicable805.

A counterargument mentioned is that anti-suit injunctions enjoin the litigant in personam806

- not the court, as the term indicates - and that it is not a case of dictating to a foreign 

court807, leading to an infringement of international law and another state's sovereignty808.

Some sympathy can indeed be found for these kinds of injunctions. It is, for example, a 

fact that the enforcement court in a state - in which Regulation 44/2001 or the Lugano 

Convention is applicable - would also have to accept that a court - in which the same 

instruments are applicable - regards itself as properly seised, although the defendant could 

be of a differing opinion. This follows from Article 35(2) Regulation 44/2001, i.e. Article 

28(4) Lugano Convention, which provides that the court or authority "shall be bound by the 

findings of facts on which the court of origin based its jurisdiction".

The enforcement court would basically have to recognize the judgment even if it held a 

different opinion of the jurisdiction taken by the court rendering the judgment809. Basically 

the only possibility of interfering would be if recognition was against public policy810, as 

was in fact also argued with regard to the order of anti-suit injunctions811. This hurdle is 

very high, however. 

Consequently, the only difference from an anti-suit injunction in that case is that it is not 

directly spoken out by the court rendering the judgment to be recognised. The "indirect"

  
804 Cf. Briggs, n. 17.
805 Cf. Tritton, N 14-104; Karet, Suit; Mäder, 140.
806 Cf. Ho, 701; Wadlow, N 8-50.
807 Cf. McClean/Morris, 128 with reference inter alia to Love v Baker (1665); Karet, Suit, 80; Wadlow, N 8-74; 
Gardella/Radicati di Brozolo, 624; cf. also the assault of Judge Hobhouse in Turner v Grovit and others, 
2002 All. E.R., 960 where he is suggesting that the order was directed at the court rather than at the 
respondent, cf. in that regard also Briggs, 438; Ho, 702; Ambrose, 407.
808 Cf. Smith, 805.
809 Cf. Overseas Union Insurance Ltd. and others v New Hampshire Insurance company, ECJ June 27, 1991 
(case C-351/89).
810 Cf. §3 C.VI.2. Policy-making by applying law taking effect abroad and the problem of recognition.
811 Cf. Mäder, 141; Mansel, 337.
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interference of anti-suit injunctions with the foreign proceedings becomes direct 

interference by way of interpreting a jurisdiction provision812.

The ECJ made clear in Turner v Grovit and others813 that the Brussels Convention is to be 

interpreted as precluding the grant of anti-suit injunctions even where the defendant is 

acting in bad faith with a view to frustrating the existing proceedings814. It concluded that 

the Brussels Convention would be necessarily based on the trust which contracting states 

accord to one another’s legal systems and judicial institutions. A prohibition imposed by a 

court, backed by a penalty, restraining a party from commencing or continuing 

proceedings before a foreign court would undermine the latter court’s jurisdiction to 

determine the dispute and would therefore have to be seen as constituting interference 

with the jurisdiction of the foreign court which, as such, would be incompatible with the 

system of the Convention815.

Hartley rightly wondered whether this strict interpretation would still follow the primary 

purpose of transnational litigation to do justice between the parties or to rather ensure 

good relations between nations and constitutive elements of a federation816.

In any case, anti-suit injunctions should no longer be a reason for forum shopping in 

Europe with regard to litigation concerning European patents.

Before the ECJ's judgment, anti-suit injunctions were already unsuccessfully tried in, for 

example, Germany817, France818 or the Netherlands819. It is interesting that they were also 

requested in the United Kingdom by English companies "threatened" with a kort geding

procedure in the Netherlands. However, in this case they were unsuccessful even in the 

  
812 Cf. in that regard also Wadlow, N 8-74 to N 8-76.
813 Turner v Grovit and others, ECJ April 27, 2004 (case C-159/02).
814 It was expected that the ECJ could accept anti-suit injunctions within the narrow ground that it is 
legitimate for a court to restrain the pursuit of foreign proceedings where this amounts to an abuse of its own 
process, cf. Ambrose, 416-418. It, however, declared that any kind of anti-suit injunction is an interference 
with a foreign court’s jurisdiction, which is contrary to the convention’s inherent principle of mutual trust.
815 Cf. also Ambrose, 409.
816 Cf. Hartley, Abuse, 81.
817 Cf. Grabinski, Bedeutung, 211.
818 Cf. Véron, Bruxelles, 823.
819 Cf. Willems, Report, 877.
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United Kingdom, though common law courts generally reacted by granting such 

injunctions to prevent perceived forum shopping820.

IV. Inefficiency

Critics of forum shopping also claim that it is inefficient because it tends to result in 

litigation far from the "natural" forum821, that is to say away from the domicile of the 

defendant, and that resources are expended on patent litigation, instead of meaningful 

inventive activity to design around the patent822. It creates unnecessary expenses as 

litigants pursue the most favourable, rather than the simplest or closest, forum.

In regard to European patent litigation this seems only partly to be true, but it is a fact that 

most cases are dealt with before German courts and in many cases the jurisdiction is 

either based on the place of tort or the place of branch or agency.

There is no denying the fact that a certain amount of inefficiency is evident if both parties 

have to travel a long way and prepare a case before a foreign court. However, this can be 

outweighed by courts that provide for an active case management and that are faster and

cheaper and hand down better judgments. 

In addition, it seems clear that bringing the same or related actions in several jurisdictions 

simultaneously may lead to wasted time, money and judicial resources in at least one of

the competing fora823.

V. Inconsistency of choice of law rules and the problem of applying law taking effect 
abroad

1. The situation in Europe concerning choice of law rules

As mentioned earlier, an important reason for executing forum shopping is the applicable 

law in a case, as it may determine the result of the proceedings824.

  
820 Cf. Ho, 698-699; ILA, Leuven/London principles, N 23.
821 Cf. Notes, 1691; Ferrari, 374.
822 Cf. Haas P., 198.
823 Cf. Lupoi, 149-150.



115

If the claim is brought before a court in the state where the patent infringement is 

committed, it is normally the law of the state within whose territory the protection is claimed 

that is applicable825.

More unclear is the situation where a court has to decide upon a foreign right - for example 

a foreign patent right or a foreign part of a European patent826 - as the existing 

international conventions leave that question open827. Currently, there are no exclusive 

choice of law rules in place for infringement proceedings828.

This will change, however, at the beginning of 2009 when the courts of the EU member 

states will have to apply the EC Regulation on the law applicable to non-contractual 

obligations (Rome II Regulation)829. Until that time it will thus be the national legislature or 

the court which decides the most appropriate applicable law830.

In patent infringement cases, it is typically either the law for whose territory the right has 

been granted that is applicable (lex loci protectionis) or the law where the tort occurred (lex 

loci delicti)831, or even the law of the court having jurisdiction (lex fori).

Some EPC contracting states provide for the option of choosing the law most favourable to 

the defendant832. However, it could also be that the lex fori is applied to the issue of 

damages833, whereas the lex loci delicti is applied to the issue of whether or not an 

injunction should be granted834.

    
824 Cf. Walter G., Kampf; O’Sullivan, 660; Vivant, 28; Brinkhof, Zu weit?, 494; Bertrams, 634.
825 Cf. Ulmer, N 16.
826 Also cf. §3 C.VI. Undermining the authority of a state.
827 Art. 64(3) EPC, for example, only stipulates that any infringement of a European patent shall be dealt with 
by national law.
828 Cf. Pertegás-Sender, Enforcement, N 5.87; O’Sullivan, 660.
829 Art. 32 Rome II Regulation. 
830 Cf. Arnold, Cross-Border, 399; Tilmann, Gemeinschaftszivilrecht, 804; but cf. already Ulmer, N 16.
831 Cf. Ulmer, N 18; Troller, IGR I, 135; Vischer, Patent, 364; v. Meibom/Pitz, Cross-Border Injunctions, 472; 
Lipstein, 298; Hamburg Group, 21; Bär, 126; Pertegás-Sender, Enforcement, N 5.21 to N 5.24.
832 Cf. also Rome II proposal, 11.
833 Cf. Remien, European, 65.
834 Cf. O’Sullivan, 660.



116
Sometimes courts even apply their own law because the foreign law consists of 

regulations that do not exist in the state where the court is located835. Others decline 

jurisdiction on the basis of the forum non conveniens doctrine, since they think that only a 

court in the country whose law is the governing law can be the appropriate place to litigate 

on grounds of practicality - and possibly justice836. As mentioned earlier, this should no 

longer be possible in the EU after the ECJ's decision in Owusu v Jackson and others837.

The decisions of the different courts on the applicable law are therefore more or less 

predictable, but again may vary from court to court or state to state. The entry into force of 

the Rome II Regulation will consequently provide for greater legal certainty.

In regard to the applicable substantive law concerning the infringement of a patent, the 

majority of European states opted – on the basis of the principle of territoriality - for a lex 

loci protectionis approach838.

This is also the approach the European Union chose in the Rome II Regulation, and it is 

also not least generally shared by experts839: Article 8(1) Rome II Regulation provides that 

the law applicable to a non-contractual obligation arising from an infringement of an 

intellectual property right shall be the law of the country for which protection is claimed.

The lex loci protectionis will consequently extend to all non-contractual obligations arising 

from an infringement of an intellectual property right, although it is unclear whether the 

national treatment clause of the WIPO Conventions and of the TRIPs Agreement rule in 

favour of the law of the country for which protection is claimed840.

  
835 The Düsseldorf District Court applied German law in assessing damages on the basis that the application 
of English law would involve discovery proceedings not available in Germany (cf. Landgericht Düsseldorf, 
January 16, 1996, docket 405/95; O’Sullivan, 664); also cf. Mousseron/Raynard/Véron, 905-906.
836 Cf. Fentiman, Foreign law, 275.
837 Cf. §3 C.III.1. Forum non conveniens.
838 Cf. Pertegás-Sender, Enforcement, N 5.91; N 5.109.
839 Cf. MPI Proposal, 322; ALI, IP jurisdiction project, § 301(1)(a); Drexl, 156-158; cf. also Fentiman, Choice 
of law, 148 ; Leible Stefan/Lehmann Matthias, Die neue EG-Verordnung über das auf ausservertragliche 
Schuldverhältnisse anzuwendende Recht ("Rom II"), 2007 RIW, 721-725, 731 and Wagner Gerhard, Die 
neue Rom II-Verordnung, 2008 IPRax, 1-17, 9-10.
840 Cf. Drexl, 156.
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It will also not be possible to derogate from the applicable law by a party agreement

(Article 8(1) Rome II Regulation). The parties will consequently not be able to choose a 

different law with regard to the determination of damages.

The explanatory rules to the proposal for the Rome II Regulation hold that such a greater 

freedom of will would not be appropriate with regard to intellectual property841. However, it 

could have been useful to provide the parties with such a right to choose.

Swiss private international law, for example, provides that the parties could always agree,

after the infringement of the IPR occurred, that the lex fori applies with regard to the 

determination of damages842.

It is difficult to understand why such freedom of choice with regard to patent infringements 

would be less appropriate than in any other tort. In addition to this, the principle of 

territoriality is secondary due to the fact that patents are, to a great extent, based on 

uniform law.

From a legal perspective, it seems to be a common view that the question of the 

applicable law with a view to claims on the infringement of a patent has to be separated 

from the same question with regard to the claims that follow from this infringement.

The majority of experts and courts agree that the decision as to the applicable law is 

based on the causa and not on the relationship to the state that granted the patent843. A 

court having jurisdiction could consequently also apply and rule on a foreign part of a 

European patent or foreign (patent) law844, and on damages based on a different 

applicable law.

The importance of this issue will decline, however, as the rules on damages have in the 

meantime been harmonised to a certain extent by the Enforcement Directive845.

  
841 Cf. Rome II proposal, 22.
842 Art. 110(2) Swiss private international law act.
843 Cf. Troller, IGR I, 138; Ulmer, N 18.
844 Cf. however, Lipstein.
845 Cf. §3 B.VI. Damages.



118
The second paragraph of Article 8 Rome II Regulation makes it clear that in the case of an 

infringement of a future Community patent, the law applicable would be, for any question 

that is not governed by the Community Patent Regulation, the law of the country in which 

the act of infringement was committed. Cases where national law would be applicable 

should, however, be very limited.

2. Applying law taking effect in another state

The consequence of the lex loci protectionis approach is that courts apply patent law and 

case law846 which take effect in a state where the potentially infringed patent takes effect. 

In any case, it is not an easy task to understand and apply foreign substantive law and 

practice847, depending upon economic and social policies.

Usually848, foreign law is regarded as fact849, and it is up to the party declaring it to prove 

this law850 and to explain it to the court851, including the reproduction of the typical legal 

reasoning employed in the country of the law in question852. In the end, however, it will be 

up to the court to finally ascertain and apply it853 or apply its own law if it cannot explore 

the foreign law854.

There is a certain risk that this will be done in an incorrect and inappropriate way. 

Consequently, it seems surprising that in many European states, such as France, 

Germany, the Netherlands855 or Switzerland856, it is not possible - or only possible to a 

limited extent - to appeal the case if the decision is based on foreign law. It was 

suggested, therefore, that a new kind of preliminary reference procedure be implemented

  
846 Cf. Hölder, Grenzüberschreitende, 90-91.
847 Cf. Vischer, IPR, 672; cf. however, Pertegás-Sender, Enforcement, N 2.31 to N 2.32.
848 Cf. An important exception is Germany, where even foreign law seems to be treated as a question of law 
and not of fact (cf. Adolphsen, Europäisches, N 255; Trautmann, 284-286; Hartley, Pleading, 273). However, 
the distinction seems to be of only limited practical importance (Hartley, Pleading, 272).
849 Very instructive Hartley, Pleading; cf. also Bell, Forum Shopping, N 2.46 to N 2.47.
850 Cf. O’Sullivan, 662; O’Brien John, The Proof of Foreign Law, Conflict of Laws, 2nd edition, London et al. 
1999, 146-149; Vischer, IPR, 672; Trautmann, 300.
851 Cf. Chisum, 614; also cf. Jandoli, 792.
852 Cf. Fentiman, Foreign law, 279.
853 Cf. König, Probleme, 299; Fauvarque-Cosson, 129, 130; Heldrich, 244; Fentiman, Foreign law, 277; 
Adolphsen, Europäisches, N 256; N 261.
854 Cf. Fauvarque-Cosson, 129; König; Problems, 300.
855 Cf. Flessner Axel, Diskriminierung von grenzübergreifenden Rechtsverhältnissen im europäischen 
Zivilprozess, 2006 ZEuP, 737-741, 738.
856 Article 96 Federal Supreme Court Act (Bundesgerichtsgesetz).
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where the court seised with the case asks an equivalent court of the state whose law 

governs the case for the content of the law857.

With regard to the application of foreign substantive patent law where a patent 

infringement is concerned, two cases should be distinguished:

- First, there is the possibility of an infringement of one or several national patents based 

on law which does not correspond with the EPC, for example a Chinese, Japanese or US 

patent.

Due to the lex loci protectionis approach it could be the case that a court has to decide on 

the scope of all the claims in each patent the patent owner alleges is being infringed, in 

order to decide the issue of infringement858. The court will consequently have to take into 

account all of the different principles of interpretation, as well as the particularities of 

procedural and evidence law in each of the countries within the protected territory859 in 

order to decide the scope of sometimes more than 250 claims. This is even more difficult 

as, in each case, the scope of the claims will have to be construed in the light of the 

technical content of the relevant patent specifications, taking into account the description 

and any drawings860, all of which may be different and which would often depend on 

obtaining expert opinions861 in a variety of languages.

The task is not much easier if the lex fori has to be applied as procedural law and, for 

example, common law tradition collides with continental civil law culture862, or vice versa. 

Whereas the common law approach is more practice-driven, the civilian approach is rather 

theory-driven863.

  
857 Cf. Remien, European, 78-79.
858 See Laddie Hugh, The Interaction between The Hague Convention and patent rights, International
Intellectual Property Law & Policy, Vol. 7, Chapter 93, Hansen Hugh (ed.), Fordham University School of 
Law, 2002, N 9.
859 Cf. Hoffmann-La Roche AG v Organion Technika B.V. and others, Gerechtshof Den Haag (Court of 
Appeals of The Hague), September 12, 1996, 1997 Mitt. 34.
860 Cf. Stauder, Verletzungsverbote, 320.
861 Cf. also Heldrich, 247-252.
862 Cf. Klink, 494; cf. also Kerameus, 183-184, with regard to the different treatment of facts in civil and 
common law proceedings. 
863 Cf. Hartley, Conflict of laws, 814.
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Nevertheless, there are many courts that have been applying foreign law on grounds of lex 

loci protectionis routinely in cross-border infringement cases864, a situation which was 

simply inconceivable not so long ago as it seemed out of the question that judges would 

apply foreign patent law properly865, fairly and effectively866.

- Second, there is the case of a European patent which has to be judged by a court.

The above-mentioned process of applying "foreign" patent law is the same where several 

parts of a European patent are involved. The only difference is that, to a great extent,

uniform law will be applied. It will consequently be sufficient to determine the scope of one 

part of the European patent if the claims have not been changed in the meantime. The 

court will therefore basically do the same job as if it only had to decide about the part of 

the European patent taking effect in the state where it is located.

Nevetheless, it will remain a challenging task, as the judge will have to take into account

all the relevant national practices relative to the matter at issue with regard to the different 

parts to be examined, in order to establish a European-spirited interpretation 867. However,

it should become easier, the more a common interpretation is developed by the different 

authorities applying European patent law. What should be clear is that it would not be 

correct if the court simply applied national case law and practice with regard to European 

patent law to all parts of the European patent868.

Everything that would go beyond the interpretation of European patent law based on the 

lex loci protectionis, such as possibly the law on damages, would, however, again make it 

necessary for different national law - applicable in the relevant parts of the European 

patent - to be construed and applied.

The fact that courts have applied foreign law or even uniform European patent law by 

deciding about foreign patents or parts of a European patent is partly criticised, as it may 

  
864 Cf. Wadlow, N 1-21. Cf. also Pertegás-Sender, Enforcement, N 2.30.
865 Cf. Blum/Pedrazzini, Art. 75, N 6.
866 Cf. also Fentiman, Foreign law, 276.
867 Cf. Hölder, Grenzüberschreitende, 138.
868 Cf. Stauder, Verletzungsverbote, 320; Grabinski, Determination, 874.
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undermine the authority of a state that was actually granting the right in question869, or that 

was transferring this competence to an international organisation, such as the European 

Patent Organisation.

VI. Undermining the authority of a state

The problem of the applicable law is directly connected to the question of the territoriality 

of patent law870 and, as mentioned above, indirectly to the question of interference in state 

authority871. On the basis of a strict territorial view of IPRs grounded on the system of 

privileges872 - exclusive rights, and especially patent rights, court-ordered injunctions with 

effect abroad were classed as interference in national sovereignty873, legal tradition874 and 

international law875.

Aside from these rather political reasons876 the opinion, from a substantive point of view,

meanwhile prevailing in Europe877 seems to be that the principle of territoriality878 only 

affects the question of the limits of substantive patent law and not the question of the place 

  
869 Cf. also the doctrine of "Act of state" which precludes courts from sitting in judgment on the acts of 
government of another (cf. Duke of Brunswick v King of Hanover (1848) 2 H.L. Cas., 1).
870 Cf. Art 4bis Paris Convention; in regard to the territoriality of patent law in general cf. Troller, IGR I, 134-
139; Stauder Dieter, Patentverletzung im grenzüberschreitenden Wirtschaftsverkehr, Max-Planck-Institut für 
ausländisches und internationales Patent-, Urheber- und Wettbewerbsrecht, Schriftenreihe zum 
gewerblichen Rechtsschutz, Band 32, Köln et al. 1975, 6-44; Perret, Territorialité, 125-126; Hamburg Group, 
21-23; Geller; Bradley; Chisum; D’Amato/Long, 373-374.
871 Cf. Austin, N 30-35; Vischer, Patent, 367; Berman, 317; Fentiman, Choice of law, 142.
872 The privileges were classed as an act of state based on public law, which could not be applied by a 
foreign judge, cf. Troller, IGR I, 16-24; Bär, 137; from today’s perspective IPRs are rights to stop others from 
engaging in certain acts (cf. Cornish/Llewelyn, IP, N 1-04). They are based on legislation and basically do 
not differ from the other absolute private laws (cf. Vischer, IPR, 672); cf., however, Lipstein.
873 Cf. Stauder, Cross-Border, 497-498; Bertrams, 623; Neuhaus, 259; Baeumer, 807; Stauder/Kur, 152.
874 Cf. Ebbink, Pan-European, 25.
875 Cf. Brinkhof, Measures, 361.
876 Cf. Vischer, Patent, 367; Cornish/Llewelyn, IP, N 1-30; Baeumer, 807.
877 For the US cf. the highly illustrative case VODA v Cordis Corp., (Fed. Cir., No. 05-1238) and the 
dissenting opinion of Judge Newman where it was decided that a district court cannot exercise jurisdiction 
over foreign patent claims. The decision was not least based on the principle that the US should avoid an 
unreasonable interference with the sovereign authority of other nations and that jurisdiction over foreign 
patents could disrupt foreign procedures.
878 The "principle of territoriality" states that there is protection in the state for which the protection has been 
granted. A "foreign" patent is therefore not recognised and does not have the same protection effects as a 
"domestic" patent.
The definition that a patent may only be effective in or for the state where the patent was granted is inexact, 
since the right to prevent somebody from using a patented invention in the state where the patent is effective 
also binds people living outside that state (cf. Blum Rudolf E./Pedrazzini Mario M., Das schweizerische 
Patentrecht, Band I, 2. Auflage, Bern 1975, Art. I, N 54; Troller, IGR I, 134-139).
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where the claims, or the infringement, may be decided879. A possible interference in 

national sovereignty 880 therefore mainly depends on the jurisdiction of the foreign court, 

the applicable law and the recognition of the judgment based on that jurisdiction and law.

Whereas the choice of law rules still differ in Europe, as mentioned above, the state -

possibly the place of the court - with the authority to judge a case in Europe is, to a great 

extent, exclusively determined by Regulation 44/2001 and the Lugano Convention881. The 

court having jurisdiction based on Article 2 Reg 44/LC, that is to say at the domicile of the 

defendant, is typically dealing with an infringement concerning several patents or a 

European patent taking effect in several states and hence often applying different laws and 

legal views882 - so-called "cross-border litigation"883.

The courts in the United Kingdom stayed outside these developments and have 

consistently refused to decide on infringements of IPRs occurring abroad884, not least for

the above-mentioned political reasons885 and possibly also with the expectation that 

foreign courts would refrain from interfering with their own policy886.

However, whereas German and French courts were open to this movement887, the Dutch 

courts followed a very liberal approach888.

  
879 Cf. Vischer, IPR, 672; Neuhaus, 261; Stauder, Cross-Border, 498; Mousseron/Raynard/Véron, 888-890; 
cf. however, Lipstein.
880 Cf. D’Amato/Long, 376.
881 Cf. Perret, Territorialité, 125.
882 Cf. Jansen/Michaels extensively concerning the interpretation of foreign law; also cf. König, Probleme, 
300.
883 Cf. Bukow, 59.
884 Cf. Cornish, 287-289 and e.g. Molnlycke AB v Proctor & Gamble, 1992 WLR 1112, 1117-1118; it follows 
logically that English courts also remained reluctant to render anti-suit injunctions in cases where the 
necessary connection with England had not been established, cf. Ho, 704, 720. Nevertheless, it is in dispute 
whether the British courts are more open vis-à-vis cross-border jurisdiction over an infringement in respect of 
an unregistered IP right, cf. Arnolds, Cross-Border, 415; Joseph Paul, The rise and fall of cross-border 
jurisdiction and remedies in IP disputes, 2006 JIPL, 850-857, 852.
885 Cf. also Véron, Bruxelles, 818; but also Laddie, de Ranitz, 530 and Fentiman, Foreign law, 286.
886 Judges in the UK were critical of the idea that a Dutch court should grant an injunction in relation to the 
UK, cf. Fawcett/Torremans, 221, 227.
887 Cf. Guidicelli, 66-76; v.Meibom/Pitz, Limitations, 593; Ebbink, Pan-European, 25; v. Rospatt P.; Grabinski, 
Determination, 855-856; Perret, Territorialité, 129-130; Véron, Bruxelles, 829.
888 Cf. v.Meibom/Pitz, Limitations, 593.
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1. Cross-border injunctions

In the Netherlands in the late 1980s, everything slowly started off with a trade mark 

case889. The Dutch Supreme Court upheld the interlocutory decision to apply an injunction 

to all Benelux territories in the case of infringement of a Benelux trademark in all three 

states890.

After that judgment, cross-border injunctions were also handed down more and more in 

patent cases891. The exercise of jurisdiction over actions concerning foreign patents892 -

that is to say especially on foreign parts of a European patent893 - was thenceforth put into 

practice. Dutch courts imposed extraterritorial injunctions based on Articles 2, 5(3), 6(1) 

and 24 Brussels and Lugano Conventions.

The reason for that lay in the fact that patent disputes were increasingly considered in a 

global market894 and context895 because of the rapid expansion of international trade 

supported by respective agreements896. Consequently, there was an increase in the 

demand for concentrated jurisdiction in cases of international patent infringement. 

However, the Dutch courts also wanted to avoid controversial decisions regarding the 

infringement of a European patent in different states897, thus providing a more effective 

patent protection in Europe898.

They were correctly of the opinion that it was much more efficient and less costly899 to 

have one judge exercise jurisdiction in regard to the infringement of a European patent 

granted not only for the Netherlands but also for other European and non-European 

countries.

  
889 Cf. Bertrams, 619; Grabinski, Bedeutung, 199; Franzosi/De Sanctis, 80; König, Probleme, 306.
890 Interlas v Lincoln, Hoge Raad (Supreme Court), November 24, 1989, 1992 NJ, 404; also cf. de Wit, 228.
891 Cf. Bertrams, 620-623; de Wit, 229; Franzosi/De Sanctis, 78; Brinkhof, de Ranitz, 142; v. Engelen, 24.
892 See Lundstedt, 127.
893 Cf. O’Sullivan, 654.
894 Cf. Kur Annette, A New Framework for Intellectual Property Rights – Horizontal Issues, 2004 IIC, 1-12, 7.
895 Cf. Peberdy, 22; Bertrams, 632.
896 Cf. Franzosi/De Sanctis, 69-70; 73-74; Boval, Remarques, 157; Mousseron/Raynard/Véron, 884.
897 Cf. Brinkhof, Measures, 360; Ebbink, Pan-European, 24.
898 Cf. Ebbink, Fire-Side, 257.
899 Cf. Brinkhof, Zu weit?, 496; de Wit, 225; Mäder, 128.
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This approach severely diminished the principle of territoriality900, although it is also a 

logical consequence due to the fact that European patent law has to be construed 

uniformly. Before that change in practice, cross-border injunctions were not of that great 

importance901, although it became clear that the entry into force of the Brussels and 

Lugano Conventions changed the way European patents are litigated902.

The Dutch practical offensive did not, however, proceed without criticism903, not least 

because it again provoked forum shopping904 as other courts in other states remained

hesitant.

a) Cross-border injunctions based on Article 5(3) Reg 44/LC

Dutch courts partly rendered cross-border judgments (also in kort geding) based on their 

jurisdiction within Article 5(3) Brussels and Lugano Conventions905; that is to say 

judgments on foreign patents and foreign parts of a European patent based on the 

jurisdiction of the locus delicti906.

This was criticized as being contradictory to the ECJ’s view on a restrictive application of 

any special jurisdiction forum907. It was argued that the basic principle of forum rei also 

required the judge deciding on any other jurisdictional grounds to use his powers with the 

appropriate restrictiveness. Therefore, the judge of the forum delicti is only permitted to 

issue a decision simply with respect to actions that have taken place within his state 

territory908. This argument was supported by the corresponding regulation of Article 17(2) 

CP Protocol on Litigation.

  
900 Cf. Franzosi/De Sanctis, 69; Jandoli, 783.
901 Cf. Brinkhof, Measures, 360; Grabinski, Bedeutung, 199.
902 Cf. Lundstedt, 124; with great farsightedness already in 1976 Stauder, Anwendung.
903 Cf. Gauci, 361; Ebbink, Pan-European, 24.
904 Cf. Brinkhof, Zu weit?, 496; Bertrams, 634; Hoyng Willem in: Michalland, 10; Ebbink, Pan-European, 27; 
v. Engelen, 24; Mousseron/Raynard/Véron, n. 54; Brinkhof, de Ranitz, 143; Tilmann/v. Falck, 584; Ryberg, 
912.
905 Cf. Evans Medical Limited v Chiron Corporation et al. (reported by v.Nispen, Litigation, N 7-26).
906 Cf. de Wit, 226.
907 Athanasios Kalfelis v Bankhaus Schröder, Münchmeyer, Hengst & Co., ECJ September 29, 1988 (case 
189/87).
908 Cf. Bertrams, 625; cf. also O’Sullivan, 656.
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This view may in fact lead to a situation where the alleged infringer possibly has to defend 

himself under a multitude of legal systems, including a high risk of unpredictable 

outcomes909.

Nevertheless, it seems that the ECJ indirectly followed this view910 and rendered its 

famous decision Shevill and others v Presse Alliance911, in which it basically made clear 

that courts having jurisdiction based on Article 5(3) Brussels and Lugano Conventions 

solely have jurisdiction to rule in respect of the damage caused in the state of the court 

seised.

The doctrine almost unanimously took the view that this decision of the ECJ was 

applicable to all prohibitory injunctions, and not only to the question of damages912. This 

has been codified when transferring the Brussels Convention to Regulation 44/2001913.

The Court of Appeals of The Hague also argued that the application of Article 5(3) 

Brussels and Lugano Conventions is only justified in the case of a close connection 

between the place where the damaging act has occurred and the court of that place. A 

requested declaration of non–infringement of a European patent, not only with regard to 

the Dutch part but also with regard to the other countries designated in the European 

patent, could therefore not be granted on the basis of Article 5(3) Reg 44/LC914. Cross-

border injunctions would thus be excluded915.

The basic rationale behind this ruling is to avoid forum shopping and the basic respect of 

the forum rei 916. The principle of territoriality with regard to IPRs, therefore, seems to be 

no reason for this ruling917. Consequently, the jurisdiction of the court at the place of tort 

  
909 Cf. also Hess/Pfeiffer/Schlosser, N 214.
910 Cf. Brinkhof, Zu weit?, 491.
911 Shevill and others v Presse Alliance, ECJ March 7, 1995 (Rec. 1995, PI-415; case C-68/93).
912 Cf. Schlosser, EU-Zivilprozessrecht, Art. 5 EuGVVO, N 16; Lundstedt, 145-148; Brinkhof, Zu weit?, 491;
Stauder, Verletzungsverbote, 321; v. Engelen, 26; Véron, Bruxelles, 820; Kühnen Tomas in: Schulte, §139, 
N 184; Pertegás-Sender, Enforcement, N 3.79 to N 3.81; Mäder, 122.
913 Art. 5(3) Regulation 44/2001 provides that a person domiciled in an EU member state may, in another EU 
member state, be sued in matters relating to tort, delict or quasi-delict, in the courts for the place where the 
harmful event occurred or may occur. See also Walter G., Zivilprozessrecht, 203.
914 Cf. v.Nispen, Litigation, N 7-26.
915 Cf. also Tilmann/v. Falck, 582 with reference to Evans v Chiron; Cf. Brinkhof, Zu weit?, 496; Stieger, 
Unklares, 68; Blumer, Patentverletzung, N 17.26.
916 Cf. §3 D. Forum shopping and the ECJ.
917 Cf. however, Mäder, 118.
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may not extend beyond the borders of the country and cover all infringements in cases of 

cross-border patent infringement based on a single act918. This certainly only applies if the 

place of tort is not also the place of domicile of the defendant. The court would 

consequently not have to apply foreign patent law.

This view is underlined by the decision Marinari v Lloyds Bank and Another919, in which the 

ECJ held that the choice available to the plaintiff cannot be extended beyond the particular 

circumstances which justify it, since otherwise the general principle laid down in the first 

paragraph of Article 2 Brussels Convention920 would be negated, with the result that - in 

cases other than those expressly provided for - jurisdiction would be attributed to the 

courts of the plaintiff's domicile921.

b) Cross-border injunctions based on Articles 6(1) and 2 Reg 44/LC

Article 6(1) Reg 44/LC deals with the jurisdiction in case of a joinder of multiple defendants 

and Article 2 Reg 44/LC deals with the jurisdiction at the place of the defendant922. The 

Brussels Conventions included the identical provisions.

aa) Development and current situation with regard to Article 6(1) Reg 44/LC

The crucial and highly controversial question surrounding Article 6(1) was whether it 

provides for jurisdiction in a court of one potential infringer of a European patent if other

infringers of the same patent - but different parts - are located in different places923.

On the basis of the argument that harmonised substantive law is applicable in parallel 

rights924, Dutch courts regularly affirmed this if the necessary connecting factor existed 
  

918 Along the same lines, Swiss Federal Supreme Court, Decision of October 23, 2006 (BGE 132 III 778); cf. 
also Grabinski, Bedeutung, 204-205; Schennen Detlef/Stauder Dieter in: Singer/Stauder, 3rd edition, Art. 64 
N 30; Véron, Bruxelles, 826.
919 Marinari v Lloyds Bank, ECJ September 19, 1995 (case C-364/93).
920 Art. 2(1) Brussels Convention: "Subject to the provisions of this Convention, persons domiciled in a 
Contracting State shall, whatever their nationality, be sued in the courts of that State".
921 Cf. also Stauder, Anwendung, 474.
922 Cf. §3 A.I. Relevant provisions in regard to cross-border forum shopping.
923 The majority of legal views were of the opinion that it is not necessary for all of the defendants to be 
domiciled in a state in which Regulation 44/2001 or the Lugano Convention is applicable in order for this 
provision to apply (cf. Hölder, Grenzüberschreitende, 52.)
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between the different claims of the plaintiff against the different infringers in the case of the 

same infringement acts by the different defendants925.

This view was criticised not only in the Netherlands itself by Dutch multinational 

companies926 and by Brinkhof, at that time Judge at the Court of Appeals of The Hague, 

but also by others.

- First, it was wondered whether this affirmation is in line with the bundle approach of the 

European patent, giving each part of the patent its own legal destiny on which each of the 

EPC contracting states would ultimately make a decision based on its own authority, and 

therefore giving no right to a foreign court to impose its doctrines and views927. The aim of 

Article 6(1) Brussels Convention was to avoid irreconcilable decisions, but the bundle 

approach and the independent existence of the differing parts of the European patent 

would not call for such decisions928.

Furthermore, it was argued that a unified procedure would be necessary if the aim of a 

harmonised result was to be reached929.

- Second, it was questioned whether the basic principle provided for in Article 2 Brussels 

Convention, and especially by the jurisprudence of the ECJ, that generally the courts at 

the domicile of the defendant have jurisdiction, would support such a broad view as that of 

the Dutch courts930.

It was therefore concluded that, bearing these principles in mind, a more qualified criterion 

would be needed to provide jurisdiction based on Article 6(1) Brussels Convention. A 

simple connection by virtue of the same patents and infringement acts consequently 

seems not sufficient931 to fulfil the qualified standards of the ECJ932 in regard to the

    
924 Cf. Bertrams, 621-622; v. Meibom/Pitz, Cross-Border Injunctions, 471; Mäder, 127.
925 Cf. de Wit, 227; Brinkhof, Zu weit?, 492; Ebbink, Pan-European, 24.
926 Cf. Ebbink, Pan-European, 25; v. Engelen, 24.
927 Cf. also v. Meibom/Pitz, Cross-Border Injunctions, 473; Grabinski, Determination, 874.
928 Cf. Brinkhof, Enforcement, 178-179; Brinkhof, de Ranitz, 143; O’Sullivan, 657; Karet, Suit, 79 and also cf. 
Cornish, 289; König, Probleme, 302, 305.
929 Cf. v. Meibom/Pitz, Cross-Border Injunctions, 473-476. Cf. also §6 D. Harmonisation of court proceedings 
and substantive patent law.
930 Cf. Brinkhof, Zu weit?, 492.
931 Cf. Brinkhof, Zu weit?, 496; also cf. Neuhaus, 267.
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connection between the various actions brought by the same plaintiff against different 

defendants.

A qualified connection must be of such a kind that it is expedient to determine the actions 

together in order to avoid the risk of irreconcilable judgments resulting from separate 

proceedings933. It was therefore concluded that there must be a circumscribed connection 

between the defendants, such as the liability of each defendant934, and a main role in the 

potential infringement on the part of the defendant domiciled at the place where the action 

is brought, to provide a jurisdiction in such a case935.

Brinkhof generated critics of his own in the Expandable Grafts Partnership v Boston 

Scientific decision 936, which resulted in the famous "spider in the web" doctrine937, ending 

in a self-imposed, more restricted jurisdiction for the Dutch courts938.

The doctrine provides that the defendants must form part of one and the same group of 

companies and that only the court where the head of a group of defendants is domiciled

grounds the necessary close ties between the seised court and the action and 

consequently ensures a higher degree of legal certainty939.

In other words, jurisdiction for all defendants - which belong to the same group of 

companies - is only approved if the domicile of the main administration - head office -

which has leading operational functions - control - in relation to the subject and/or initiates

the relevant policy plans of the company is in the Netherlands, and if the alleged infringing 

acts of the various defendants are the same or virtually the same940. 

On the basis of this decision, multiple jurisdiction and forum shopping could consequently 

be reduced941 but not avoided.

    
932 Cf. Athanasios Kalfelis v Bankhaus Schröder, Münchmeyer, Hengst & Co., ECJ September 29, 1988 
(case 189/87).
933 Cf. also Art. 28(3) Regulation 44/2001.
934 Cf. Stauder Dieter in: v. Rospatt P., 508.
935 Cf. Brinkhof Jan in: v. Rospatt P., 508.
936 Expandable Grafts Partnership v Boston Scientific BV, 1999 F.S.R., 352.
937 Cf. §3 D. Forum shopping and the ECJ.
938 Cf. Pertegás-Sender, Cross-Border, 3.
939 Cf. Brinkhof, Enforcement, 179.
940 Cf. Ebbink, Pan-European, 26; Meier-Beck, Fragen, 379; Grabinski, Bedeutung, 207.
941 Cf. Ebbink, Pan-European, 26; Brinkhof, Enforcement, 179.
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This decision was partly supported942 and partly criticised.

The view was taken that "control" over the subject as a criterion of, basically, criminal or 

liability law has a stronger connection to tort than to the domicile943. However, the 

connection of tort to Article 6 Brussels Convention seems indeed not unproblematic944

from a dogmatic point of view.

Additionally, it was argued that the court goes beyond the standards set by the ECJ945

since it does not much care about "convenient" ties between the actions but requires "the 

closest" ties between action and court946. 

It seems, however, that the court did care about the connection between the actions and 

just added the supplementary criterion of a connection between the court and the actions 

in order to realise the ratio legis as provided for by the ECJ. That is to say, jurisdiction 

should only exceptionally depart from the forum of the defendant947, i.e. if there is a certain 

connection with a certain place which makes it more suitable that the court of that place 

decides. In addition, supporters of a broad interpretation of Article 6(1) Brussels 

Convention argued that the defendant in a patent infringement case is regularly a legal 

person who does not need special protection. Additionally, it was explained that even if the 

defendant litigated before the "natural" forum, he would need a representative because of 

the complexity of the matter in dispute. Consequently, the interest of the average 

defendant in a patent dispute could not be compared with a private individual who is highly 

interested in defending himself before a familiar court948.

The opponents of the Dutch doctrine also criticised the fact that, from a political view, it is 

problematic that the case has to be moved to a court outside Europe if the company in 

control has its seat there949. In such a case the Dutch courts seem to take the view that on 

  
942 Cf. Grabinski, Bedeutung, 207; Gauci; v.Meibom/Pitz, Limitations. 
943 Cf. Meier-Beck, Fragen, 380.
944 Cf. Meier-Beck, Issues, 507.
945 Cf. Athanasios Kalfelis v Bankhaus Schröder, Münchmeyer, Hengst & Co., ECJ September 29, 1988 
(case 189/87).
946 Cf. Ebbink, Pan-European, 26; Mäder, 130-131.
947 Cf. also Hölder, Gerichtsstand, 209.
948 Cf. Hölder, Gerichtsstand, 215.
949 Cf. Grabinski, Bedeutung, 207.
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the basis of Dutch private international law they may at least review the facts of alleged 

infringement committed in the Netherlands by the foreign "spider in the web"950. 

Another point made by the critics was that it is national law that defines the "company in 

leading operational control". Consequently, there would be different approaches, which 

again would lead to conflicts of jurisdiction951. In addition, it was argued that finding out 

where this company is located could be problematic for the plaintiff952. 

These arguments might be true but do not prove a great deal, as similar problems exist in 

many other fields of trade law.

In addition, it was again questioned whether conflicting results in national judgments

regarding the infringement - and invalidity - of different parts of the same European patent 

are indeed irreconcilable953. This again leads back to the very basic issue of whether one 

follows the final aim of uniformity of jurisprudence - in case the different parts of the 

European patent at stake are congruent - and efficient proceedings or the strict bundle 

approach of the European patent with a territorial limitation954. 

In any case, the judgment was confirmed in the Netherlands and the jurisdiction seemed

established955. 

Nevertheless, the critics obviously motivated the Dutch Supreme Court to consult the ECJ 

to find out whether the "spider-in-the-web" doctrine may be applied for the interpretation of 

the co-defendant rule in international litigation956.

The ECJ decided in its famous judgment Roche Nederland BV v Primus957 that Article 6(1) 

Brussels Convention 

  
950 Cf. Véron, Bruxelles, 821 with reference to the unpublished decision Scimed v Medtronic of the 
Arrondissementrechtbank Den Haag (District Court of the Hague).
951 Cf. Ebbink, Pan-European, 26; Pertegás-Sender, Cross-Border, 3; Mäder, 130.
952 Cf. Pertegás-Sender, Cross-Border, 4.
953 Cf. Lindgreen Nicolai/Knudsen Louise, Danish High Court Rejects Pan-European Injunctions in Patent 
Cases, 2004 EIPR, 182-184.
954 Cf. Hölder, Gerichtsstand, 210-215.
955 See v. Engelen, 24.
956 Cf. Gielen Charles/Bosscher Doeko, Spider-in-the-web doctrine to be tested, February 2004 Patent 
World, 6; id. 02/04 WIPR, 10; Franzosi/Tilmann, 55-57.
957 Roche Nederland BV v Primus, ECJ July 13, 2006 (case C-539/03).
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"must be interpreted as meaning that it does not apply in European patent infringement proceedings 

involving a number of companies established in various contracting states in respect of acts committed in 

one or more of those states even where those companies, which belong to the same group, may have acted 

in an identical or similar manner in accordance with a common policy elaborated by one of them".

It took the view that in order that decisions may be regarded as contradictory it is not 

sufficient that there be a divergence in the outcome of the dispute, but that divergence 

must also arise in the context of the same situation of law and fact. 

However, the factual situation would not be the same, as the defendants, involving a 

number of companies established in various contracting states, and the infringements they 

are accused of, committed in different contracting states, would be diverging. Furthermore, 

because of the bundle approach of a European patent the decisions on the different parts 

could not be classed as contradictory, as a different legal situation would be involved. 

Therefore, even if the defendant companies, which belong to the same group, had acted in 

an identical or similar manner in accordance with a common policy elaborated by one of 

them, so that the factual situation would be the same, the legal situation would still vary.

Contradictory decisions would therefore not be possible and thus Article 6(1) Brussels 

Convention not be applicable in such cases.

Cross-border injunctions based on this provision will consequently in general not be 

possible any more. 

It is unclear if this does not apply where several defendant companies, which belong to the 

same group, infringe the same part of a European patent by one connected action958. 

Such actions could, for example, be taken into consideration if one company exports 

infringing goods and the other company imports the same goods. However, these cases 

would of course be rare. 

  
958 Cf. Stauder, Anwendung, 476; Moussa Olivier/Véron Pierre in: Cottier/Véron, Regulation 44/2001, Art. 6, 
N 2.
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In the meantime the European Max-Planck Group for Conflict of Laws in Intellectual 

Property (CLIP), composed of highly qualified experts, made a proposal959 for the

amendment of Article 6(1) Regulation 44/2001 and the implementation of the "spider in the 

web" doctrine in a special provision. This proposal is also supported by 

Hess/Pfeiffer/Schlosser in their report on the application of Regulation 44/2001 in the EU 

member states960.

The ECJ's jurisprudence obviously has the effect that companies now refrain from litigating 

in the Netherlands961.

bb) Jurisdiction to decide about a foreign patent or a foreign part of a European patent

As mentioned above, another but not less important question regarding the application of 

Articles 2 and 6(1) Brussels Convention was whether a court has jurisdiction to decide 

about the infringement of a foreign patent or a foreign part of a European patent962. Dutch, 

French and German courts have regularly dealt with the infringement of foreign patents.

Following the argumentation concerning the lack of discretional powers of the courts in

states in which the Brussels Convention - and now Regulation 44/2001, or the Lugano 

Convention - are applicable to the doctrine of forum non conveniens, it seems impossible 

that a court that is contacted could refuse to hear foreign patent infringement cases.

Nevertheless, UK courts remained very reluctant in regard to cross-border judgments.

An important aspect in regard to the British refusal was the so-called "Moçambique 

rule"963, according to which certain actions having a foreign element were to be 

categorised as local actions and therefore excluded from UK jurisdiction964.

  
959 Cf. CLIP proposal.
960 Cf. Hess/Pfeiffer/Schlosser, N 852; N 920.
961 Cf. Hendrick in: Bodoni, 33.
962 Cf. Stauder, Anwendung, 513; Neuhaus, 261.
963 This rule was established by the House of Lords in British South Africa v Companhia do Moçambique, 
A.C. 1893, 602.
964 Cf. Bragiel, 135; Kieninger, 284; also cf. Perret, Territorialité, 141-142.
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In addition, it was the so-called "double actionability" rule of private international law which 

hindered the UK courts from deciding on foreign patents965. This rules stipulates that acts 

done abroad were a tort, and actionable in the United Kingdom as such, only if they were 

actionable as a tort according to British law, as well as actionable according to the law of 

the foreign state where they were done966.

In Pearce v Ove Arup Partnership Ltd967 - actually a copyright case - the UK Court of 

Appeal accepted a reversal of this view by the first instance in regard to infringements 

where the Lugano and Brussels Conventions apply968:

On the one hand, it was ruled that the "Moçambique rule" was an anachronism with regard 

to signatories of the Brussels and Lugano Conventions and did not apply. 

On the other hand, it was decided that the "double actionability" rule was only a starting 

point and could be departed from in appropriate cases to enable the plaintiff to rely on the 

law of the foreign territory to establish an infringement of his rights969.

UK courts could therefore basically try actions in respect of infringement of IPRs abroad if 

jurisdiction is given on the basis of the Brussels Convention970.

This jurisprudence was, however, considerably watered down in regard to patents and 

other registered rights971 in Coin Controls Ltd v Suzo International (UK) Ltd.972. It was 

agreed that the Brussels and Lugano Conventions superseded the "Moçambique rule",

however, with regard to patents973, subject to the effect of Articles 16(4) and 19 Brussels 

Convention974.

  
965 Cf. Floyd Christopher/Purvis Iain, Can an English Court Restrain Infringement of a Foreign Patent?, 1995 
EIPR, 110-115; Cornish, 287; Kieninger, 285-286.
966 Cf. also O’Sullivan, 656; Arnold, Cross-Border, 421; Bragiel, 135-136 and 144-146.
967 Pearce v Ove Arup Partnership Ltd, 1999 All E.R., 769.
968 This rule should also apply with regard to Regulation 44/2001.
969 Cf. Bragiel, 136; Cornish/Llewelyn, IP, N 2-72 to 2-73; Arnold, Cross-Border, 421-422.
970 Cf. Haas P., 194.
971 Cf. Bragiel, 136-137 and cf. already in 1996 Cornish, 288-289.
972 Coin Controls Ltd v Suzo International (UK) Ltd., 1997 F.S.R., 660.
973 Cf. in this regard also n. 884.
974 Coin Controls Ltd v Suzo International (UK) Ltd., 1997 F.S.R., 674-675.
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Article 16(4)975 Brussels Convention provides inter alia that in proceedings concerned with 

the validity of patents, the courts of the contracting state in which the deposit or 

registration has taken place shall have exclusive jurisdiction. Depending on the case, the 

infringement court will stay proceedings and wait for the results of the nullity proceedings if 

a counterclaim for revocation is mounted976.

Until the ECJ decided the opposite in GAT v LuK977, many courts in the states in which

Regulation 44/2001 – and before that the Brussels Convention - or the Lugano Convention 

is applicable978 took the view that the incidentally mounted question of invalidity in an 

infringement case does not fall under the exclusivity of the courts where registered, as 

provided for in Article 22(4) Regulation 44/2001, i.e. Article 16(4) Lugano and Brussels 

Conventions.

Article 19 Brussels and Lugano Conventions, i.e. Article 25 Regulation 44/2001, provides 

that where a court of a contracting state is seised of a claim which is principally concerned 

with a matter such as the validity of a patent, it shall declare of its own motion that it has 

no jurisdiction.

Judge Laddie held, in contradiction to many continental courts, that since one cannot 

infringe an invalid patent979, a patent infringement action in which validity was an issue 

was always "principally concerned"980 with validity. Hence, he rendered the decision that,

by the combined effect of Articles 16(4) and 19 of the Brussels Convention, the courts in

the country where the patent was registered always has exclusive jurisdiction, including 

the infringement part, even if the validity is questioned by exceptio981.

  
975 The same rule in Regulation 44/2001: Art. 22(4).
976 Cf. Kieninger, 281; Mousseron/Raynard/Véron, 904.
977 Gesellschaft für Antriebstechnik mbH & Co. KG v Lamellen und Kupplungsbau Beteiligungs KG, ECJ July 
13, 2006 (case C-4/03).
978 Cf. for example Treichel, 39-40; v.Meibom/Pitz, Limitations, 601; Leitzen, 1011; Vischer, Patent, 375. Cf. 
also Franzosi/Tilmann, 57.
979 Cf. Karet, Suit, 79; cf. also Jacob, Harmonisation, 148.
980 Also cf. Fawcett/Torremans, 203 and Mousseron/Raynard/Véron, 901-903 in regard to the term 
"principally concerned".
981 Cf. Arnolds, Cross-Border, 411 with reference to Coin Controls Ltd v Suzo International (UK) Ltd.,1997 
F.S.R., 675-679; Fawcett J., 142; Barbosa, 740; Bragiel, 150; Fawcett/Torremans, 210-211.
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Since nullity is brought up in most infringement cases, the court having jurisdiction based 

on Article 2 Reg 44/LC would essentially always have to waive jurisdiction982. The more 

open policy was consequently overturned to a great extent983.

The critics did not wait long. It was argued that this view is incompatible with the language 

used in Article 19 of the Brussels Convention since "principally concerned" could only 

mean by way of claim and not by way of exception984.

This is obviously a technical point of view, whereas the courts in the United Kingdom

construed the term from a practical point of view. That is to say that "principally" would 

mean that no conclusion on infringement could be reached without consideration of the 

validity of the patent985.

This jurisprudence actually moves the defendant to the special position of being able to 

engage in forum shopping by just raising the question of validity if he does not agree with 

the forum in the United Kingdom986. Another problem arising out of this jurisprudence is 

that it opens the possibility of jurisdiction being destroyed at any time, presumably with 

retroactive effect, if the defendant is allowed to plead invalidity at a later stage in the 

action. The danger for legal uncertainty and possible abuse seems obvious987.

This situation is very unsatisfactory from the viewpoint of the plaintiff, and it was argued 

that this might be a reason not to commence such proceedings in British courts988. 

However, Dutch courts also responded to the UK approach: the Court of Appeals of The 

Hague took a slightly different view on that question989 and declared that jurisdiction must 

be decided on the basis of the claim stated in the summons. In principle, the court has to 

stay the infringement proceedings until the foreign court has pronounced judgment in the 

  
982 Cf. also Bragiel, 154; Stauder, Cross-Border, 500; also cf. Blum/Pedrazzini, Art. 75, N 6.
983 Also cf. Perret, Territorialité, 136-137.
984 Cf. Stauder, Anwendung, 511; Kieninger, 288; Fawcett J., 143; Véron, Bruxelles, 818; Pertegás-Sender, 
Enforcement, N 4.54; cf. also already Vischer, Patent, 375.
985 Cf. Karet, Suit, 79.
986 Cf. Cohen, 382; Karet, Suit, 80-81; Tilmann/v. Falck, 585.
987 Cf. Wadlow, N 3-91; Fawcett J., 143; Bragiel, 154.
988 Cf. Cohen, 382.
989 Cf. also Tritton, N 14-068 to N 14-069, which shows a full range of options the courts have in this 
situation.
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nullity issue if the court takes the view that the challenge to validity is likely to succeed990.

It argued that the strict approach followed in the United Kingdom would increase the risk of 

contradictory decisions, as well as cost, and cause delay991.

In Fort Dodge Animal Health Ltd v Akzo Nobel NV992 the problem was brought up again.

Fort Dodge Animal Health Ltd filed a revocation action before a court in the United 

Kingdom, and Akzo Nobel filed an infringement action before a Dutch court. Fort Dodge 

Animal Health Ltd pleaded in the English proceedings that English courts have exclusive 

jurisdiction because infringement litigation of a United Kingdom part of a European patent 

principally concerns validity of that patent. It also requested an anti-suit injunction in regard 

to the possibility of the Dutch court trying the infringement of the United Kingdom part of 

the European patent993. The request for the injunction was denied and the decision 

appealed. The Court of Appeal expressly affirmed the decision of Coin Controls Ltd v Suzo 

International (UK) Ltd. in regard to Article 16(4) in combination with Article 19 Brussels 

Convention, but it also concluded that the matter is not acte clair994. 

Users had to wait until the GAT v LuK case 995 before the ECJ could deal with this 

question. 

aaa) The ECJ's judgment GAT v LuK

The ECJ held in GAT v LuK996 that Article 19 Brussels Convention would not confer 

jurisdiction but merely required the court seised to examine whether it had jurisdiction and 

in certain cases to declare that it has none. The British jurisprudence was therefore 

  
990 Expandable Grafts Partnership v Boston Scientific BV, 1999 F.S.R. 352; cf. Brinkhof, Enforcement, 180;
Fawcett J., 144; Bragiel, 156; Haas P., 197.
991 Cf. Karet, Suit, 81.
992 Fort Dodge Animal Health Ltd v Akzo Nobel NV, 1998 F.S.R., 222.
993 See v.Meibom/Pitz, Limitations, 601.
994 Cf. also Véron, Bruxelles, 822; Barbosa, 741; Fawcett J., 146; for an overview cf. Wadlow, N 3-151; but 
also cf. Franzosi, Stay, 155-156.
995 Gesellschaft für Antriebstechnik mbH & Co. KG v Lamellen und Kupplungsbau Beteiligungs KG, ECJ July 
13, 2006 (case C-4/03).
996 Gesellschaft für Antriebstechnik mbH & Co. KG v Lamellen und Kupplungsbau Beteiligungs KG, ECJ July 
13, 2006 (case C-4/03).
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rejected. A court having jurisdiction based on Article 2 Brussels Convention may therefore 

decide on the infringement of a foreign patent and a foreign part of a European patent.

However, as mentioned above, the ECJ rejected the jurisprudence that the infringement 

court would also have jurisdiction to decide incidentally on the nullity of the foreign patent. 

It took the view 

"that the exclusive jurisdiction provided for by Article 16(4) Brussels Convention should apply whatever the 

form of proceedings in which the issue of a patent's validity is raised, be it by way of an action or a plea in 

objection, at the time the case is brought or at a later stage in the proceedings."

It argued that the binding nature of the rule laid down in Article 16(4) Brussels Convention 

would be undermined if an infringement court could incidentally decide on the validity of a 

patent. In addition, a broader jurisprudence of the patent infringement court would have 

the effect of multiplying the heads of jurisdiction and would be liable to undermine the 

predictability of the rules of jurisdiction laid down by the Brussels Convention, and 

consequently would undermine the principle of legal certainty, as well as multiply the risk 

of conflicting decisions which the Brussels Convention seeks specifically to avoid. 

Furthermore, it would lead to distortions due to the fact that, in some contracting states,

the question of validity raised as a preliminary question would have an inter partes effect 

whereas in other it would have an erga omnes effect997.

i) Analysis

This jurisprudence makes it clear that the infringement courts in the states where 

Regulation 44/2001 applies have jurisdiction regarding the infringement of a foreign patent 

or a foreign part of a European patent and consequently can apply patent law taking effect 

  
997 It should be noted that in most EPC contracting states the effect of the decision on the validity raised 
incidentally is inter partes and has no res judicata effect. The effect in the UK would be different, as the ruling 
has a broader res judicata effect in subsequent proceedings (so-called "issue estoppel"; cf. Barnett Peter, 
The Prevention of abusive cross-border re-litigation, 2002 ICQL, 949-951). Parties can therefore be 
precluded in certain circumstances from re-litigating matters previously decided as incidental questions (cf.
Dogauchi Masato/Hartley Trevor C., Preliminary Draft Convention on Exclusive Choice of Court Agreements, 
Draft report, Hague Conference on Private International Law, Enforcement of Judgments, Prel. Doc. No. 26, 
December 2004, N 56).
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in another state. However, they have no authority to decide on the validity of foreign 

patents or of a foreign part of a European patent998.

This has the consequence that there will be an increase in multiple patent litigation. This is 

in contrast to the ECJ's argument that a broader jurisprudence would multiply the heads of 

jurisdiction. Patent disputes will consequently become more expensive and there is a risk 

of contradictory decisions, as two different courts will have to deal with the same dispute if 

a foreign patent or a foreign part of a European patent are involved.

This risk could only be limited if the plaintiff sues the potential patent infringer before the 

courts of the state in which the patent has effect. This would not, however, help in 

Germany, for example, where the nullity and infringement of a patent are dealt with before 

different courts.

In addition, it is no secret that a judgment from an internationally respected court on the 

other side may be a basis for the settlement of similar infringements in other countries999. 

The ECJ's decision will therefore motivate plaintiffs to first sue the potential defendant 

more frequently before an experienced and well-known German court in order to use its 

decision to settle further potential patent infringements involving other parts of a European 

patent.

One of the crucial issues left unanswered by the ECJ is what the court dealing with the 

infringement would have to do if the defendant raised the question of the validity of a 

foreign patent as a defence.

The views within the legal doctrine differ. The Commercial Court of Zurich has dealt with 

the issue. It rendered an interim judgment1000 concerning an infringement of two 

Community trade marks after the validity issue was raised. Bearing in mind the GAT v LuK

judgment1001, it decided to stay its proceedings in order to provide the defendant with the 

  
998 Cf. also Adolphsen, Renationalisierung, 17.
999 Cf. Pitz, Aspects, 23.
1000 "Gültigkeit einer Gemeinschaftsmarke", sic! 2006, 854-855; GRUR Int. 2007, 258.
1001 The contracting states of the Lugano Convention are not bound by the judgments of the ECJ. However, 
Art. 1 Protocol No. 2 to the Lugano Convention on the uniform interpretation of the Convention provides that 
the courts of each contracting state, when applying and interpreting the provisions of the Convention, had to 
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possibility of filing a revocation action with the competent court. If the action were not filed 

in the period determined by the court, it would continue with the proceedings and the 

invalidity question would be disregarded.

Several authors share the court's view that such a decision would be covered by the ECJ's 

judgment1002. Article 16(4) Lugano Convention (Art. 22(4) Regulation 44/2001) would not 

require the infringement jurisdiction to be transferred to the court dealing with validity in 

such a case.

The view of other authors goes along similar lines, arguing that since a granted patent 

must be held valid until it is nullified, the infringement proceedings should continue unless 

the title is blatantly invalid1003.

However, other authors feel1004 that the decision of the ECJ is clear: Article 16(4) Lugano

Convention would confer exclusive jurisdiction over all proceedings related to the validity 

of a foreign patent, irrespective of how the validity issue is raised. Therefore, infringement 

proceedings will have to be transferred to the territory of the state where the patent takes 

effect as soon as the invalidity issue is raised.

Hess/Pfeiffer/Schlosser therefore suggest amending Article 22(4) Regulation 44/2001 in 

order to ensure that the courts have a clear legal basis on which to execute the approach

as exemplified by the Commercial Court of Zurich1005.

Another important outstanding issue, particularly with regard to the possible abuse of 

proceedings, is whether there is a time limit within which the defendant has to raise the 

invalidity defence and whether and to what extent the nullity claim has to be substantiated 

in order to avoid transfer or staying of the proceedings at a very late stage. The generally 

applicable principle of fair proceedings should, however, set certain time limits within which

the defence could be raised.

    
pay due account to the principles laid down by relevant decisions delivered by the courts of the other 
contracting states concerning provisions of this Convention.
1002 Cf. for example Adolphsen, Renationalisierung, 19; Kur, A Farewell, 852.
1003 Cf. Moussa Olivier/Véron Pierre, in: Cottier/Véron, Regulation 44/2001, Art. 22(2), N 2.
1004 Cf. for example Brinkhof, HvJ, 320; Warner Steven/Middlemiss Susie, 2006 EIPR, 580-585, 584; Bukow
69-70.
1005 Cf. Hess/Pfeiffer/Schlosser, N 925.
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c) Cross-border injunctions rendered in a kort geding procedure

As mentioned earlier the Dutch kort geding proceedings are a special kind of summary 

proceedings and have been looked upon, mainly by the Anglo-Saxon legal community,

with considerable scepticism1006, not least because they were also applied in cross-border 

cases1007. 

Meanwhile, the Dutch courts seemed to have become more careful with regard to cross-

border jurisdiction in kort geding1008. This tendency should continue after the latest 

decisions of the ECJ with regard to cross-border jurisdiction.

The more limited approach could avoid a situation where a state in which Regulation 

44/2001 or the Lugano Convention is applicable had to decide whether the recognition of a 

decision based on the kort geding procedure could be refused on the basis of the fact that 

it would be against public policy, as it was obviously discussed. However, even with a 

cross-border effect1009 it seems that it would not be sufficient to refuse recognition1010, as a 

narrow international public policy has to be taken into account within the framework of 

Regulation 44/2001 or the Lugano Convention1011. In any case, a judge will think twice 

before granting injunctive relief when the defendant argues invalidity of the patent1012, and 

he will not grant it if there is a serious, non-negligible chance that the patent will be 

revoked before the EPO or in national revocation actions1013.

  
1006 Cf. Gauci; Jacob, Harmonisation, 148; v.Meibom/Pitz, Cross-Border, 29; Brinkhof, Zu weit?, 489; 
v.Meibom/Pitz, Limitations, 597.
1007 Cf. Bertrams, 629-630; Gauci, 362; Stauder, Cross-Border, 503. Cf. also Schlosser, EU-
Zivilprozessrecht, Art. 31 EuGVVO, N 32, with regard to the enforcement of a measure rendered in a kort 
geding procedure.
1008 Cf. Brinkhof, Enforcement, 180.
1009 Cf. also de Wit, 232.
1010 Cf. Mäder, 137-138.
1011 Cf. Mousseron/Raynard/Véron, 898-899; Bertrams, 630 who report that the Cour d’appel de Paris
(Courts of appeal of Paris) did not refuse recognition, on the grounds of contradiction with French public 
policy, of a Dutch judgment rendered in a kort geding procedure.
1012 Cf. Brinkhof, Enforcement, 180.
1013 See Oosting, 45.
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d) Cross-border injunctions based on Article 31 Regulation 44/2001 and on Article 24 

Lugano Convention

Article 31 Regulation 44/2001 and Article 24 Lugano Convention provide that application 

may be made to the courts of a state, in which the instruments are applicable, for such 

provisional, including protective, measures as may be available under the law of that state, 

even if, under the instruments, the courts of another instrument state have jurisdiction as 

to the substance of the matter. 

It is made clear that this regulation points back to national law as regards the possibility of

a court rendering a provisional and protective measure, and gives it a free hand 1014.

With regard to these provisions it was also discussed whether measures based on them 

can have a cross-border effect1015 or whether their effect is territorially restricted. The ECJ 

has not yet decided on this question.

The court, however, indirectly limited the territorial effect with the Bernard Denilauler v 

SNC Couchet Frères decision 1016 it rendered more than 25 years ago. It held that the 

recognition and the enforcement of judicial decisions are not fulfilled in the case of 

provisional or protective measures which are ordered or authorised by a court without the 

party against whom they are directed having been summoned to appear and which are to 

be enforced without prior service on that party. Such measures rendered outside of 

principal proceedings would thus regularly not have to be recognised and enforced 

abroad, as the affected party is regularly not heard in proceedings for provisional and 

protective measures in order to keep an effect of surprise1017. 

The Court of Appeals of The Hague decided in the earlier mentioned case Expandable 

Grafts Partnership v Boston Scientific1018 that the Bernard Denilauler v SNC Couchet 

Frères judgment of the ECJ limited the territorial effect of any measure offered by Article 

24 Brussels and Lugano Convention and declared that they can be operative only within 
  

1014 Cf. Jenard, Report, 42; Brinkhof, Measures, 362; Kropholler, Europäisches Zivilprozessrecht, Art. 31 N 1; 
Walter G., Zivilprozessrecht, 509.
1015 Cf. Jacob, Harmonisation, 149-150; Brinkhof, Zu weit?, 489. 
1016 Bernard Denilauler v SNC Couchet Frères, ECJ Mai 21, 1980 (case 125/79).
1017 Cf. Schlosser, EU-Zivilprozessrecht, Art. 32 EuGVVO, N 6; Kropholler, Europäisches Zivilprozessrecht, 
Art. 31, N 24; ibid. Art. 32, N 22; Treichel, 67-68.
1018 Expandable Grafts Partnership v Boston Scientific BV, 1999 F.S.R. 352.
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the territory of the states of the court1019. This was because the ECJ, in that decision, also 

held that the courts of the place - or, in any event, of the contracting state - where the 

assets subject to the measures sought are located are those best able to assess the 

circumstances which may lead to the grant or refusal of the measures sought or to the 

laying down of procedures and conditions which the plaintiff must observe in order to 

guarantee the provisional and protective character of the measures authorised1020.

In March 2005 the Arrondissementrechtbank Den Haag (District Court of The Hague) in 

Engrow v ECM Beheer granted a provisional cross-border injunction, given the fact that 

the Dutch part of the European patent was undoubtedly valid and that there were no 

essential differences between the various parts of the patent and that the plaintiff had 

demonstrated that infringing products were also offered for sale in a number of foreign 

countries1021.

Also interesting to note with regard to cross-border interim injunctions is that a Belgian

court issued such an injunction based on Article 31 Regulation 44/2001 against two non-

European companies which had infringed a patent at an international fair held in 

Brussels1022. 

2. Policy-making by applying law taking effect abroad and the problem of recognition

Procedural law serves to form public opinion of fair justice and to safeguard Rechtsfriede

(literally, "legal peace")1023. By nature, judges try to apply the procedural law in such a way 

as to ensure that substantive law is implemented to the greatest extent possible1024.

As mentioned earlier, courts should apply patent law taking effect abroad by including the 

different economic and social policies1025, not least in the process of developing a uniform 

  
1019 Cf. however Mäder, 136-137.
1020 Cf. also Van Uden Maritime BV, trading as Van Uden Africa Line v Kommanditgesellschaft in Firma 
Deco-Line and Another, ECJ, November 17, 1998 (case C-391/95).
1021 Case reported by Koenraad Hidde, Still waiting..., February 2006 Patent World, 26-27, 26.
1022 Cf. de Jong Philippe, Patent infringements at international fairs - cross-border enforcement through 
Belgian summary proceedings, 2005 JIPLP, 13-15.
1023 Cf. Habscheid, 5-6.
1024 See Brinkhof, Kort Geding, 499; but also Decision of the Swiss Federal Supreme Court of March 2, 1987 
(BGE 113 IA 309).
1025 See Chisum, 612.
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interpretation with regard to European patent law. Its interpretation of (patent) law1026

taking effect abroad will thus influence another state. Having jurisdiction consequently also 

means being able to make policy1027.

This becomes even more manifest if novel or controversial questions of foreign law are 

involved1028. Owing to the considerable influence a patent system has on the promotion of 

a country’s economic growth, there is a certain risk that a court will give a broader or less 

broad interpretation of the scope of the patent claims, depending on the patent holder1029. 

If a foreign court has jurisdiction, it could consequently also make competition policy from 

outside. This seems to be one reason why the courts in the United Kingdom have always 

been reluctant to hear cross-border patent cases1030 and the courts in the Netherlands 

started to step back in their policy of rendering cross-border injunctions. 

The policy-making process is thus - to a certain extent - undermined if the parties choose a

(foreign) court which construes the law in the way they would like,1031 or because of certain 

procedural specialities. In the end, it results in implications for a state’s authority and 

sovereignty1032.

These implications become most evident if a state follows a broad jurisdiction policy, as in 

the US, for example. The so-called "doing business" jurisdiction provides many US courts 

with the possibility of accepting jurisdiction based on the carrying-out of commercial or 

other activities by the defendant. The general nature of this connection makes it possible 

to bring a suit against the defendant even when the claim has no specific relationship to

  
1026 Cf. thoroughly Jansen/Michaels, 18, 21-23, 30-34, 39-44; but also Cornish, 288-289; Geller, 127; 
Stauder, Cross-Border, 502; König, Probleme, 306; also cf. critics of the Dutch courts in regard to cross-
border injunctions, Brinkhof, Zu weit?, 495; Brinkhof, de Ranitz, 145 but also Grabinski, Determination, 874 
who pleads that it should not be allowed to apply its own practice to foreign patents.
1027 Cf. Chisum, 610 as well as Ortman v Stanray Corp., 371 F.2d 154, 152 U.S.P.Q. (BNA) 163 (7th Cir. 
1967) and Packard Instrument Co. v Beckman Instruments, Inc., 346 F. Supp. 408, 175 U.S.P.Q. (BNA) 282 
(N.D. Ill. 1972).
1028 Cf. Fentiman, Foreign law, 277; Adolphsen, Europäisches, N 263.
1029 Cf. Hoffmann Leonard, The role of policy in intellectual property litigation, International Intellectual 
Property Law & Policy, vol. 5, Chapter 35, Hansen Hugh (ed.), Fordham University School of Law, 2003, N 
35-2 to N 35-6.
1030 Cf. also Véron, Bruxelles, 818; Haas P., 195; cf. however, Laddie, de Ranitz, 530.
1031 Cf. Laddie, de Ranitz, 530; cf. however Bradley, 577-579.
1032 Cf. also Grabinksi, Determination, 874.
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the activity by the defendant in the state of the court seised1033. It is therefore quite easy to 

ground jurisdiction in the US.

The implications for Europe are limited, however, since the US courts often deny 

jurisdiction on the basis of the forum non conveniens doctrine as long as the plaintiff is not 

a US citizen or company and the case mainly occurred outside the USA1034. Additionally, 

decisions based on the "doing business" jurisdiction are not recognised and consequently 

not enforced by European states since, from a fundamental point of view, they judge this 

ground to be exorbitant.

A crucial aspect of jurisdiction is therefore the recognition of the judgment. A possible 

negative or unwanted influence can be blocked if the judgment does not have to be 

recognised and enforced. Basically, there is no duty for a state to recognise a foreign 

judgment on its own territory. This Roman-law-based principle (extra territorium ius dicenti 

impune non paretur) certainly only applies as long as there is no international - or national 

- instrument which obliges it to do so.

Bearing in mind the aim to strengthen legal protection, and to provide free movement of 

judgments, Regulation 44/2001 and the Lugano Convention not only regulate jurisdiction 

but also the recognition and enforcement of each other’s judgments. Decisions rendered 

by courts on the basis of one of the common jurisdiction rules consequently have to be 

basically recognised by the other contracting states of the instruments without any special 

recognition proceedings (ipso iure recognition)1035. 

It is therefore important that the court recognising the judgment is not allowed to check 

whether its law was applied from its legal viewpoint1036. This follows from the fact that the 

effect of a decision by a state in which Regulation 44/2001 or the Lugano Convention is 

applicable is as if a court of the home state has rendered it1037, which is certainly also one 

of the basic ideas of the recognition and enforcement agreements.

  
1033 Cf. Nygh/Pocar, 77; Gottwald, 231.
1034 Cf. critics of Walter G., Kampf and Schütze, 1036-1037.
1035 Cf. Walter G., Zivilprozessrecht, 435-436; Kropholler, Europäisches Zivilprozessrecht, vor Art. 33, N 2.
1036 Cf. Art. 36 Regulation 44/2001, i.e. Art. 34(3) Lugano Convention.
1037 Cf. also Kropholler, Europäisches Zivilprozessrecht, vor Art. 33, N 9.
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A refusal of recognition among the states in which Regulation 44/2001 or the Lugano 

Convention is applicable may only be based on one of the grounds listed in Articles 34 and 

35 Regulation 44/2001, i.e. Articles 27 and 28 of the Lugano Convention. There are two 

important grounds for refusal of recognition: 

- First, if a decision rendered is based on jurisdiction exclusively given to another court as,

for example, grounded in Article 22(4) Regulation 44/2001, i.e. Article 16(4) Lugano 

Convention. 

Under these provisions and as mentioned earlier, actions in regard to the registration or 

validity of patents must be dealt with exclusively before the courts where the registration or 

deposit has taken place. On the basis of the ECJ's decision in GAT v Luk1038 it is therefore 

possible to refuse recognition of an infringement judgment rendered by a court of a state in 

which Regulation 44/2001 or the Lugano Convention is applicable if it decided the 

incidentally mounted question of the validity of a foreign patent or a foreign part of a 

European patent. 

- Second, recognition may be refused if it would be contrary to public policy in the state in 

which recognition is sought. 

This ground for refusal of recognition is, however, applicable only in extreme cases1039. 

Judgments do not only have to be recognised eo ipso, but basically also have to be

enforced without any complicated exequatur proceedings. Regulation 44/2001 and the 

Lugano Convention basically do not allow the examination of whether the court correctly 

applied the jurisdiction rules1040. The judgment rendered in a foreign state - possibly 

applying the law of the recognising state - is therefore treated as a decision rendered by a 

court in the latter state.

  
1038 Cf. §3 C.VI.1.b)bb)aaa)i) Analysis.
1039 Cf. Jenard, Report, 42-43; among others Horst Ludwig Martin Hoffmann v Adelheid Krieg, ECJ February 
4, 1988 (case 145/86) and Régie nationale des usines Renault SA v Maxicar SpA and Orazio Formento, 
ECJ May 11, 2000 (case C-38/98).
1040 For the US cf. Halberstam, 240-242; 244.
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D. Forum shopping and the ECJ1041

I. The ECJ's position

In Handelskwekerij G.J. Bier v Mines de Potasse d' Alsace1042 the ECJ held that the rule of 

special jurisdiction in the Brussels Convention, the choice of which is a matter for the 

plaintiff, is based on the existence of a particularly close connecting factor between the 

dispute and courts other than those of the state of the defendant’s domicile which justifies 

the attribution of jurisdiction to those courts for reasons relating to the sound administration 

of justice and the efficacious conduct of proceedings.

Taking into account the close connection between the component parts of every sort of 

liability, the meaning of the expression "place where the harmful event occurred" in Article 

5(3) Brussels Convention would have to be interpreted flexibly and would consequently 

include the place where the damage has taken place (forum delicti), as well as the place of 

the damage-causing effect (forum delicti commissi).

In Effer SpA v Hans-Joachim Kantner 1043 the ECJ still pointed out that the Brussels

Convention provides a collection of rules which are designed inter alia

"…in the interests of legal certainty and for the benefit of the parties, [to] confer jurisdiction upon the national 

court territorially best qualified to determine a dispute."

However, in Shevill and others v Presse Alliance1044 it made clear, as mentioned earlier,

that the courts in the place where the damage arises are most appropriate to decide upon 

the harm done to the victims’ reputation within their judicial districts and to determine the 

extent of damages. Therefore, a court of a state in which the Brussels Convention is 

applicable is only capable of deciding on the damages that occurred in that state.

  
1041 The judgments of the ECJ are not binding on the EFTA states participating in the Lugano Convention, 
see n. 1001.
1042 Handelskwekerij G.J. Bier v Mines de Potasse d' Alsace, ECJ November 30, 1976 (case 21/76); also cf. 
Shevill and others v Presse Alliance, ECJ March 7, 1995 (Rec. 1995, PI-415; case C-68/93) and Marinari v 
Lloyds Bank, ECJ September 19, 1995 (case C-364/93).
1043 Effer SpA v Hans-Joachim Kantner, ECJ March 4, 1982 (case 38/81).
1044 Shevill and others v Presse Alliance, ECJ March 7, 1995. (Rec. 1995, PI-415; case C-68/93).
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The adoption of such a criterion precludes the occurrence of concurrent litigation in 

different fora, since the compensation for each of them is restricted to the damage arising 

within their respective judicial districts1045. This jurisdiction makes forum shopping clearly 

less attractive1046.

The restriction of forum shopping was continued by the ECJ when interpreting Article 6(1) 

Brussels Convention (joinder of multiple defendants)1047. 

In Athanasios Kalfelis v Bankhaus Schröder, Münchmeyer, Hengst & Co.1048 the ECJ 

made it clear that derogations, based on Article 6(1) Brussels Convention, from the 

principle that the courts of the state in which the defendant is domiciled are to have 

jurisdiction must be construed in such a way that there is no possibility of the very 

existence of that principle being called in question, in particular by allowing a plaintiff to 

make a claim against a number of defendants with the sole purpose of ousting the 

jurisdiction of the courts of the state where one of those defendants is domiciled. For 

Article 6(1) Brussels Convention to apply, there must exist between the various actions 

brought by the same plaintiff against different defendants a connection of such a kind that 

it is expedient to hear and determine the actions together to avoid the risk of irreconcilable 

judgments resulting from separate proceedings.

This case law was later codified in Article 6(1) Regulation 44/2001.

This restrictive view of Article 6(1) Brussels Convention was further increased in the 

above-mentioned decision Roche Nederland BV v Primus1049 where the ECJ decided that 

the provision is not applicable if a plaintiff would like to sue a number of defendants 

domiciled in those states where the different parts of a European patent take effect in 

respect of acts committed in their territory. It held that it would give the defendant a wide 

choice, thereby encouraging the practice of forum shopping which the Brussels 

Convention would seek to avoid if it accepted the applicability of the provision to this case.

  
1045 See Straus, Glimmer, 411.
1046 Cf. Mousseron/Raynard/Véron, 893; Kropholler, Europäisches Zivilprozessrecht, Art. 5, N 75; de Wit, 
226; Stauder/Kur, 155. Cf. also the critical remarks in Hess/Pfeiffer/Schlosser, N 212-214.
1047 Cf. Guidicelli, 30-31; Wadlow, N 2-62; Straus, Glimmer, 412; also cf. Brinkhof, de Ranitz, 143.
1048 Athanasios Kalfelis v Bankhaus Schröder, Münchmeyer, Hengst & Co., ECJ September 29, 1988 (case 
189/87).
1049 Cf. §3 C.VI.1.b)aa) Development and current situation with regard to Article 6(1) Reg 44/LC.
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A qualified connecting factor is also required by the ECJ with regard to the jurisdiction of 

provisional measures (Art. 24 Brussels Convention, i.e. Art. 31 Regulation 44/2001). In 

Van Uden Maritime BV v Deco-Line1050 the court held that, on a proper construction, 

"the granting of provisional or protective measures on the basis of Article 24 of the Brussels Convention is 

conditional on, inter alia, the existence of a real connecting link between the subject-matter of the measures 

sought and the territorial jurisdiction of the contracting state of the court before which those measures are 

sought. A measure ordering interim payment of a contractual consideration does not constitute a provisional 

measure within the meaning of Article 24 of the Brussels Convention unless,

- first, repayment to the defendant of the sum awarded is guaranteed if the plaintiff is unsuccessful as 

regards the substance of his claim, and 

- second, the measure sought relates only to specific assets of the defendant located or to be located within 

the confines of the territorial jurisdiction of the court to which application is made."

The ECJ obviously tries to avoid a "provisional measure shopping and running"1051 in the 

area in which the Brussels Convention is applicable. The transfer of the Brussels 

Convention to Regulation 44/2001 did not change these views.

The limitation of the national courts with regard to cross-border jurisdiction as provided in 

Gasser v MISAT1052, Turner v Grovit and others1053, and GAT v Luk1054 by the ECJ has an 

additional restricting impact on forum shopping.

II. Conclusion of the ECJ jurisprudence

The ECJ takes a restrictive position in regard to forum shopping1055. It made clear in its 

judgments that the special jurisdiction of the Brussels Convention - Regulation 44/2001 -

has to be interpreted restrictively and to be applied under qualified conditions. It thereby 

  
1050 Van Uden Maritime BV, trading as Van Uden Africa Line v Kommanditgesellschaft in Firma Deco-Line 
and Another, ECJ November 17, 1998 (case C-391/95).
1051 Cf. Walter/Walther, 14.
1052 Erich Gasser GmbH v MISAT Srl., ECJ December 9, 2003 (case C-116/02).
1053 Turner v Grovit and others, ECJ April 27, 2004 (case C-159/02).
1054 GAT Gesellschaft für Antriebstechnik v LuK Lamellen und Kupplungsbau Beteiligungs GmbH & Co. KG, 
ECJ July 13, 2006 (case C-4/03).
1055 Cf. Straus, Glimmer, 410.
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has to ensure that the defendant may basically benefit from the protection rules as 

provided for in the Convention.

In addition, the judgments as regards the limitation of the cross-border jurisdiction of 

national courts also stipulate that the ECJ basically does not accept the interference of 

national courts in the jurisdiction of other national courts, and thus in the sovereignty of 

another state. This view is based on the declared mutual trust in the administration of 

justice in the European Union1056.

This policy decision seems to be surprising in a Europe where boundaries are 

disappearing more and more, and where such interaction could, in fact, support the 

creation of a unified legal area in the common market. However, the ECJ seems to feel 

that progressively narrowing down the national courts' judicial capacities is a better 

measure for working towards the creation of an area of freedom, security and justice and,

in relation to this, guaranteeing the proper functioning of the internal market1057.

The less the cross-border authority of the national courts, the greater the desire and 

necessity to create a unified civil judicial system including a common court and

harmonised civil proceedings.

The limitation of national jurisdiction will therefore continue in that regard, as the court 

seems to share the opinion of Advocate General Philippe Léger in Roche et al. v Primus 

that the current system of fragmentation of jurisdiction with regard to infringement disputes 

concerning European patents could only be solved in the context of the negotiations for an 

EPLA or a Community patent1058. 

In any case, this kind of jurisprudence will intensify the necessity for a common patent 

court.

  
1056 Cf. also Regulation 44/2001, recital 16.
1057 Cf. Art. 61(c) EC Treaty 65 EC Treaty. Cf. also recital 1 of Regulation 44/2001.
1058 Cf. Opinion of 8 December 2005 in Roche Nederland BV v Primus et al., ECJ July 13, 2006 (case C-
539/03), N 140 to N 143.
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E. Conclusions concerning cross-border forum shopping in Europe

I. General

It is undisputed that a certain competition among different courts having jurisdiction may 

be good1059 and may lead to specialisation1060 - an important aspect, not least in patent 

litigation. The consequence is higher quality of speed1061, costs and decisions1062. It does 

not seem exaggerated to say that, in that sense, the entire European patent system could 

benefit in the end. However, there are mainly constitutional and democratic reservations to 

be noted with regard to boundless forum shopping in an environment of growing 

internationalisation in patent litigation: 

- First, forum shopping leads not only to specialisation but also to a lack of experience on 

the part of certain courts if too many courts are designated to have jurisdiction in relation to 

the number of cases occurring. Legal certainty and trust in the system therefore suffers.

- Second, a major general problem of forum shopping is that it may make jurisdiction 

inconsistent1063 and highlights a situation where judicial decisions are not the inevitable 

product of logical and neutral1064 process, but rather a function of social forces1065. The 

choice of a court based on its practice may therefore create a negative popular perception 

of the equity of the legal system1066 and, instead of accepting fate, forum shoppers appear 

to "cheat" by predicting which forum is likely to provide the desired relief before selecting 

it1067.

- Third, forum shopping may lead to a situation in which plaintiffs may take control of 

substantive (patent) law by choosing courts which construe the law in the desired way. In 

combination with cross-border injunctions, this may lead to the possible imposition of a 

  
1059 Cf. Willems, First instance, 394; Bodoni, 31; Ebbink, Fire-Side, 258.
1060 Cf. Schade, Streitregelungssystem, 837; Jenkins, 28.
1061 Cf. Tilmann, Gemeinschaftspatent, 385.
1062 Cf. Report of the House of Lords Select Committee on the European Communities: A European 
Community Patent (1986); App. 3, para. 12 quoted in: Wadlow, N 5-153 and §2 Specialised national courts.
1063 Cf. Ferrari, 374 with reference to Hart, The Concept of Law, Oxford 1961, 155.
1064 Cf. Laddie, de Ranitz, 530.
1065 Cf. Notes, 1686.
1066 See Notes, 1684 and cf. Ferrari, 374.
1067 Cf. Notes, 1688; also cf. Report of the House of Lords Select Committee on the European Communities: 
A European Community Patent (1986); App. 3, para. 12 quoted in: Wadlow, N 5-153.
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national view on another state on a certain point of law at issue1068.

- Fourth, it is a fact that the plaintiff is in a better position in regard to forum shopping1069.

It cannot be denied that the principles of a fair procedure and an equal footing imply that 

the chances for both parties to enforce their rights1070 are the same and that the same 

number of courts providing justice is offered to both sides1071. From a legal policy

perspective1072, however, balanced chances should not end with the possibility of 

providing both potential parties with the same right, and equal terms, to race to the court 

that then renders a decision that fulfils the expectations of the plaintiff1073. They should

also imply that both parties have a right to a well-balanced judgment1074 and legal certainty

after the court has been chosen.

It is the basic view in the Roman-law-influenced states that justice has to be found at the 

domicile of the defendant: actor sequitur forum rei1075. The advantage of the plaintiff being 

able to choose whether and when he would like to attack the defendant provides the 

defendant with the possibility of at least being able to go to the court at his domicile1076, 

that is to say theoretically the court he knows best, his so-called natural forum.

The defendant is typically in a weaker position1077, not least also because courts in general 

cannot render anti-suit injunctions possibly to protect the defendant. This view is,

furthermore, underlined by the fact that the possible pre-emptive strike of a potential 

defendant with declaratory relief is more limited in many states, as mentioned earlier, and 

in the end the chances are unequal for both sides in that regard1078.

However, a balanced legal approach also makes it necessary for the right holder to have a 

  
1068 It could, however, also provoke a deeper consideration of the foreign judgment and contribute to further 
uniformity of European patent law, cf. §6 E. Cross-border injunctions.
1069 Cf. also Tilmann, Gemeinschaftspatent, 385.
1070 Cf. Habscheid, 17.
1071 Cf. Kropholler, FS, 166-167.
1072 Cf. Kropholler, FS, 169.
1073 Cf. also Stohr, 6.
1074 Cf. also Habscheid, 17.
1075 Cf. e.g. Gardella/Radicati di Brozolo, 613.
1076 Cf. Walter G., Kampf; Kropholler, FS, 168.
1077 Cf. Franzosi, Stay, 158; Lundstedt, 142.
1078 Cf. Kropholler, FS, 168.
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court available where he may legitimately enforce his right in a way that provides for legal 

certainty. It often happens in practice that a small company infringes a patent and literally 

disappears before the patent holder can react with court orders; or it simply challenges 

validity in order to force the big company to conclude a "friendly" settlement1079. Larger

companies tend to have greater exposure and, merely because the patent holder is 

financially strong, that does not mean that he should be procedurally in a weaker position 

than the defendant1080. A defendant may therefore need as much protection from a 

plaintiff1081 as a plaintiff does from a defendant, and sometimes mutual protection is even 

necessary for both of them. The ECJ, nevertheless, decided that protection of an injured 

party was not an objective of Article 5(3) Brussels Convention1082. 

Furthermore, defendants are often big international holding companies having their seat 

chosen on the basis of a tax analysis. To appear in front of a court "abroad" therefore 

seems of no great importance, as is the case for many enterprises that are active in 

several European states. Neither does a party have the right to request that its mother 

tongue becomes the language of proceedings in front of a foreign court. This fact also 

questions the approach of the ECJ that a court of a state in which the Brussels Convention 

(Regulation 44/2001) is applicable is only capable of deciding on the damages that 

occurred in that state (so-called "Shevill doctrine"1083) and not on the entire damage 

caused, if the damage is caused by such a company1084.

- Fifth, the ECJ clearly held what in fact the object of the Brussels Convention is: 

The determination of the court which has jurisdiction in disputes relating to civil and 

commercial matters in relations between the contracting states and the facilitation of the 

enforcement of judgments1085. 

It also held that 

  
1079 Cf. Phillips Jeremy, How to enforce rights in the new Europe, managing IP, March 2004, 66-70, 68.
1080 Cf. also Harms, 487.
1081 Cf. Lundstedt, 149; Franzosi, Stay, 158.
1082 Cf. Lundstedt, 142.
1083 Cf. §3 C.VI.1.a) Cross-border injunctions based on Article 5(3) Reg 44/LC.
1084 Cf. also criticisms by Stauder/Kur, 155-156.
1085 Hagen v Zeehaghe, ECJ Judgment of the Court (First Chamber) December 12, 1989 (case 365/88); also 
cf. Duijnstee v Goderbauer, ECJ November 15, 1983 (case 288/82).
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"…It is also common ground that the Convention [thereby] seeks to ensure legal certainty by allowing 

individuals to foresee with sufficient certainty which court will have jurisdiction" 1086.

This view is also applicable to Regulation 44/2001. However, one can hardly say that this 

should make it possible to choose a court because it has no experience (in patent law),

because it may block another court from dealing with the case1087, or because it pays 

higher damages. Additionally, the threat or the use of a special forum as a "blackmailing"

tool by a possible infringer and other such improper attempts at forum shopping cannot be 

part of a legal instrument. 

All of this makes it clear that a balanced approach to the problem is necessary: ius est ars 

boni et aequi.

II. Possible solution to the problems related to cross-border forum shopping

1. Limitation of the number of courts

A first step towards a balanced solution and the assurance of legal certainty would be to 

limit the number of courts having jurisdiction in Europe - if necessary - and to adjust the 

necessary procedures to provide for the right speed. A very important aspect in that regard 

would be to set the number of courts in relation to the number of cases occurring. It is, 

however, not an easy task to determine this exact ratio, not least with regard to patent 

litigation.

The Commercial Court of Zurich could, however, be a good reference point, since it 

decides a rather small number of patent cases but still has a good international reputation. 

Between 1998 and 2000 just over seven patent cases - including requests for preliminary 

measures - were initiated each year1088.

A limitation of the number of courts would, however, also lead to the parties involved

having to travel further. One could therefore argue that access to justice and the protection 

  
1086 Erich Gasser GmbH v MISAT Srl., ECJ December 9, 2003 (case C-116/02).
1087 Cf. Pitz, Forum blocking, 24.
1088 Cf. Heinrich Peter in: Hilti, 288.
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of the defendant, allowing him to be sued at the place of domicile or seat, is not 

guaranteed any more. Solutions to this risk have already been shown above1089. 

2. Detailed check of a court's own jurisdiction

In addition to the above, consideration could be given to amending Regulation 44/2001

and implementing a limited forum non conveniens doctrine: the national courts could be 

given the authority, in pending cross-border cases, to consider more carefully, on their own 

motion or on request, whether they are the most suitable to decide the case, taking into 

account the situation and the interests of the parties and (very importantly) the factor 

connecting the case to the specific court1090.

The reflections of the court may be very detailed and include thoughts concerning not only 

the appropriate access of the parties to the court but also the financial burden1091, 

efficiency with regard to access to evidence, the applicable law and possibly the accuracy 

of applying foreign law1092, the different practice on damages, etc. The courts should also 

prevent the defendant from trying to move the case to a court that seems less affected by 

the claim1093 and exercise caution so that the defendant is not put at an advantage,

possibly seeking to avoid his obligations. In addition, the court seised should also take into 

account whether the alternative court is likely to render its judgments within a reasonable 

time1094. A balanced approach would make it necessary for the court to be able to refuse a 

request by a party to refer the case to a particular court1095.

These reflections should, however, not only be a matter for the court first seised but 

possibly also for a court second seised. Communication among the courts on these 

questions would therefore be a necessity. A simple declaration by one of the courts that 

the foreign proceedings are vexatious or oppressive would not be sufficient to protect its 

  
1089 Cf. §2 A.II. Dealing with those risks.
1090 Also cf. Lundstedt, 149-150; Lowenfeld, 321.
1091 In Turner v Grovit and others, 2002 All E.R., 960, an anti-suit injunction was rendered by British courts 
because the foreign action was brought in bad faith, not for the purpose of obtaining relief, intended to wear 
down the other party financially only, cf. Ho, 705; Ambrose, 405.
1092 Cf. also Fentiman, Foreign law, 280-287.
1093 See Halberstam, 243.
1094 Cf. also principle 4.3(f) ILA, Leuven/London principles and principle 2.6 ALI/UNIDROIT, Principles Civil 
Procedure.
1095 Cf. also McGuire, Forum Shopping, 90.
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own jurisdiction, possibly in the interests of the plaintiff1096. Such an anti-suit injunction

would not be permitted under Regulation 44/20011097. 

The legal expression "equity"1098 might be quite a close description of this situation.

The adoption of such minimal discretion of the courts1099 in an environment of increasing 

international litigation must not, however, lead to greater lack of predictability1100 and legal 

certainty than today, as generally provided for by Regulation 44/2001 with respect to

jurisdiction1101. This also makes it clear that a court would have no discretion concerning

its jurisdiction if it has exclusive jurisdiction based on Regulation 44/2001. In addition, a 

court could not deny jurisdiction if the parties chose the court on the basis of a choice of 

court agreement or if both parties wish the court to deal with the case even after it 

presented its considerations as to whether it is the most suitable to decide the case.

A court must be and is allowed to construe jurisdiction provisions1102 as it does in regard to 

substantive law. In every case, a court must reflect upon the values the legislator wants to 

protect when interpreting a provision. Every court moves in a general legal framework 

which is protecting basic (procedural) rights of the parties. This framework surrounds all 

other laws and treaties and has to be observed by the courts in every single case. Justice 

is neglected if at all times a simple systematic approach prevails over all other basic 

objective considerations and reasonableness1103.

  
1096 Cf. Briggs, 441-442.
1097 Cf. §3 C.III.2. Anti-suit injunctions. Cf. however, Schmidt, 497-498 who pleads for a transnational 
application of anti-suit injunctions in order to strengthen the competitiveness of the European judicial system, 
and not least to limit forum shopping.
1098 "Justice administered according to fairness as contrasted with the strictly formulated rules of common 
law" (Black’s Law Dictionary, 6th edition, St. Paul 1990).
1099 Cf. The need for such discretion of the courts in international litigation is also reflected in the Principles of 
Transnational Civil Procedure, where it is recommended that the court second seised should decline or 
suspend jurisdiction when the dispute is previously pending in another court competent to exercise 
jurisdiction, "unless it appears that the dispute will not be fairly, effectively, and expediously resolved in that 
forum (cf. 2.6 ALI/UNIDROIT, Principles Civil Procedure).
1100 Cf. Regulation 44/2001, recital 11.
1101 Cf. v.Meibom/Pitz, Limitations, 600.
1102 Cf. also Schmidt, 494.
1103 Cf. also Hartley, Conflict of laws, 820; 827-828.
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In certain cases it will therefore also be necessary for the court to breach the principle that 

the issue of jurisdiction must be decided without an analysis of the merits1104, to be able to 

judge whether it was only contacted by the plaintiff possibly to harass or oppress the 

defendant1105 or for any other unjustified reason.

If all circumstances point to a more appropriate forum which better ensures the right of 

access to justice1106, the plaintiff will typically fail to justify the chosen forum1107. Such an 

approach would also seem to take better into account the obligation of Article 41(2) TRIPs 

Agreement to guarantee fair and equitable procedures1108.

Mutual trust in each other's legal system as requested by the EU and EFTA member 

states and the ECJ also includes trust in the courts to decide on an abuse of process and 

where the chances for a fair trial and for justice can be achieved best with regard to a 

particular case. In addition, the necessity for communication among the courts involved 

would further improve good relations among the states and their courts and increase 

understanding of each other's legal system.

3. Danger of negative competence conflicts?

Providing a court with discretional powers concerning its jurisdiction implies a certain 

danger of possible negative competence conflicts. They could, as suggested above, easily 

be prevented if the court where the action is filed cooperates and communicates with the 

other court that might have jurisdiction over the matter.

Cooperation among the courts and the possible transfer of the case from one court to 

another in a state already exist in many states1109 if the different stages of a case are dealt 

with before several national courts or the same case is dealt with from a criminal and civil 

  
1104 Cf. Gardella/Radicati di Brozolo, 627 with reference to Martin Peters Bauunternehmung GmbH v Zuid 
Nederlandse Aannemers Vereniging, ECJ March 22, 1983 (case 34/82).
1105 Cf. also Blum C., 77; Ho, 704.
1106 Cf. also Walther, 420.
1107 Cf. also Blum C., 79.
1108 Cf. Straus, Fair, 810-811.
1109 Cf. McGuire, Forum Shopping, 84.
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point of view. Regulation 2201/2003, which concerns judgments in matrimonial matters1110, 

may in fact serve as a prominent example of a European reference system between courts 

of different states.

On the basis of Article 15(2) of the Regulation, a case can be transferred "cross-border" to 

a court better placed to hear the case where it is in the best interests of the child and if 

further requirements are met. 

Deepened international judicial cooperation in the area of jurisdiction could certainly only 

be successful if it is ensured that jurisdiction is always examined at the beginning of the 

procedure, if the necessary balance of trust and respect among the courts with equal 

concerns1111 could be established, and if the courts would be willing to treat such cases 

with the necessary efficiency. This would certainly also imply that a court contacted by 

another court could refuse to accept the jurisdictional proposal made by the first court if it 

did not share the view of being more suitable to deal with the case. The other court would 

then be bound by this decision. There would be no risk of conflicting decisions and no 

interference in the sovereignty of another state. This was one of the major reasons why 

the possibility of referring a case from one court to another in cross-border litigation was 

not implemented into Regulation 44/20011112.

A contra-argument that could be put forward with regard to this proposed system could be 

that the proceedings might become slower and more expensive. This seems to be

unfounded, however, since the jurisdiction question is often an issue anyway, not least in 

patent litigation.

4. Principles of judicial cooperation between courts

The reference to another court should be based on simple principles. They must ensure 

not only the necessary (legal) certainty and predictability, but also transparency1113.

  
1110 Council Regulation (EC) No. 2201/2003 of 27.11.2003 on the jurisdiction, recognition and enforcement of 
judgments in matrimonial matters and in matters of parental responsibility, repealing Regulation (EC) 
No. 1347/2000.
1111 Cf. also Ho, 717-720.
1112 Cf. McGuire, Forum Shopping, 84.
1113 Cf. Regulation 44/2001, recital 11.
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The so-called "Leuven/London Principles on Declining and Referring Jurisdiction in Civil 

and Commercial Matters"1114 of the Committee on International Civil and Commercial 

Litigation of the International Law Association (ILA) seem a promising way forward and 

highlight ways that could be used for a common European "jurisdiction communication" 

instrument.

The principles were basically created to tackle the problems in regard to forum shopping, 

jurisdiction clauses, lis pendens, forum non conveniens and anti-suit injunctions, and were 

designed to be capable of direct application within national legal systems. The principles 

are predicated on an enhanced degree of cooperation between the courts, but they are 

nevertheless "party-driven", that is to say the court may basically only act on a respective 

application at the outset of the proceedings.

Where the court communicates directly with the alternative court on its own motion, it has 

to give reasonable notice to the parties of its intention to do so, and hear the parties on the 

information to be sought1115. The court would consequently regularly have to limit the 

proceedings to this preliminary question.

The alternative court will remain free to decide whether it has jurisdiction. If it decides that 

it has not, the first court seised may lift any suspension of its own proceedings and 

possibly resume jurisdiction over the merits1116. However, if the contacted court agrees,

the court first seised transmits the file and proceedings continue before the new court.

5. Conclusion

Mainly civil-law countries are very reluctant in regard to any kind of implementation of a 

practice along the lines of forum non conveniens doctrine. However, the proposed solution 

seems to be the most promising way that all the arguments concerning the use and abuse 

of forum shopping, as well as the possibly necessary protection of the weaker party, may 

be taken into consideration and a fair and balanced decision rendered which is in the 

interests of the parties and results in justice.

  
1114 Cf. ILA, Leuven/London principles.
1115 See principle 5.2 ILA, Leuven/London principles.
1116 See principle 5.8 ILA, Leuven/London principles.
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The approach would consequently be a combination of the principles of certainty, 

predictability and neutrality as praised by civilian legal systems1117, and the forum non 

conveniens doctrine grounded in common law. In the end, the basic right of access to 

justice could be improved1118.

As mentioned above, the implementation of this approach would require an amendment of 

Regulation 44/2001 – as well as the Lugano Convention, as the instruments currently 

leave basically no room for any discretional powers for the courts1119, and as they actually 

even require actions in regard to patents to be entertained in certain courts of the 

contracting states if jurisdiction is given on the basis of a provision of these instruments,

and thus leave no choice to the courts1120. 

The author is well aware that the fact that an amendment of the instruments is necessary 

makes it very difficult to implement the proposal.

However, the suggestion of providing the court seised with the ability to refuse to apply 

international private law based on the lex fori rule and to apply the international private law 

of the state, providing for a stronger jurisdiction based on the case1121, or even its own 

law1122, in order to reach a more balanced result, seems no less problematic.

§4 CONCLUSION IN REGARD TO THE UNIFICATION OF INTERPRETATION AND 
AVOIDING MULTIPLE LITIGATION BY WAY OF SPECIALISED NATIONAL COURTS 
AND FORUM SHOPPING

The overview made it clear that forum shopping is not bad per se1123 or a "deadly sin", as it 

was also considered to be1124. The effectiveness and legal certainty of the protection 

  
1117 Cf. Gardella/Radicati di Brozolo, 612; 615.
1118 Cf. also Walther, 422.
1119 Cf. Bertrams, 624; Wadlow, N 2-48; McClean/Morris, 123; de Wit, 226; Bucher/Bonomi, § 5, N 179; 
Jacob, Millennium, 510; Geimer, N 1094b; Haas. P., 198; Stauder/Kur, 162.; Lowenfeld, 318.
1120 Cf. Wadlow, N 3-02; Lundstedt, 103; Gardella/Radicati di Brozolo, 615.
1121 Cf. Siehr, Forum Shopping, 140 with reference to Eckstein, Die Frage des anzuwendenden 
Kollisionsrechts, 1934 RabelZ, 121-147 and Makarov, Das Problem des anzuwendenden Kollisionsrechts, 
1944 Zeitschrift für vergleichende Rechtswissenschaft (ZVglRWiss) 230, 233 – 235.
1122 Cf. Blum/Pedrazzini, Art. 75, N 6.
1123 Also cf. Ferrari, 374; Kur, Sackgasse, 911; Wadlow, N 5-149; Pagenberg, First instance, 489; Schade, 
Regelung, 105; Lupoi, 153.
1124 Cf. Bell, Forum Shopping, N 2.05.



160
conferred by the European patent can be increased at the national level by allowing 

extensive forum shopping and its effect on the creation of specialised courts, and 

especially specialised judges.

Even then, however, there will always be courts with no or hardly any experience in patent 

law or patent litigation if too many courts are designated to have jurisdiction in relation to 

the number of cases occurring. Furthermore, forum shopping has a great variety of 

undesired side-effects, particularly when substantive and procedural law diverges within 

the courts having jurisdiction1125. 

Most of these problems could be avoided at the national level, e.g. in England and Wales, 

Sweden and in the Netherlands, with one or two courts having territorial jurisdiction. The 

number of courts having jurisdiction must therefore be in a healthy relation to the number 

of cases occurring, to ensure good quality. Due to the limited number of patent cases in 

Europe, there is consequently a clear necessity for a concentration at the national level.

One should also keep in mind, however, that even if jurisdiction was concentrated on one 

court in a state, that court would still be inexperienced if a patent case was initiated in that 

country only every other year.

However, even the best organisational environment is insufficient if no experienced patent 

judges are available1126. It takes a certain amount of time and a certain number of cases 

before one becomes acquainted with this very technical field of law1127. Gaining 

experience in patent litigation not only also depends on national procedure and the need 

for the judges to deal with the case in depth1128. Some of the courts tried to solve the 

problem by always appointing the same judges to their patent cases - so-called "docket 

management". However, even with this measure the number of patent cases must occur 

regularly enough to allow judges to gain experience. This applies to both legally qualified 

  
1125 Cf. also the indication of one delegation in the second session of the WIPO Advisory Committee on 
Enforcement that the creation of specialised intellectual property courts could under certain circumstances 
ensure a more effective enforcement than a simple concentration of cases, cf. conclusions by the chair, 
WIPO/ACE/2/13, N 8.
1126 Cf. also Stauder, Weg, 479.
1127 Cf. Brinkhof, Enforcement, 172; Belfort, 78.
1128 Cf. Stauder, Aspekte, 623-624.
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judges as well as possibly technically qualified judges involved in the case. If a judge tries 

a patent case only every couple of years, he or she will unavoidably have difficulties1129.

Another general problem with regard to experienced patent judges seems to be that there 

are quite a number of courts that have problems in the recruitment of judges interested1130

in patent cases1131. It will therefore be necessary to make more public the fact that patent 

law and patent litigation want to attract more judges to that area of law. In addition, it will 

be important to create incentives, such as promoting the interesting nature of a position at 

the interface of law and technology, or the introduction of a higher salary level for judges 

specialised in patent law, with good prospects for promotion.

At the European level, however, none of the national systems has proved to be sufficient.

Neither the creation of specialised courts nor specialisation by way of concentration has 

been able to ensure a uniform interpretation of European patent law or avoid multiple 

litigation.

Dutch courts hoped to avoid controversial decisions and multiple litigation1132 regarding 

European patent infringement cases in a first step with cross-border injunctions, by a wide 

interpretation of the jurisdiction provisions of the Brussels Convention. Other states did not 

follow their views, however, and in part did not appreciate their interference in the authority 

based on the "bundle patent" approach1133. They applied the rules on jurisdiction 

differently and, in the case of the United Kingdom, even strictly avoided any cross-border 

injunctions, underlining the situation for multiple litigation on exactly parallel rights and 

laws1134, which led to legal uncertainty1135 while international differences in the 

interpretation of patent law remained unmitigated1136. Parties therefore also partly looked 

for ways of preventing possible cross-border injunctions1137. However, the ECJ has, in any 

case, put an end to cross-border jurisdiction to a great extent with its latest decisions.

  
1129 Cf. Ryberg, 910.
1130 Cf. also Stauder, Aspekte, 623.
1131 Cf. Brinkhof, Enforcement, 172.
1132 Also cf. Stauder, Verletzungsverbote, 320.
1133 Cf. Stauder, Verletzungsverbote, 319; 320.
1134 Cf. Jacob, Millennium, 512.
1135 Cf. Jacob, Harmonisation, 148; Straus, Glimmer; 418; Pertegás-Sender, Cross-Border, 10; Haas P.,199.
1136 Also cf. Leith Philip/Chandler Adrian, Perspectives on Intellectual Property: Harmonisation of Intellectual 
Property in Europe: A Case Study of Patent Procedure, Sweet and Maxwell, London 1998, 166.
1137 Cf. Franzosi, Torpedo, 385.
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The easiest solution to the different problems would be the creation of a specialised court 

at the European level with the necessary jurisdiction and its own procedure, ensuring

speedy and legally founded judgments.

This was also the result of the discussions in the Working Party on Litigation as mandated 

by the Intergovernmental conferences of the EPC contracting states. A common European 

patent court would also be a great step forward in avoiding the negative impact of 

international forum shopping1138 and would help in clearing cultural hurdles.

Such a court with its procedural rules would, politically and legally speaking, be the most 

extensive approach and, from a sovereignty point of view 1139, burdened with problems. 

Furthermore, users will have to be convinced of the compromise proposal as negotiated by 

the states1140.

It should therefore first be examined whether a combination of specialisation in first 

instance, including cooperation rules, and some other measure could possibly lead to the 

same outcome of a European patent court once the possible impact of Alternative Dispute 

Resolution on European patent litigation has been examined.

  
1138 Cf. also the conclusion of Sweden, Switzerland, UK at the second meeting of the WPL, WPL/6/00, N 16; 
N 63; N 137; Laddie, de Ranitz, 530.
1139 Cf. Bossung, Grundfrage, 81-144.
1140 See Willems, First instance, 395.
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§5 ARBITRATION, MEDIATION AND OTHER INSTRUMENTS OF ALTERNATIVE 
DISPUTE RESOLUTION

A. General

Alternative Dispute Resolution (ADR) offers many different kinds of models for solving a 

conflict outside of the ordinary state structures of jurisdiction1141. Although - or possibly 

because - there are no provisions on ADR in the TRIPs Agreement, it has gained 

increased popularity in the past decades, and even the Working Party on Litigation dealt 

with arbitration.

Arbitration is, next to mediation, one of the most famous models for alternatively solving a 

dispute1142.

B. Arbitration

I. Introduction

Part of the mandate given to the Working Party on Litigation by the Intergovernmental 

conference of the EPC contracting states in Paris - under the heading of "harmonising 

European patent litigation" - included the task of studying under what conditions the 

principle of arbitration in litigation relating to validity and infringement might be 

acknowledged by the contracting states1143.

At the subsequent Intergovernmental conference of London on 16 and 17 October 2000, 

the conference considered that arbitration on patent litigation - including validity and 

infringement of patents as well as compensation - should be made more widely available. 

In addition, it recommended that the EPC contracting states render it possible, if 

necessary, for a court of arbitration to examine the validity of a patent in the event of 

  
1141 Cf. Brown-Berset, 343.
1142 Some experts, however, define ADR only as models where the parties are guided to a result but which 
do not end in a judgment (cf. Huber, 104). Arbitration would thus not be part of ADR. This approach was also 
taken by the European Commission in its Green Paper on alternative dispute resolution in civil and 
commercial law of 19.4.2002, COM(2002) 196 final, N 2.
1143 Cf. 1999 O.J. EPO, 548.
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infringement of that patent, and to accept this arbitration under the following conditions:

- Arbitration decisions would have an inter partes effect, it being understood that member 

states may give a broader effect to arbitration decisions,

- international conventions shall remain unaffected,

- arbitration should remain optional, and

- arbitration bodies should be chosen by the parties1144. 

In the following, it will be studied whether arbitration in general, and, in particular under the 

recommended circumstances, could not only further promote harmonised conditions for 

arbitration among the EPC contracting states1145 but also support the unification of 

jurisprudence with regard to European patent law and avoid multiple litigation. However,

first, arbitration will be defined and its significance in patent disputes will be explored.

II. Definition of arbitration

Arbitration could be generally defined as a procedure held before an appointed arbitrator 

or arbitration panel based on an agreement of the parties - instead of going to court - to 

render a final judgment1146. A fundamental distinction between this and state-run litigation 

is that arbitration is voluntary1147 and can therefore never be started until the parties agree

by separate agreement  - submission to arbitration - or by a clause in a contract1148.

  
1144 Cf. Provisional mandate and conclusions of the second Intergovernmental Conference on reform of the 
EPO, London, 16-17 October 2000. The mandate was, however, never published. Cf. also WPL/9/00 Add. 1 
Rev. 2.
1145 The UNCITRAL Model Law on International Commercial Arbitration, adopted by UNCITRAL on 21 June 
1985, was implemented into the national law of several EPC contracting states or served as a model for their 
international arbitration law (cf. Sanders, The making of the Convention, Enforcing Arbitration Awards under 
the New York Convention: Experience and Prospects, Colloquium held in the Trusteeship Council Chamber 
of the United Nations Headquarters, New York on 10 June 1998; Huber, 88-89; Gulliksson, 297). The 
Netherlands and Switzerland, for example, chose an autonomous approach (cf. Tschanz, 12).
1146 Cf. Phillips, Enforce, 68; Walter G., Zivilprozessrecht, 531; Schäfer E., 112; Niblett; Huber, 108.
1147 Cf. Kingston, 154; Geimer, N 3783. International sports associations, however, often provide for 
mandatory arbitration. 
1148 Cf. Briner, Arbitrability, 1.2; Nixon, 484. 
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The possibility of rejecting arbitration derives1149 from the fundamental right of access to 

court1150. Therefore, the recognition of an arbitral decision could be refused if it is based on 

a clause included in a contract which was transferred to a third party who ultimately did not 

accept arbitration1151. 

Arbitration is a private jurisdiction. As part of jurisdiction, it must respect common 

procedural principles for a fair trial1152, such as the right to be heard,1153 or a correct 

composition of the panel1154. As it is a private jurisdiction, it is up to the state to decide how 

it would like to deal with it, i.e. which subject matters could possibly be decided by 

arbitration, what the conditions are for an arbitration agreement, and possible recognition 

and enforcement of the arbitral decision - so-called "award", etc.1155

Arbitration can be divided into domestic and international arbitration.

In international arbitration, parties have their domicile or habitual residence in different 

states. It is therefore used in cross-border commerce.

In practice, arbitration traditionally appears in an institutional and an ad hoc form.

Whereas institutional arbitration is administered by a permanent arbitral body using 

predetermined rules1156, it will be up to the arbitrators themselves to administer the case in 

ad hoc arbitration1157. The procedure before ad hoc arbitration is determined by the parties 

in the arbitration agreement1158.

  
1149 Cf. Delvolvé, 18; Villiger, N 439.
1150 Cf. Art. 6 EHCR.
1151 Cf. Delvolvé, 18-19.
1152 Cf. Villiger, N 439.
1153 Cf. Art. V(1)(b) New York Convention.
1154 Cf. Art. V(1)(d) New York Convention
1155 Cf. Walter G., Zivilprozessrecht, 531-532.
1156 Many of those rules are based on the UNCITRAL Arbitration Rules (cf. Blessing, 2). 
1157 Cf. Auf der Maur, 53; Walter G., Zivilprozessrecht, 536; Schäfer E., 115-116; Hochstrasser/Vogt, 102.
1158 In many cases the parties choose the UNCITRAL Arbitration Rules, which constitute an ad hoc
arbitration system.
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The rules of procedure among the institutions resemble each other increasingly. However, 

the way they are applied may still differ substantially according to the seat of arbitration, 

i.e. if it is seated in a common law or continental law state1159.

Due to the increasing significance of global trade, in the 1970s international arbitration 

evolved into a very important alternative to court litigation in commercial matters1160. It has, 

in fact, developed into a lucrative branch of industry, and states all around the world court 

the potential parties with attractive and standardised arbitration laws providing for practical 

procedures1161.

Meanwhile around two hundred1162 international arbitration associations or special 

arbitration departments - mainly in chambers of commerce - have been established world-

wide, including some of them specialised in certain areas of law1163. The most important 

arbitration institution is the "International Court of Arbitration" of the International Chamber 

of Commerce (ICC). In 2006, 593 requests for arbitration were filed with the ICC arbitration 

court. The amount in dispute exceeded one million US $ in 55.5% of the new cases. 293 

awards were rendered1164.

The only institution that deals, in particular, with intellectual property disputes is the WIPO 

Arbitration and Mediation Center1165. Like most existing permanent arbitral bodies1166, the 

Center has developed special applicable rules of procedure and offers a list of arbitrators 

and special facilities.

  
1159 Cf. Tschanz, 12-13.
1160 Cf. Lionnet, 603; Briner, Reflections, 137.
1161 Cf. Tschanz, 12.
1162 Cf. Blessing, 1.
1163 Cf. <www.interarbitration.net/institutions/index.asp?id=inst>.
1164 Cf. <www.iccwbo.org/court/arbitration/id11088/index.html>.
1165 Cf. <www.wipo.int/sme/en/ip_business/ip_dispute/arbitration.htm>. Cf. also Wittenzellner.
1166 Cf. Walter G., Zivilprozessrecht, 536.
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III. Reasons for and against arbitration in general

1. Advantages

The reasons and promises that attract many parties to arbitration are generally listed as 

follows1167:

a) Arbitration is "neutral"

Arbitration is flexible and neutral with regard to the nationality of arbitrators, applicable law, 

venue, language and representation. All these factors are open to party agreement. It is 

therefore quite common, and even to be recommended, to include clear rules in the 

agreement on all important terms of the arbitration1168.

This wide party autonomy also makes it possible for the parties to choose autonomous 

commercial law such as lex mercatoria1169 as applicable law1170, although this has been 

criticised as it would give arbitrators too much discretion and arbitrary decisions might 

follow1171. This is of particular importance as the role trade usages and general principles 

of law play in arbitration cannot be ignored1172.

The wide party autonomy also provides the opportunity to avoid judges having an affinity 

to one party due to cultural, legal and linguistic identity. Parties could consequently feel 

more comfortable in the proceedings, in which both have equal rights1173, neither having 

an advantage with a possibly more familiar court system and local proceedings.

  
1167 Cf. WIPO Arbitration and Mediation Center, <www.wipo.int/amc/en/arbitration/why-is-arb.html>; 
International Chamber of Commerce, International Court of Arbitration, <www.iccwbo.org/>; Nixon, 484-485; 
Schäfer E., 112-114; 118; Phillips, Enforce, 68; Lionnet, 603-604; König, Konfliktlösung, 361; Niblett; Briner, 
Philosophy, 9; Wittenzellner, 147; Véron, ADR; Tschanz, 14; Huber, 89-90; Gulliksson, 298-299.
1168 Cf. Bowler, Cost.
1169 Cf. Smit, Choice of Law in Arbitration. For an overview cf. De Ly, 262-266. However, lex mercatoria plays 
a less important role in arbitration practice than possibly expected (cf. Dasser Felix, Lex Mercatoria - Critical 
Comments on a Tricky Topic, Jusletter 6. Januar 2003, <www.jusletter.ch>).
1170 With regard to the difficulties in choosing the applicable law in an arbitration agreement cf. 
Abbott/Cottier/Gurry, 1738-1739; concerning the problems of applying autonomous commercial law and 
private law in arbitration cf. Sonnenberger Hans Jürgen, ".. an Gesetz und Recht gebunden...", IPR und 
private Rechtsetzung vor dem Richter, Grenzüberschreitungen, Beiträge zum Internationalen 
Verfahrensrecht und zur Schiedsgerichtsbarkeit, Festschrift für Peter Schlosser zum 70. Geburtstag, 
Bachmann Birgit/Breidenbach Stephan/Coester-Waltjen Dagmar/Hess Burkhard/Nelle Andreas/Wolf 
Christian (eds.), Tübingen 2005, 921-937, 925-937 and Smit, Choice of Law in Arbitration.
1171 Cf. De Ly, 301.
1172 Cf. De Ly, 266; 288.
1173 Cf. Schweyer, 156.
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The opportunity to opt for a deciding body which is fully neutral - not necessarily 

independent, though - is seen as one of the greatest advantages over ordinary jurisdiction.

However, the proceedings also seem easier and more comfortable for the parties if they 

can choose and even have an influence on them. The level of acceptance of the judgment 

could therefore improve.

One could argue that the parties could also choose a court of a state having no connection 

with the parties, based on a choice of court agreement as provided for in Article 23 

Regulation 44/2001 and Article 17 Lugano Convention, if neutrality is a problem. However, 

most courts would deny jurisdiction if there is no connection with the proceedings and the 

state of the chosen forum1174.

This situation could change in the future with the new Hague Convention on Choice of 

Court Agreements (HCC), which will be applicable to international cases1175 in civil or 

commercial matters.

The opportunity for the parties to select the venue and applicable law in arbitration also 

makes it possible to avoid lengthy debates on issues of jurisdiction. 

b) Freedom of choice concerning arbitrators

In arbitration, the parties themselves appoint the arbitrator(s) and are not committed to 

predetermined schedules and judges, as is the case in ordinary civil proceedings.

Confidence in the decision of the jurisdiction could consequently improve.

c) Highly specialised bodies and fewer language problems

Arbitrations can be highly specialised. Since the parties themselves choose the arbitrators, 

they have the possibility of designating highly qualified people in the legal, business and 

technical sectors concerned. This gives the parties the opportunity to select arbitrators 

who are bilingual, or even multilingual.
  

1174 Cf. Lionnet, 605.
1175 Based on the HCC a case is international unless the parties reside in the same contracting state, and the 
relationship of the parties and all other elements relevant to the dispute, regardless of the location of the 
chosen court, are connected only with that state (cf. Art. 1(2) HCC).
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Translations and interpretation costs could therefore be avoided or reduced if the 

arbitrators are chosen wisely. In addition, these language abilities will also be important for 

an arbitrator in understanding the case and in formulating his own ideas and opinions, and 

possibly in convincing the other arbitrators of his stance on the issues1176.

d) Confidentiality

Since arbitration is a private system, it is also up to the parties to decide how much 

publicity they want to give to their case1177.

Generally, arbitration is confidential, i.e. the existence of the arbitration, the proceedings 

and the result are not made public. Often parties also agree mutually to maintain absolute 

secrecy.

Confidentiality has the great advantage of keeping delicate business information secret. 

This is very important, not least with regard to patent disputes1178. The lack of 

confidentiality in litigation is consequently also used to threaten potential infringers with the 

divulgence of the details of court proceedings1179.

The confidentiality of arbitration ends when ordinary courts become involved1180. This 

could particularly be the case when authorities have to be contacted to enforce the arbitral 

award1181.

e) Preserving business relationships

Another great benefit of arbitration often mentioned is that it helps to preserve ongoing or 

future business relationships1182. The preservation of business relationships seems to be 

  
1176 Cf. Weigand, 1094.
1177 Cf. Lew, V. Confidentiality.
1178 Cf. De Ly, 83.
1179 Cf. Bowler, Confidentiality.
1180 Cf. Lew, V. Confidentiality. This was probably also the reason for one of the rare publications of a patent 
arbitration result in the LG. Philips LCD's v Chunghwa Picture Tubes case. Several internet news stations 
reported that an arbitration panel in New York ruled on 24 July 2006 for Philips in a dispute over rights on 
side-mounting technology patents. This technology is used by almost all LCD manufacturers to improve the 
view. The arbitration was, however, counterfiled after LG. Philips LCD initially sued Taiwan-based Chungwha 
Picture Tubes. Later, LG. Philips also filed a patent infringement suit in California.
1181 Cf. also Véron, ADR, 3.
1182 Cf. Schweyer, 155-156; Bowler, UK Arbitration; Stieger, Konfliktvermeidung, 32.
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much harder to achieve if a party is dragged before an ordinary court. In fact, most parties 

consider court action against them as a declaration of war, potentially destroying any 

existing and future cooperation with the opposing party1183.

Arbitration, by contrast, is often classed as negotiations held in an open-minded spirit 

among like-minded people. Parties obviously feel they are moving in a less conflict-soaked 

atmosphere1184, which ultimately makes it possible to safeguard the necessary trust 

among them.

Safeguarding business ties in the patent business is particularly important with regard to 

licensing agreements. Such contract-based relationships can be developed over many 

years. Destroying them can thus have far-reaching consequences for a company’s market 

share and business policies.

With regard to long term-relationships, arbitration has the additional advantage that the 

same arbitrators can be contacted in the case of several disputes that arise out of the 

same contract1185. Proceedings could consequently be conducted more speedily and more 

efficiently, as the arbitrators are already familiar with the case.

f) Speed and efficiency

Arbitration is supposed to be faster and less expensive than litigation in courts1186. Appeals 

are limited - if they exist at all - and the parties may set up proceedings which make a 

quick and efficient handling of the case possible.

g) Enforceability

Arbitral awards are, in most cases, final and quite easy to enforce.

  
1183 Cf. Véron, ADR, 3.
1184 Cf. Schweyer, 156.
1185 Cf. Niblett, Advantages of arbitration.
1186 Cf. De Ly, 83.
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The recognition and enforcement of foreign arbitral awards is, in most (European) states,

guaranteed by the United Nations Convention on the Recognition and Enforcement of 

Foreign Arbitral Awards of 10 June 1958 - the so-called "New York Convention"1187. In 

addition, there are quite a number of bilateral agreements concerning the recognition and 

enforcement of arbitral awards among European states1188. These agreements have 

precedence over the New York Convention1189.

Neither Regulation 44/20011190 nor the Lugano Convention1191 is applicable in arbitration, 

including the recognition and enforcement of arbitral awards1192. In fact, the broad 

acceptance of the New York Convention made it unnecessary to expand Regulation 

44/2001 or the Lugano Convention in that regard1193.

Based on the New York Convention, each contracting state recognises arbitral awards as 

binding1194, and recognition and enforcement of the award can only be refused - excluding 

a "revision au fond" - 1195 to a limited extent, if the necessary formalities are fulfilled1196. 

  
1187 All EU member states and EPC contracting states (with the exception of Liechtenstein) are party to the 
New York Convention.
1188 Cf. Mäder, 160, for example for Switzerland.
1189 Art. VII(1) New York Convention.
1190 Art. 1(2)(d) Regulation 44/2001.
1191 Art. 1(4) Lugano Convention.
1192 Cf. Jenard, Report, 13; Schlosser, Report, N 65; cf. also decision of the ECJ Marc Rich & Co AG v 
Societa Italiana Impianti p.a., ECJ July 25, 1991 (case 190/89).
1193 Cf. Schlosser, Report, N 61.
1194 Cf. Art. III New York Convention.
1195 Cf. Art. V New York Convention:
"1. Recognition and enforcement of the award may be refused, at the request of the party against whom it is 
invoked, only if that party furnishes (to the competent authority where the recognition and enforcement is 
sought) proof that:
a) The parties to the agreement referred to in article II were, under the law applicable to them, under some 
incapacity, or the said agreement is not valid under the law to which the parties have subjected it or, failing 
any indication thereof, under the law of the country where the award was made; or
b) The party against whom the award is invoked was not given proper notice of the appointment of the
arbitrator or of the arbitration proceedings or was otherwise unable to present his case; or
c) The award deals with a difference not contemplated by or not falling within the terms of the submission to 
arbitration, or it contains decisions on matters beyond the scope of the submission to arbitration, provided 
that, if the decisions on matters submitted to arbitration can be separated from those not so submitted, that 
part of the award which contains decisions on matters submitted to arbitration may be recognised and 
enforced; or
d) The composition of the arbitral authority or the arbitral procedure was not in accordance with the
agreement of the parties, or, failing such agreement, was not in accordance with the law of the country
where the arbitration took place; or
e) The award has not yet become binding on the parties, or has been set aside or suspended by a
competent authority of the country in which, or under the law of which, that award was made.
2. Recognition and enforcement of an arbitral award may also be refused if the competent authority in the
country where recognition and enforcement is sought finds that:
a) The subject-matter of the difference is not capable of settlement by arbitration under the law of that
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The cross-border recognition and enforcement of arbitral awards other than among 

European states is consequently, in many cases, easier than in the case of judgments 

rendered by common national authorities.

2. Disadvantages

As in all proceedings, there are also disadvantages in arbitration. The following are 

regularly addressed:

a) Not as expedient

Arbitrations are not as expedient or as cost-effective as often thought.

Some experts and parties take the view that arbitration is in fact slower than ordinary court 

proceedings1197. This is due to the fact that proceedings are very much in the hands of the 

parties. Since an appeal against the award is not regularly possible, the parties have the 

tendency to extensively prolong the case, including disclosure and cross-examination of 

witnesses1198. At the same time, the arbitrator's power in respect of strict case 

management and possible sanctions is usually1199 limited1200, although efforts are taken in 

certain arbitral institutions to improve the powers of the arbitration in that regard1201. 

Additionally, arbitrators are only human. If the case is complicated, it could even take time 

for an experienced arbitrator to completely understand the facts of the case1202.

There are also often delays when parties have to decide upon arbitrator(s)1203 or when 

they do not pay the requested costs in advance1204. Delays also occur if the parties opt for 

    
country; or
b) The recognition or enforcement of the award would be contrary to the public policy of that country."
1196 Cf. Art. IV New York Convention.
1197 For example, in the LG. Philips LCD's v Chunghwa Picture Tubes arbitration it took two years for an 
award to be rendered by an arbitration panel in New York.
1198 Cf. Bowler, Cost.
1199 In certain arbitrations the parties agree that exactly the same amount of time is given to both parties to 
present their case (so called "chess clock arbitration"). On the basis of such a procedure, the parties 
themselves decide the parts of the proceedings to which they want to give emphasis (cf. Briner, Reflections, 
143-144).
1200 Cf. Phillips, Enforce, 68; Lionnet, 604; König, Konfliktlösung, 352.
1201 Cf. Briner, Reflections, 140.
1202 Cf. Tschanz, 24.
1203 Cf. Schäfer E., 118.
1204 Cf. Briner, Reflections, 138-139.
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a panel of arbitrators instead of one single person to arbitrate, in the pursuit of greater 

organisational efforts 1205.

Arbitration is thus usually only faster if it is compared with a case before state-run 

jurisdiction with three tiers1206.

b) Not very cost-effective

Ad hoc arbitration is usually cheaper than institutional arbitration 1207. However, in any 

case, it can be expensive1208, or at least more expensive than regular court 

proceedings1209. 

This is especially the case when compared to a situation in ordinary court proceedings 

where the parties reach a friendly settlement at a very early stage of proceedings when the 

court fees are usually very limited1210. Lawyers and arbitrators all request fees, and there 

are no subsidies paid by the state, as is the case with most European civil court systems.

The problem of cost actually went as far as parties claiming an abuse of the law if a party 

makes use of the agreed arbitration in cases where only limited claims are at stake1211. 

Additionally, introducing legal aid for arbitration if access to justice would otherwise be 

denied has also been considered 1212.

In order to increase cost predictability and transparency, several arbitral institutions have 

also started to offer on-line cost calculators1213, making it possible for anyone interested in 

arbitration to get information as to what the proceedings could approximately cost. 

Nevertheless, costs are difficult to predict and very much depend on the behaviour of the 

parties, i.e. their positions, reactions, objections, number of witnesses examined, etc.1214

  
1205 Cf. Briner, Reflections, 138.
1206 Cf. Schäfer E., 118; König, Konfliktlösung, 361.
1207 Cf. Nixon, 486.
1208 Cf. Nixon, 486; Storme, 965.
1209 Cf. Lionnet, 604; Gulliksson, 298; cf. also Schäfer E., 118.
1210 Cf. Gulliksson, 298.
1211 Cf. Storme, 958.
1212 Cf. Storme, 961-962.
1213 Cf. for example <www.iccwbo.org/> or <www.swissarbitration.ch/costs.php>.
1214 Cf. Tschanz, 16.
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aa) Fast-track arbitration as a possible way to tackle high costs

It is well known that many companies are disappointed with the results of arbitration these 

days, as their cases are not settled as fast or as cheaply as expected1215.

In order to tackle the problems of speed and cost, the WIPO Arbitration and Mediation 

Center - like others1216 - started to offer "expedited arbitration". It is one type of summary 

proceedings, and it is carried out in a shortened time frame with condensed hearings and 

shortened time limits and, consequently, at reduced cost. On the basis of this procedure it 

has already been possible for the Center to issue a final award six weeks after the 

proceedings started.

This procedure should only be promising if the case is relatively simple1217. Patent cases, 

however, often involve complicated technical questions. It is therefore rather debatable 

whether the parties could agree on such fast-track arbitration in patent disputes and, even 

if they did agree, whether they would not change their minds once the tight timetable has 

been presented by the arbitrators1218.

c) Lack of arbitrator autonomy

Parties consider the freedom to appoint "their" arbitrator to be a quintessential aspect of 

arbitration1219. Although it is a precondition in any legal procedure - even in arbitration -

that the judges are impartial and independent1220, there is a certain danger that party-

appointed arbitrators may act as representatives1221. This risk exists not least because 

arbitrators are often well paid,1222 and therefore there is the imminent desire to be re-

appointed for future cases1223.

  
1215 Cf. Tschanz, 15.
1216 Cf. Geisinger Elliott, The Expedited Procedure under the Swiss Rules of International Arbitration, 
Jusletter 12. Juli 2004, <www.jusletter.ch>.
1217 Cf. Also the critics of Tschanz, 28.
1218 Cf. Briner, Reflections, 142.
1219 Cf. Peter, 4; Smit, II. Composition of the Tribunal; Weigand, 1081.
1220 Many arbitration rules therefore provide that, if the authority has to appoint the arbitrator, it must choose 
an independent and impartial arbitrator of a nationality other than the nationalities of the parties (cf. for 
example Art. 6(4) UNCITRAL Arbitration Rules).
1221 Cf. Lionnet, 604.
1222 The salaries of arbitrators seem, however, to be decreasing (cf. Storme, 965; Peter, 9).
1223 Cf. also König, Konfliktlösung, 361.
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In fact, it is not uncommon for arbitrators to be threatened with proceedings and claims 

against them personally if they do not act in a particular manner1224. Laws in some states 

therefore provide that an arbitration agreement is invalid if it gives one of the parties 

thereto a privileged position with regard to the appointment of the arbitrator(s)1225.

The fight against arbitrators’ lack of autonomy seems, however, to be gaining momentum. 

The International Bar Association, for example, has meanwhile adopted guidelines in order 

to ensure the impartiality of arbitrators1226.

A party should, however, keep in mind that an arbitrator who is simply sticking to his 

party's initial position is not likely to carry weight with the other members of the panel 

anyway. Good relations with the other possible arbitrators, having considerable flexibility 

and common sense, and offering creative solutions all seem to be much more important 

factors in being a successful arbitrator1227. Arbitrators should be service providers with a 

global perspective and an open mind in order properly to fulfil their duties1228.

d) Bad-quality awards and "wrongly" chosen arbitrators

The fact that arbitration developed into a multimillion-Euro business attracted many people 

to becoming arbitrators, some even without the required experience. In many states, the 

qualifications needed to become an arbitrator are minimal or do not exist at all1229.

This is surprising when one considers that arbitration in fact replaces ordinary 

jurisdiction1230. However, bearing in mind that arbitration is a private jurisdiction voluntarily 

chosen by the parties, and that one of the advantages of arbitration is that the parties have 

the right to choose their arbitrators, it is understandable that the state does not interfere in 

this regard.

  
1224 Cf. Griffith Gavan, Possible issues for an annex to the UNCITRAL Model Law, Enforcing Arbitration 
Awards under the New York Convention: Experience and Prospects, Colloquium held in the Trusteeship 
Council Chamber of the United Nations Headquarters, New York on 10 June 1998.
1225 Cf. for example Art. 1678(1) Belgian Civil Procedure Act.
1226 Cf. "IBA Guidelines on Conflicts of Interest in International Arbitration", available at 
<www.ibanet.org/images/downloads/guidelines%20text.pdf>.
1227 Cf. Lew, III. Selection of Arbitrators; Smit, II. Composition of the Tribunal.
1228 Cf. Weigand, 1092; 1095.
1229 Cf. Weigand, 1083.
1230 Cf. Weigand, 1083.
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Historically, as most private institutional arbitration rules only required very limited 

qualifications for becoming an arbitrator1231, parties naturally selected arbitrators who did 

not have the necessary particular knowledge1232 or time available, leading to delays in the 

proceedings1233 or even to awards of low quality1234: "L'arbitrage vaut ce qui vaut l'arbitre"

is therefore a popular quote with regard to the usefulness of arbitration1235. 

Many arbitration institutions obviously feared that arbitration could lose the public’s trust,

and they started to offer lists of experienced arbitrators and even introduced quality 

controls1236 in order to ensure the requested service. There is, however, always the risk 

that one could appoint the wrong arbitrator, not least if the lists provided include hundreds 

of names of potential candidates. The effects of choosing the wrong arbitrator can be 

profound1237, since regularly only a narrow range of awards is subject to appeal, as 

mentioned above.

e) Unsatisfactory proceedings and unpredictable results

User-friendly and practical procedures ensuring justice for the parties are important 

factors1238 in making arbitration a real alternative to ordinary jurisdiction. However, some 

experts argue that the extensively party-run proceedings of arbitration involve some

danger that the parties will not deal with it in the optimal way1239. Others say that some

rules of arbitration are too formal and are therefore not far from regular litigation 

anyway1240.

  
1231 Cf. Weigand, 1084.
1232 Cf. Briner, Philosophy, 9.
1233 Cf. Schäfer E., 118.
1234 Cf. WPL/9/00, 3. It seems that some arbitral awards included orders to pay more than 100 million US $ 
damages and included explanations of only four pages (cf. Tschanz, 18).
1235 Cf. Weigand, n. 5.
1236 Cf. for example Wehrli Daniel, Management of the Proceedings and Quality Control under the Swiss 
Rules, Jusletter 12. Juli 2004, <www.jusletter.ch>.
1237 Cf. König, Konfliktlösung, 361; Huber, 90.
1238 Cf. AIPPI resolution on Question 106, Possibility of arbitration of intellectual property disputes between 
private parties.
1239 Cf. Schäfer E., 118.
1240 Cf. Phillips, Enforce, 68; Peter, 9.
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Another problem of arbitration is that the awards are very difficult to predict. It seems that 

certain arbitrators interpret the law in their own way and decide upon justice based on their 

personal feelings1241.

f) Appeal procedures

Quite a number of the losing parties do not accept the arbitration decision. Awards are 

consequently often subject to nullity or appeal to the courts1242 on the basis of national law 

applicable at the place of arbitration or at the place of recognition and enforcement of the 

award1243.

In particular, the extensive use of Article V(1)(e) New York Convention seems to provoke 

delays and complaints, since it provides that the recognition and enforcement of an 

arbitration award can be refused if it has been set aside or suspended by a competent 

authority of the country in which, or under the law of which, that award was made1244.

IV. Arbitration and patent rights

1. General

Arbitration seems to be excluded as a reasonable option if a party has no interest in 

settling the dispute and is not cooperative. In addition, it is difficult to reach an arbitration 

agreement if several parties are involved in the dispute1245 and if an arbitration clause has 

not already been implemented into a contract beforehand. Furthermore, it could be 

problematic if fast injunctive relief is necessary, since such arbitral awards usually have to 

be transferred into enforceable judgments first1246.

  
1241 Cf. Tschanz, 17.
1242 Cf. critics by Briner, Philosophy, 9.
1243 Cf. Schäfer E., 113; Phillips, Enforce, 68; König, Konfliktlösung, 361; Schweyer, 156; Hochstrasser/Vogt, 
107.
1244 Cf. Paulsson Jan, Awards set aside at the place of arbitration, Enforcing Arbitration Awards under the 
New York Convention: Experience and Prospects, Colloquium held in the Trusteeship Council Chamber of 
the United Nations Headquarters, New York on 10 June 1998.
1245 Cf. Gulliksson, 298.
1246 Cf. Bowler, Remedies; Hochstrasser/Vogt, 107; König, Konfliktlösung, 356-357.
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However, there are several good reasons why arbitration could be taken into consideration 

in a patent dispute:

- First, arbitration makes it possible to choose as arbitrators highly qualified technicians 

and lawyers with a good deal of experience in patent law and patent litigation1247. Expert 

evidence would, in many cases, not be necessary any more1248.

Arbitration could therefore be a real alternative to ordinary courts where only jurisdictions 

with limited experience are available1249. 

- Second, the arbitration panel could also be constituted internationally, which could be of 

special interest in cross-border patent litigation1250. 

- Third, arbitrators are rather reluctant to deal with legal questions that are in dispute 

among courts and with doctrine, as well as to develop the law1251. Quite often they also 

have to decide on cases that have to deal with matters where legal principles or common 

jurisprudence have not yet been fully developed1252. Arbitrators could consequently follow 

a more pragmatic approach in certain cases without the far-reaching legal consequences 

of a court's decision1253. 

- Fourth, patent arbitration could be cheaper than litigation1254. This seems to be the case 

particularly within the common law system. This was one of the reasons why it was 

suggested that the United Kingdom introduce compulsory arbitration in patent disputes1255.

However, arbitration would in most cases be more expensive than court litigation1256, at 

least if ordinary patent jurisdiction can be limited to one instance. The main reason is that 

the court does not depend as much on the goodwill of the parties for strict case 

  
1247 Cf. Perret, Arbitrabilité, 240; Véron, ADR, 4; Bowler, Cost; Wittenzellner, 153.
1248 Cf. König, Konfliktlösung, 356.
1249 Cf., however, the new Hague Convention on Choice of Court Agreements, §7 C.I. Introduction.
1250 Cf. König, Konfliktlösung, 361; Smit, XI. Conclusions.
1251 Cf. König, Konfliktlösung, 361.
1252 Cf. Niblett, Advantages of Arbitration.
1253 Cf. Niblett, Advantages of Arbitration.
1254 Cf. Bowler, Cost.
1255 Cf. Kingston, 155, and §6 F. Compulsory arbitration.
1256 Cf. Véron, ADR, 10-11; Bowler, Cost.
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management and a predetermined number of hearings1257. Fast-track arbitration would 

only be helpful in a limited number of cases1258.

- Fifth, patent disputes often involve discussions on trade secrets and confidential 

information on licensing agreements, customer lists, etc.1259. The confidentiality of 

arbitrations therefore offers a safeguard to the parties in terms of avoiding public 

disclosure1260 and protecting their reputation1261.

2. Confidentiality problems of patent arbitration and the limited scope in Europe

Confidentiality is also a highly praised advantage of patent arbitration 1262.

By contrast, arbitration should be avoided if publicity is in fact desired. This could be the 

case, for example, if other competitors are to be discouraged from a potential patent right 

infringement1263.

Publicity could also have a commercial effect. In the USA, the patent dispute over the 

BlackBerry e-mail device1264 - and the wide press coverage - made the tool famous all 

over the world. Additionally, it can put parties under pressure to reach an agreement. In 

the BlackBerry case, there was obviously the danger that the US economy would have 

suffered great damage if the service had to be shutdown1265.

However, publicity can also ruin the commercial position of the other party1266. It can 

therefore greatly improve a party's position in a patent case.

  
1257 Cf. Véron, ADR, 10-11; cf. also Briner, Reflections, 141-142.
1258 Cf. §5 B.III.2.b)aa) Fast-track arbitration as a possible way to tackle high costs.
1259 Cf. Lew, V. Confidentiality; Niblett, Advantages of Arbitration.
1260 Cf. Nixon, 485; 
1261 Cf. Bowler, Cost.
1262 Cf. Véron, ADR, 1.1.
1263 Cf. Nixon, 485.
1264 Cf. Véron Pierre/Véron Margerie, The Internet: A Fourth Procedural Dimension For Patent Infringement 
Litigation, Festschrift für Jochen Pagenberg zum 65. Geburtstag, Beier Dietrich/Brüning-Petit 
Laurence/Heath Christopher (eds.), Köln et al. 2006, 363-273, 366-368.
1265 Cf. Bodoni Stéphanie, RIM and NTP settle BlackBerry dispute, Weekly News 7 March 2006, <www. 
managingip.com>.
1266 Cf. Véron, ADR, 3.
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In addition, publicity can influence third parties. A dispute arising out of a licensing 

agreement on a patent right could easily have a direct impact on other existing licensing 

contracts1267. Other licensees could get to know that a patent was declared invalid in an 

arbitration award, for instance.

Confidentiality could therefore seem problematic, not least from the view of the general 

public. Competition could be blocked by a patent right which was unlawfully granted. One 

could argue that an arbitration award does not block anyone from filing a revocation action 

with regard to a patent that seems to be invalid. However, although arbitration awards are 

legally binding decisions from private jurisdictions, the public has, in general, no 

information on the patent arbitration and ultimately no access to the awards. 

Consequently, it is not possible for other competitors to get information on whether the 

patent was possibly wrongfully granted, beyond the information published with the grant of 

the patent.

The extent of the impact of patent awards on the public is, in fact, in dispute. It is argued 

that patent rights are freely disposable on the part of the right holder. He could, for 

example, revoke his patent on his own motion. Consequently, a court of arbitration should 

also be able to decide about these rights in extensis1268. This view can be supported from 

a very abstract perspective.

However, the fact that arbitration awards are generally confidential and that the revocation 

of a patent may have a considerable impact on public interest - as in the example of the 

BlackBerry tool1269 - seems to support a solution whereby revocation is excluded from the 

scope of arbitration.

In fact, most states opted for such an approach and simply do not allow arbitration to cover 

the patent revocation issue1270. These states consequently excluded this matter from the 

scope of arbitration, or limited it, and refuse to recognise and enforce such awards in 

international arbitration on the basis of possible bilateral agreements or on the basis of 

  
1267 Cf. Lew, V. Confidentiality.
1268 Cf. Blum Rudolf E./Pedrazzini Mario M., Das schweizerische Patentrecht, Band II, 2. Auflage, Bern 1975,
Art. 26, N 31; Troller, IGR II, 1052; David, 27.
1269 See, however, Blum/Pedrazzini, Art. 76, N 4.
1270 Cf. WPL/8/99; WPL/9/00.
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Article V(2) New York Convention. The national patent register would consequently have 

remained unchanged if a patent revocation award had been presented1271.

The principal reasons for this approach are policy1272, the lack of disposal of such 

rights1273, the assurance of a certain uniformity of jurisprudence1274, and the effect of 

patent rights on third parties1275. The argument that the revocation of a patent has an erga 

omnes effect has also been put forward against the arbitration of patent validity1276. This 

argument does not seem very convincing, however.

The question of validity can, in ordinary patent infringement litigation, be raised in many 

countries by way of exception or as an incidental matter1277. The effect of the incidental 

ruling on validity would only be inter partes in most jurisdictions and would therefore not be 

binding for the public in general1278.

However, even an inter partes revocation award could have an impact on the public as a 

whole: in order to decide on the infringement of a licensing contract, for instance, the 

arbitration would have to determine the scope of protection of the patent claims. This 

interpretation could consequently also influence other competitors and the public and 

would not only be a matter of interest to the parties. The greater interest of the public in 

patent rights seems to be supported by the fact that patent infringements are subject to a 

criminal penalty in most states.

Exceptions to a restricted approach to patent invalidity questions being raised during 

arbitration exist in such countries as Belgium1279 and Switzerland,1280 which accept that a 

court of arbitration deals fully with the validity of national patents1281. They consequently 

also recognise and enforce patent revocation awards and provide them with an erga 

  
1271 Cf. Vischer, IPR, 676.
1272 Cf. Niblett, Public Policy, Briner, Arbitrability, 1.9.2.; Lenoir/Banchereau, N 4-14.
1273 Cf. Poudret/Besson, N 354; Perret, Arbitrabilité, 234.
1274 Cf. Perret, Arbitrabilité, 240.
1275 Cf. Briner, Arbitrability, 1.10.2.
1276 Cf. Poudret/Besson, N 354; Perret, Arbitrabilité, 231.
1277 This is, however, no longer possible if the validity question is raised in an infringement case including a 
foreign patent, cf. §3 C.VI.b)bb)aaa) The ECJ's judgment GAT v LuK.
1278 Cf. Perret, Arbitrabilité, 231.
1279 Cf. WPL/8/99, 71.
1280 Cf. WPL/13/99; Briner, Arbitrability, 2.2.1; 2.2.2.
1281 The same applies to a European patent with effect in the respective state.
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omnes effect1282. The recommendation of the London Intergovernmental conference that 

states may give a broader effect than inter partes to arbitration awards was actually 

formulated in this way because the working party did not want to restrict the generous 

policy of these two states.

What is unclear is whether international arbitrations in these states may also decide on 

foreign patents or foreign parts of a European patent. Some parts of legal doctrine suggest 

that this question has to be answered on the basis of lex causae and therefore depends on 

the law applicable to the patent in question1283. For example, if Dutch law does not allow 

patent revocation arbitration1284, international arbitration with a seat in Belgium would be 

excluded from dealing with the invalidity of a Dutch patent or of a Dutch part of a European 

patent.

In Belgium and Switzerland, patent awards are also hardly ever published and alterations 

made in the patent register on the basis of a revocation decision1285.

3. Effects of the recommendations of the Intergovernmental conference of the EPC 

contracting states 

The recommendation of the Intergovernmental conference of the EPC contracting states to 

render it possible, if necessary, for an arbitration body to examine the validity of a patent in 

the event of arbitration on the infringement seems to deny the interest of the general 

public. It is, however, a fact that arbitration on IP rights - including patents - is little used all 

over Europe1286. This is surprising, since most states in Europe actually accept arbitration 

with regard to patent infringements1287.

  
1282 Cf. Perret, Arbitrabilité, 232-233; In Belgium, it seems that there is a certain reluctance to provide the 
award with such an effect, although the law would support it, cf. WPL/8/99, 71.
1283 Cf. Perret, Arbitrabilité, 237; cf. also Vischer, IPR, 676, who sees the main reason for an arbitration with 
a seat in Switzerland not dealing with the validity of a foreign patent as the possible lack of enforcement of 
the award.
1284 In the Netherlands, patent revocation is exclusively dealt with before ordinary courts; arbitration can, 
however, incidentally decide upon validity (Mäder, 166; Poudret/Besson, N 359; Briner, Arbitrability, 1.10.3.1)
1285 Cf. WPL/13/99, 2; WPL/8/99, 72-73.
1286 Cf. WPL/9/00, 3.
1287 Cf. WPL/9/00, 3.
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In fact, states - correctly - do not seem to have problems with arbitration as long as their

own law and order are not endangered1288. Since patent arbitration has only limited 

significance, the EPC contracting states could also accept that private jurisdictions decide 

on patent infringement matters, and now possibly even on revocation issues. Additionally, 

one should also bear in mind that only a small number of granted patents have a great 

impact on the daily life of the population.

Another important factor which could have supported the decision possibly to accept a 

broader scope of patent arbitration by most EPC contracting states is the strict anti-

competition rules of the EU, including far-reaching sanctions. There is consequently a 

safety net1289 available at the Community level if parties agree on contracts which may

affect trade between EU member states and which have as their object or effect the 

prevention, restriction or distortion of competition within the common market1290.

However, probably the most important factor which made it possible for the 

Intergovernmental conference to agree was that the effect of patent revocation awards 

would be limited to the parties involved, and thus the exclusive authority to decide on the 

patent revocation with effect erga omnes remained with the state authorities, and that no 

state was bound by this approach. Law and order would therefore not seem to be at 

stake1291.

The possibility of arbitrations to render patent revocation awards with effect inter partes

would no longer make it a possible duty for the arbitrations to stay proceedings1292 until the 

court responsible decided on the validity of the patent if it was called into question by a 

party. As mentioned above, this was particularly important if the parties wanted to increase 

the possibility of enforcing the arbitral award.

Another and more frequent way out of this situation was that the parties agreed that the 

patent right would be surrendered if it were revoked by the arbitration1293. This could be 

  
1288 Cf. Geimer, N 3781.
1289 Cf. also Nixon, 486.
1290 Cf. Art. 81 EC Treaty.
1291 Cf. also Schweyer, 156.
1292 Cf. Schweyer, 156.
1293 Cf. Bowler, Remedies.
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implemented in most states by an appropriate declaration of the patent holder before the 

competent national authority.

If the recommended approach of the Intergovernmental conference was transferred into 

national law, it could therefore provide new incentives to arbitrate patent disputes.

V. Conclusion

Arbitration is not as perfect an option as is sometimes expected1294, but it has the ability to 

satisfy the needs of commerce in a way that ordinary court litigation could only do to a 

limited extent. If the advantages and disadvantages of arbitration for commerce and the 

public as a whole are weighed up, the advantages prevail.

From a general point of view, arbitration has not least the benefit that it relieves courts of

their burden of work1295. It therefore contributes to fewer delays in justice. This could be 

particularly important for national courts with little or no experience in patent law and 

patent litigation.

Arbitration could theoretically also support the unification of jurisprudence1296. The 

possibility to choose internationally constituted panels and lawyers from different parts of 

the world would certainly contribute to a harmonisation of legal practice. The major reason 

why there are limited chances that this will indeed happen is, again, the confidentiality of 

arbitration and the limited number of patent cases.

It would also seem more than questionable whether the extension of authority of arbitration 

as recommended by the Intergovernmental conference would increase the number of 

patent arbitrations. A higher number of arbitrations in patent disputes could be justified by

the possibility of letting arbitration decide on several parts of a European patent. Arbitration 

could thus help avoid multiple litigations on the same subject matter that arise before 

several courts1297. The costs and complications of multiple litigations with different 

  
1294 Cf. Tschanz, 22.
1295 Cf. Lionnet, 607-608; Christophersen, 343.
1296 Cf. also Smit, Choice of Law in Arbitration.
1297 Cf. also AIPPI resolution on Question 106, Possibility of arbitration of intellectual property disputes 
between private parties.
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proceedings1298 could be reduced, the risk of contradictory decisions could be limited, and 

legal certainty could be increased1299.

However, even if the Intergovernmental conference recommendation were implemented, 

the fact that a decision by arbitration could only decide on patent validity if it is mounted 

incidentally in an infringement dispute limits the attractiveness of patent arbitration. 

Additionally, the limited experiences made with regard to patent arbitration in Switzerland, 

traditionally known for its high number of arbitration cases, giving patent awards the 

broadest possible effect, seem to speak against the more frequent use of patent 

arbitration1300.

C. Mediation

Mediation may be described as a way to consensually1301 solve conflicts between parties 

by using a person acting as a neutral1302 intermediary, or a so-called "mediator"1303. Unlike 

in arbitration, "neutrality" does not mean that the mediator is systematically closer to one 

party. He is neutral with regard to the result1304.

Mediation is a non-binding and voluntary procedure, initiated1305 and controlled by the 

parties, thus making it possible for parties to stop the procedure whenever they feel that 

their interests can no longer be met.

In contrast to arbitration, it is non-confrontational and not directed to a judgment which 

becomes res iudicata. The aim is to create a dialogue between the parties with the help of 

the mediator in order to increase the understanding of each other's position and to reach a 

result where all the parties involved win1306. Consequently, mediation is not directed to 

  
1298 Cf. Bodoni, 35.
1299 Cf. Miller in: Bodoni, 35; Wittenzellner, 147.
1300 Cf. WPL/13/99, 2.
1301 Cf. Baltzer-Bader, 641.
1302 Cf. Stieger, Konfliktvermeidung, 42-43; Christophersen, 344; Brown-Berset, 341.
1303 Cf. Phillips, Enforce, 69; WIPO Arbitration and Mediation Center, <www.wipo.int/amc/en/mediation/what-
mediation.html>; Brown-Berset, 323.
1304 Cf. Brown-Berset, 347.
1305 Cf. Christophersen, 344.
1306 Cf. Stieger, Konfliktvermeidung, 41; König, Konfliktlösung, 349; Baltzer-Bader, 642; Christophersen, 343; 
Vitoria, 398.
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finding justice but rather to supporting the parties by identifying their needs1307 and finding 

optimal solutions which satisfy these interests1308. 

The mediator is neither a decision-maker nor a suggestion-maker for a possible 

agreement1309, as is usually the case in ordinary court proceedings in reaching a friendly 

settlement1310. However, it seems clear that the mediator is in a unique position1311.

The mediator is reduced to a facilitator position, guiding the proceedings, filtering the 

needs and interests of the parties involved1312 and creating an atmosphere of constructive 

communication1313 without having influence on the matter in dispute1314. The aspect of the 

mediator's qualifications is therefore of the utmost importance1315.

In patent litigation, where technical and legal questions are at stake, it could even be 

useful to have a team of mediators1316. However, this would not be necessary if a mediator 

with a technical and legal background, such as a retired English patent judge, were acting 

as mediator.

As in arbitration, mediation is split into ad hoc and institutional mediation1317. It is also 

confidential1318, and it is up to the parties to decide how much information they want to 

provide externally1319. If publicity is requested, it could therefore be the wrong model to 

choose1320. 

  
1307 Cf. Vitoria, 401.
1308 Cf. Baltzer-Bader, 642; Brown-Berset, 331.
1309 Cf. Baltzer-Bader, 641; Brown-Berset, 341, 347; cf. however, Stieger, Konfliktvermeidung, 42.
1310 Cf. Brändle Dieter, Der Weg zum Vergleich im Patentprozess, Festschrift für Rüdiger Rogge zum 65. 
Geburtstag, 2001 GRUR, 880-883, 882.
1311 Cf. Brown-Berset, 353-357 with regard to the different possible tasks of a mediator. In July 2004, the 
European Commission organised the launch of a Code of Conduct for Mediators. The code sets out a 
number of principles to which individual mediators can voluntarily decide to commit, under their own 
responsibility. It can be downloaded from <www.ec.europa.eu/civiljustice/adr/adr_ec_code_conduct_en.pdf>.
1312 Cf. Stauder, Mediation, 359.
1313 Cf. Christophersen, 344.
1314 Cf. Baltzer-Bader, 642.
1315 Cf. also Weigand, 1083; Baltzer-Bader, 642; Christophersen, 348.
1316 Cf. Stauder, Mediation, 358.
1317 Cf. Brown-Berset, 336.
1318 Cf. Christophersen, 345; Stauder, Mediation, 352.
1319 Cf. Brown-Berset, 350.
1320 Cf. above §5 B.IV.2. Confidentiality problems of patent arbitration and the limited scope in Europe; 
Brown-Berset, 335.
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All this makes it clear that mediation can be even more useful than arbitration in 

safeguarding business relationships between parties and also in ensuring a higher degree 

of acceptance of the results by the parties involved 1321. However, mediation can also help 

if no settlement, such as a licensing agreement or a supply contract,1322 can be reached 

since the parties have elaborated the case so as to enable them possibly to see their 

strengths and weaknesses1323, and to prepare grounds for subsequent arbitration or court 

proceedings1324. Judicial resources could thus be more efficiently used.

In France and in the United Kingdom, mediation can be suggested by the courts1325 and, in 

the United Kingdom, courts can even order sanctions if ADR is unreasonably refused by a 

party1326. It seems that this approach has had a very positive effect on the number of pre-

trial settlements in the United Kingdom1327. The European Commission also suggested 

including a rule which provides for legal aid to be available for extra-judicial proceedings in 

certain circumstances in its proposal for a Directive on legal aid1328. This would have 

consequently helped less well-off people to enjoy access to alternative dispute resolution.

However, the proposal was deleted during the legislative procedure1329.

Mediation techniques can also be of service in arbitration1330 or in ordinary litigation in the 

course of endeavours to reach a friendly agreement. 

The general weakness of mediation is that it is only useful if the parties are ready to 

involve themselves, and capable of involving themselves, in a dialogue in order to reach a 

  
1321 Cf. Brown-Berset, 324; 333; Baltzer-Bader, 645.
1322 Cf. Vitoria, 398.
1323 Cf. Phillips, Enforce, 69.
1324 Cf. WIPO Arbitration and Mediation Center, <www.wipo.int/amc/en/mediation/what-mediation.html> on 
the definition of mediation.
1325 Cf. Brown-Berset, 337-338.
1326 Cf. Brown-Berset, 338-339; Vitoria, 399; cf. also §2 F.I Courts of first instance.
1327 Cf. Stauder/Llewelyn, 54.
1328 Cf. Art. 16 of the proposal of the European Commission for a Directive on legal aid which provides that 
legal aid shall be granted in cases where disputes are settled via extra-judicial procedures, if the law makes 
provision for such procedures or if the parties to the dispute are ordered by the court to have recourse to 
them (cf. Proposal for a Council Directive of 18.1.2002 to improve access to justice in cross-border disputes 
by establishing minimum common rules relating to legal aid and other financial aspects of civil proceedings, 
COM(2002) 13 final).
1329 Council Directive 2003/8/EC of 27 January 2003 to improve access to justice in cross-border disputes by 
establishing minimum common rules relating to legal aid for such disputes.
1330 Cf. König, Konfliktlösung, 349.
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self-elaborated result, and if both their interests can be satisfied to a certain extent. In pure 

counterfeiting and piracy cases, mediation should therefore be regularly excluded1331.

D. Other models of Alternative Dispute Resolution

The desire to resolve conflicts in an amicable and non-jurisdictional way does not stop with 

mediation. A great variety of other alternative proceedings have been developed. Just to 

mention a few:

I. Schiedsgutachten

The Schiedsgutachten - expert determination - is a binding opinion given by a third party 

on a specific factual or legal question1332. This model of alternative dispute resolution is 

therefore much closer to arbitration than to mediation.

The person giving the expert determination has the same function as the arbitrator: he is 

providing jurisprudence1333. The difference lies in the effect of the result: the arbitral award

and the expert determination in general replace a court decision if, by party agreement, the 

effect of the determination is not limited to a recommendation to the parties. The 

Schiedsgutachten is, however, a decision which cannot become res iudicata. It has the 

status of a contract and the parties are bound by what has been decided1334.

In contrast to some expert opinions, the Schiedsgutachten is binding in a following 

arbitration or court procedure1335 - if the effect was not limited by the parties. The deciding 

body would only check whether it was established under correct circumstances and would 

have to render a judgment based upon the finding in the opinion if it is not manifestly 

incorrect1336.

  
1331 Cf. WIPO Arbitration and Mediation Center, Frequently asked question, For which disputes is mediation 
appropriate and what are its advantages?, <www.wipo.int/amc/en/mediation/guide/index.html>; Stauder, 
Mediation, 356.
1332 Cf. Tschanz, 53; Huber, 101; Stieger, Konfliktvermeidung, 48-49.
1333 Cf. Tschanz, 54.
1334 Cf. Huber, 101.
1335 Cf. Stieger, Konfliktvermeidung, 49; Huber, 103. 
1336 Cf. Tschanz, 58; Huber, 104.
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The Schiedsgutachten would consequently pre-determine a certain point of the dispute,

such as the extent of protection of a patent. Whether it could also deal with the question of 

patent infringement seems to be a point of debate. Particularly unclear is whether an 

ordinary court dealing with the case later should be bound by the expert determination on 

the infringement1337. 

The WIPO Arbitration and Mediation Center has in the meantime also started to offer 

expert determination services1338.

II. Mediation Arbitration ("med-arb")

As the term "med-arb" suggests, the parties first try to reach an agreement by mediation 

and, if they are unsuccessful, the "mediator" mutates into an "arbitrator" and renders an 

award1339.

In the mediation phase, the parties are typically questioned separately. The information 

given to the mediator can only be communicated to the other party if the party heard 

agrees1340. If the parties cannot find common ground for an agreement, the proceedings 

will typically continue in an arbitral form1341.

Many models of "med-arb" are practised, and it could also happen that the facilitator 

changes back and forth between mediation and arbitration1342. The procedure can 

therefore be similar to conciliation in ordinary court proceedings, where the judge typically 

tries to reach a friendly agreement before deciding the case1343.

One of the most common models of "med-arb" combines mediation with last-offer 

arbitration - known as "medaloa". On the basis of that model, the mediator must collect a 

last best offer of the parties and then, if the mediation phase is concluded unsuccessfully, 

  
1337 Cf. Stieger, Konfliktvermeidung, 49.
1338 Cf. <www.wipo.int/amc/en/expert-determination/>.
1339 Cf. Telford, 1; Brown-Berset, 346; Huber, 106; Stieger, Konfliktvermeidung, 47.
1340 Cf. Huber, 106.
1341 Cf. Huber, 106.
1342 Cf. Telford, 2; 14-15.
1343 Sometimes "mediation" is used interchangeably with "conciliation", cf. Brown-Berset, 330.
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must choose one of them1344. "Med-arb" has become increasingly popular in the US and 

Canada for settling disputes1345. Some critics question whether the mediator can act as 

arbitrator in an unproblematic way1346. Others point to the possible abuse of the process if 

a med-arbiter threatens to move quickly to arbitration1347.

III. "Minitrial"

A "minitrial" is characterised by a committee consisting of a neutral third party and one 

company manager of each party. The managers start to negotiate in order to reach an 

agreement1348 with the help of a mediator as soon as the parties have concluded the 

presentation of their positions.

The "minitrial" appears in practice in wide variations and is offered by several arbitration 

institutions1349.

It seems that the first "minitrial" developed out of a lengthy and costly patent dispute in the 

US. It could thus be particularly useful as an alternative to ordinary proceedings in major 

patent disputes among big companies1350.

E. Conclusion

The principal benefit of mediation and other non-adversarial models of ADR is that parties 

try to find solutions that satisfy their interests. A situation where a party loses everything 

can therefore generally be avoided 1351, i.e. that a decision on an infringement or 

revocation of a patent is rendered.

  
1344 Cf. Telford, 14; Stieger, Konfliktvermeidung, 47-48; Huber, 107.
1345 Cf. Telford, 1.
1346 Cf. Schäfer E., 112.
1347 Cf. Telford, 3-4.
1348 Cf. Stieger, Konfliktvermeidung, 46; Schäfer E., 112.
1349 Cf. for example the "minitrial" of the Netherlands Arbitration Institute, <www.nai-nl.org/english/>.
1350 Cf. Stieger, Konfliktvermeidung, 46.
1351 Cf. Christophersen, 347.
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ADR has the benefits of a confidential procedure. Mediation is particularly flexible, can be 

cost-efficient1352, and shorter than ordinary litigation if a solution can be found1353. This has 

been illustrated in disputes involving numerous parties and several jurisdictions1354.

ADR has, without a doubt, an important role in dispute settlement as it includes methods 

that are often better suited to the nature of the disputes involved. It enables the parties to 

meet each other and to exchange information in a more neutral environment, helping to 

put aside misunderstandings and potential prejudices1355. It is therefore, not least, very 

popular in commercial disputes1356.

The European Commission has submitted a proposal for a Directive on certain aspects of 

mediation in civil and commercial matters1357 in order to promote the use of mediation.

With regard to patent disputes, the mediation services offered by WIPO and the UK

Intellectual Property Office1358 are of special importance. However, although many experts 

predict an increase in ADR and, in particular, mediation, it seems that it will continue to 

play a marginal role in patent litigation.

There are several reasons against a wide use of ADR in patent litigation1359:

- warning letters, 

- an often necessary and hasty reaction by the patent holder with preliminary court 

measures in order to stop a potential infringement, 

- patent law is a field where difficult business, legal and technical questions have to be 

answered and often includes specific problems, such as nullity questions, which are only 

  
1352 Cf. Stauder, Mediation, 356-357.
1353 Cf. Brown-Berset, 324; Christophersen, 347; Vitoria, 398.
1354 Cf. Vitoria, 398.
1355 Cf. Vitoria, 405.
1356 Cf. Baltzer-Bader, 642.
1357 Proposal for a Regulation of the European Parliament and of the Council of 22.10.2004 on certain 
aspects of mediation in civil and commercial matters, COM(2004) 718 final. However, until now the 
European Parliament and the Commission have not been able to agree on a common text.
1358 Cf. <www.ipo.gov.uk/patent/p-manage/p-useenforce/p-useenforce-dispute/p-useenforce-dispute-
mediation/p-useenforce-dispute-mediation-ourmediation.htm>.
1359 Cf. Stauder, Mediation, 352-355; 358-361.
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accessible to ADR to a limited extent.

Consequently, ADR will not significantly lessen the number of multiple patent cases. 

Furthermore, it will not support the unification of legal practice. The general characteristics 

of confidentiality, the probability of a continuingly limited number of ADR proceedings in 

patent disputes, and the fact that, in many varieties of ADR, there are no final judgments 

on the case are all reasons against it.
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§6 COMBINATION OF CONCENTRATION OF LITIGATION AT THE NATIONAL LEVEL 
AND OTHER MEASURES

The possible alternatives for achieving a uniform interpretation of European patent law will 

be listed in ascending order from the least to the greatest intervention in the national 

sovereignty of an EPC contracting state. Arbitration, mediation and other instruments of 

Alternative Dispute Resolution have already been dealt with in a separate chapter, as their 

impact on sovereignty varies according to the instrument in question.

A. Judicial cooperation

I. Cooperation among judges

1. Introduction

The potential lack of a spirited European interpretation of European patent law by the 

national courts was realised early on1360. When the first European patents started to be 

litigated1361, efforts were consequently made to assist the courts in the development of a 

uniform European patent doctrine1362.

A first proposal included the publication of judgments of national courts relating to 

European patents1363, and the creation of comprehensive bibliographies1364. This 

suggestion was quite obviously aimed at a broad consultation of "foreign" judgments and 

legal views by national judges. The EPO immediately accepted the request to expand the 

already executed publication of decisions of the EPO Boards of Appeal1365 to judgments of 

national authorities dealing with European patents.

Another approach which should have avoided discord and which should have paved the 

way for the uniform development of a common European jurisdiction was the creation of 

  
1360 Cf. Haertel Kurt/Singer Romuald, Two Years of the European Patent Office and European Patent Law, 
1981 IIC, 277-308, 305; Singer, Patentsystem, 186; Kolle/Stauder, Symposia, 955.
1361 Cf. Kolle/Stauder, Symposia, 955.
1362 Cf. Stauder Dieter in: Singer/Stauder, 3rd edition, Art. 69, N 6; Beier, Cooperation, 711.
1363 Cf. Haertel/Stauder, 91.
1364 Cf. Straus, Information, 760.
1365 Cf. Straus, Information, 759.
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judges’ symposia1366. The main goal of the conferences was to bring judges closer 

together and make them more sensitive to national legal views. The efforts were initially 

only partly successful, however. At the end of the millennium, Judge Jacob came to the 

conclusion that, until the beginning of the 1990s, judges of courts across Europe paid only 

little attention to the activities of judges in other countries1367.

The reason for the change in the behaviour of judges was the growing number of multiple 

litigations with diverging results. A possible factor might have also been the extensive 

forum shopping that was being practised and that was leading to sometimes unsatisfactory 

results1368. However, a crucial factor was the growing development of cross-border 

injunctions1369 resulting from the increasing internationalisation of patent litigation and the 

following sudden intervention of "foreign" courts in a home court’s jurisdiction. The 

statement of Judge Jacob that courts started to look at each other’s judgments1370 - or 

rather had to start to look at each other’s decisions - was therefore no coincidence1371.

This general development upgraded the patent judges’ symposia and made them into a 

very important forum for discussion1372 - not least with regard to cross-border jurisdiction 

itself - and for an exchange of views among interested users of European patent law.

2. The Patent Judges’ Symposia1373 and their impact on a uniform interpretation

As predicted by Judge Bruchhausen at the first patent judges’ symposium, it took 

circumspection and perseverance for the interpretation of the EPC and national law therein 

to be tackled1374 and for prejudices amongst the judges to be diminished. Today, one may 

  
1366 Cf. Kolle/Stauder, Symposia, 955; Gall, 139.
1367 Cf. Jacob, Decisions, 13.
1368 Cf. §3 E.I. General.
1369 Cf. §3 C.VI.1. Cross-border injunctions.
1370 Cf. also Moore, 115.
1371 Cf. US courts also seem to take foreign law and legal practice into consideration more frequently when 
deciding domestic intellectual property cases, cf. Lee Edward, The New Canon: Using or Misusing Foreign 
Law to Decide Domestic Intellectual Property Claims, 2005 HARV.INT’L.L.J., 1-65.
1372 Cf. Brinkhof, European patent, 33-4
1373 For an overview cf. Kolle/Stauder, Symposia; and in more detail speeches, articles, discussions and 
reports of the thirteen symposia meanwhile held, in: Special edition 2 of the 2007 O.J. EPO, Special edition 
of the 2005 O.J. EPO; Special edition No. 2 of the 2003 O.J. EPO; Special edition No. 2 of the 2001 O.J.
EPO; Special edition of the 1999 O.J. EPO; 1997 IIC, 785; 1996 IIC, 151; 1993 IIC, 689; 1991 IIC 843; 1989 
IIC, 271; 1987 IIC, 579; 1985 IIC, 283 and 1983 IIC, 707.
1374 Cf. Bruchhausen, Interpretation, 734.
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say that the principal goal of the colloquia was reached1375: the patent judges became 

acquainted and started to speak with each other1376.

The European patent judges came closer together,1377 and further judges’ symposia on the 

interpretation of IPRs came into being1378. The judges became aware that the same patent 

could be scrutinised by a court in another country, and that the same legal issue would 

have to be decided by other national courts1379. The judges, as well as the members of the 

EPO Boards of Appeal1380, took note more often of each other’s decisions1381 and views, 

but also procedures1382. The extensive discussions in regard to cross-border 

injunctions1383, as well as patentability and the extent of protection1384, prove this to be 

true.

These discussions certainly contribute to the unification process. They often crystallise one 

or two prevailing views, allowing each judge to decide which one will best suit1385. This 

reduction of reasonable solutions leads to more uniform approaches to the problem and, in 

the end, more harmonised solutions. This trend will continue, not least as cross-border 

injunctions have meanwhile become almost impossible1386, and the concentration and 

influence of the courts of the major EPC contracting states dealing with a large number of 

cases will increase.

It should be stressed again, however, that although the symposia obviously improved legal 

certainty1387, as well as the quality of the judges' work and judgments1388, and a trend 

  
1375 Cf. Kolle/Stauder, Symposia, 959; Jacob, Harmonisation, 145.
1376 Cf. Beier, Cooperation, 712.
1377 Cf. Jacob, Decisions, 13.
1378 Cf. e.g. the yearly conference of patent judges with lawyers specialising in patent litigation of the
European Patent Lawyers Association, <www.eplaw.org/> or the symposia of the trade mark judges and 
symposia organised by the German Academy of Judges, <www.deutsche-richterakademie.com/>.
1379 Cf. Rogge, Revocation, 224; Willems, Blueprint, 8.
1380 Cf. Kolle/Stauder, Symposia, 956.
1381 Cf. Brändle, Interpretation, 878; Brinkhof, Desirability, 228; Jacob, Decisions, 14; cf. however, Brinkhof, 
Schlichtung, 601.
1382 Cf. Stauder, Aspekte, 621.
1383 §3 C.VI.1. Cross-border injunctions.
1384 Cf., for example, the summary of discussion by Kolle/Stauder, Symposia, 956-958; also cf. Stauder, 
Weg, 472.
1385 Cf. Willems, Harmonisation, 200.
1386 Cf. §3 C.VI.1.b) Cross-border injunctions based on Articles 6(1) and 2 Reg 44/LC.
1387 Cf. Brinkhof, Desirability, 226.
1388 Cf. Brinkhof, Cross-border, 521.
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towards a unified application of patent law could be recognised1389, it was not sufficient 

wholly to prevent contradictory interpretation 1390. Differences in interpretation will therefore 

remain, although a court might render a judgment in a consciously European way1391.

This follows from the fact that, at a certain point, judges make up their minds as to one or 

the other legal position and doctrine and then render a judgment. They will do this because 

they believe that they are interpreting the law in a correct way and that they have already 

possibly moved close enough to one or the other legal position1392. This is not least 

underlined by the fact that British judges have to interpret1393 certain provisions of the UK 

Patents Act "as nearly as practicable" in a "European" way. However, the provision still 

does not guarantee that they will not render judgments differing from other European 

courts on the same subject matter.

3. Exchanges between national judges, as well as between national judges and members 

of the EPO Boards of Appeal

In the draft statute for a European Patent Court, as will be discussed at a later stage, it is 

suggested that persons with insufficient experience of patent law may be appointed as 

"assessors" to the court. These persons may partake in deliberations but have no voting 

right1394.

In regard to judicial cooperation, it seems worth considering if such an assessor system 

could be created by way of exchanges of patent judges between the national courts, as 

well as between the courts and the EPO Boards of Appeal1395. Such exchanges could 

provide for the necessary specialisation of the judges and further improve the uniformity of 

interpretation.

  
1389 Cf. already Gall, 139.
1390 Cf. e.g. Kolle/Stauder, Symposia, 956-959; Paterson, N 1-57 to N 1-83.
1391 Cf. Wadlow, N 5-15.
1392 Cf. Pagenberg, Conclusion, 281.
1393 See UK, Sec. 130 (7) Patents Act 1977.
1394 Cf. §7 B.II.2.f) "Assessor".
1395 Also cf. Lettström Richard, Need for Harmonisation of European Patent Law, 1997 Mitt., 337-339, 339; 
Messerli, 140.
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The system could look something like this: the "assessors" would take part in the 

proceedings as visiting experts, fully involved in the procedure and the discussions among 

the judges. They would have no voting right but could have influence on the judgment by 

their involvement in the deliberation of the judges.

It would be necessary for the "foreign non-voting judge” to stay with the court for a certain 

length of time to make it possible for him to get to know the different system and certainly 

the other judges. The direct exchange of views and traditions on the case would raise 

judicial cooperation from the examination of each other’s judgments and discussions in 

rather theoretically oriented colloquia to a more practical level. A successful project seems

possible, however, only if an environment of no prejudices and a well-respected exchange 

of views can be provided for. Consequently, open-mindedness would be needed by all of 

the judges and the members of the EPO Boards of Appeal involved. The ministries and 

courts responsible would likewise have to be ready to accept the possible "foreign"

influence on "its" law.

To reach the goal of a uniform interpretation it would be necessary for possibly all EPC 

contracting states or at least the ones with the most patent litigation to take part in such a 

system.

If, for some states, possible sovereignty conflicts seem too great for such an approach, it 

might also be possible to involve legal experts who can give insight into the different 

approaches to patentability and extent of protection across frontier barriers1396. However, 

experts are not judges or "assessors", and the court would again feel freer to follow its own 

practices even though the expert is possibly reporting on different approaches to the 

problem.

In any case, it seems rather questionable whether all the courts would be ready for the

involvement of foreign judges and, even if they were, whether they would be ready to 

possibly change their traditionally, legally and politically influenced views. 

The EPO actually already proved it has such an open mind by appointing external 

  
1396 Cf. Grabinski, Determination, 870.
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technically qualified members of national courts and authorities to act on its Boards of 

Appeal1397. Since the year 2000, the involvement of technically qualified members in the 

Technical Boards of Appeal has, however, significantly decreased and is today no longer 

practiced.

On the one hand, the involvement of external experts seems to have provoked difficult 

organisational problems. On the other hand, the EPO argued that it had gained the 

necessary technical knowledge since its establishment in 1978, and that external support 

was therefore no longer necessary.

The involvement of national technicians was obviously not aimed at achieving uniformity.

This also seems reasonable to a certain extent, since the technical aspects of patent law 

only provide for a limited potential for uniformity of legal practice. Consequently, the 

greater involvement of legally qualified external members, accompanied by harmonisation, 

seems more important.

Whereas this practice was only in place in the EPO Boards of Appeal at the beginning1398,

it is still reality in the EPO Enlarged Board of Appeal1399. The possible result would be 

quite open. Experience with the EPO Enlarged Board of Appeal showed, however, that 

although external members1400 such as national patent judges1401 were included, different 

applications of the law in the EPC contracting states could not be avoided.

In any case, to increase the degree of uniformity in the interpretation of European patent 

law, it would be necessary for judges to be regularly involved in EPO Board of Appeal 

proceedings with respect to legal questions related to patentability and the scope of 

protection1402, as well as questions of broader legal significance1403, and for them also to 

be represented on the bench in sufficient numbers1404.

  
1397 Cf. Joos Ulrich in: Benkard, EPÜ, Art. 160, N 4.
1398 Cf. Joos Ulrich in: Benkard, EPÜ, Art. 160, N 3.
1399 Cf. §6 C.II.2. Unification by constituting the EPO Enlarged Board of Appeal from national judges.
1400 Cf. Art. 160(2) EPC, which was transferred to Art. 11(5) in the revised EPC.
1401 Cf. Joos Ulrich in: Benkard, EPÜ, Art. 160, N 5; Paterson, N 4-190A.
1402 Cf. also CA/84/97, N 41.
1403 Cf. also §6 C.II.2. Unification by constituting the EPO Enlarged Board of Appeal from national judges.
1404 Cf. Willems, Blueprint, 8-9.
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To enhance the unification process it would, furthermore, be interesting to publish 

dissenting opinions1405. It would allow for people not involved in the case to reflect further 

on certain points of law and to draw their conclusions with regard to unification, based on 

these reflections.

Such opinions may be published today on the basis of Article 12a of the Rules of 

procedure of the EPO Enlarged Board of Appeal1406 if the majority of members of the 

Board agree and if it is in connection with an "important point of law"1407.

II. Academic analysis: the role of universities and practitioners

Another very important element of judicial cooperation in regard to a uniform interpretation 

of uniform law involves universities and practitioners1408.

Universities and specialised academic institutes often take the lead with regard to projects 

related to uniform law and other projects which aim at international understanding. They 

can approach problems very pragmatically, possibly leaving politics and legal traditions 

behind.

Teachers, students and researchers often contribute to harmonisation by the recognition of 

diverging interpretations of uniform law and the elaboration of possible solutions. However,

their critical minds also consider points and bring to light contradictions in laws, treaties 

and agreements which representatives of governments did not or could no longer see 

because of their lack of access to the subject matter or because, understandably, they 

simply lack the specialised knowledge which is of such great importance, not least with 

regard to patent law and patent litigation.

However, they also discover as yet unregulated areas which would in fact require the 

creation of new legal acts1409. Furthermore, they act as "mediator" where the proposals for 

a legal act or negotiations therefor are in a deadlock or moving in the wrong direction.

  
1405 Cf. Leith, Judicial Roles, 68.
1406 Cf. 2003 O.J. EPO, 83-88, 88.
1407 Cf. Art. 112 EPC.
1408 Also cf. Schade, Streitregelungssystem, 833.
1409 Cf. Remien, Illusion, 282-283.
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As an example of an open and ambitious discussion let us consider the approaches of the 

American Law Institute and the Max Planck Institute for Intellectual Property, Competition 

and Tax Law in Munich, as well as the Max Planck Institute for Comparative and 

International Private Law in Hamburg, which took a new initiative at the private level to 

approach a solution to problems concerning jurisdiction and the choice of law in intellectual 

property at the global level1410.

The success of the Hague Conference on Private International Law and UNIDROIT with 

regard to different projects shows that judicial cooperation among legal scientific institutes 

and governmental institutions can be very fruitful1411. The adopted final acts of UNIDROIT 

could possibly also be chosen by parties as applicable law in choice of court agreements 

or serve as a non-binding model law1412 for states1413.

Such private projects could also serve as commonly accepted principles and contribute to 

the harmonisation of interpretation if the courts apply them in international disputes when 

interpreting law. One such model of law could also, for example, be the recently adopted 

ALI/UNIDROIT Principles of Transnational Civil Procedure1414.

Just as important as universities, in terms of acting as critical observers, are lawyers and 

other practitioners.

Practitioners have contributed to transparency and the publicising of the contents of, not 

least, patent-related judgments1415 and have provided important information and 

discussion with regard to the harmonisation process1416.

  
1410 Cf. ALI, IP jurisdiction project, and the proposal and reaction of the relevant Working group of the Max 
Planck Institute for Intellectual Property, Competition, and Tax Law, Munich, MPI proposal; Kur Annette, 
Jurisdiction and Enforcement of Foreign Judgments - The General Structure of the MPI Proposal, ibid., 21-
34.
1411 Cf. Pirrung, 793.
1412 In fact such law could develop into "soft law". "Soft law" is a term used in international law and describes 
a variety of non-legally binding instruments used in contemporary international relations by states and 
international organisations, cf. Boyle Alan, Soft law in international law-making, International Law, 2nd 
edition, Evans Malcolm D. (ed.), Oxford et al. 2006, 141-158, 142.
1413 Cf. also the UNCITRAL Model Law on International Commercial Arbitration, which led to a certain 
amount of harmonisation in arbitration legislation. 
1414 Cf. ALI/UNIDROIT, Principles Civil Procedure.
1415 Cf. Schade, Streitregelungssystem, 833.
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It is therefore very important not only that the current discussion fora for users, 

researchers and also judges and policy-makers remain available, but also that such fruitful 

instruments are further strengthened. There is hardly any instrument as global and 

international - as well as fast and relatively cheap - as the internet. Chat fora or special 

internet sites which allow discussions and the exchange of views on harmonisation and on 

creating uniformity1417 provide a good and easy opportunity aside from existing specific 

intellectual property journals, symposia, colloquia and other fora for discussion.

III. Conclusions with regard to unification of the interpretation of European patent 

law by way of judicial cooperation

Cooperation amongst judges by means of common symposia helps them become aware 

that they are part of a common judicial network which supports the goal of achieving a 

uniform interpretation of European patent law. It motivates judges and members of the 

EPO Boards of Appeal to take each other’s judgments into consideration1418, to compare 

the different laws and practices1419, and to follow up their thoughts on the basis of that 

reflection.

It seems that there is, however, still a problem in obtaining reliable and comprehensive 

information on case law from foreign courts1420. Judges are not often informed about each 

other’s decisions on the same subject matter1421.

One of the obvious reasons for this lack of information seems to be that judgments are 

frequently not available, or at least not in the languages of the judges. Furthermore, there 

are often unspoken procedural assumptions involved in a judgment which are hardly 

comprehensible for a judge not used to that specific system1422. Additionally, judges are 

    
1416 Cf., for example, the book "Interpretation of Patents in Europe, Application of Article 69 EPC", Pagenberg 
Jochen/Cornish William (eds.), Köln et al. 2006.
1417 Cf. also Jacob, Future, 120.
1418 Cf. Brändle, Interpretation, 878; Brinkhof, Cross-border, 521; Schachenmann, 513.
1419 Cf. Walter H.P., Auslegung, 869-870; Steinacker, 20; Girardet, 30; Jacob, Decisions, 15; Davies, Gillian, 
46; also cf. already Gall, 140; Armitage, Interpretation, 817.
1420 Cf. Brinkhof, Change, 104; Davies, Gillian, 58-60; Steinacker, 16-17; Messerli Peter in: Grabrucker, 890; 
Tilmann, Invalidity harmonisation, 71.
1421 Cf. Brinkhof, Schlichtung, 601.
1422 Cf. Jacob, Future, 118.
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frequently unfamiliar with the numeration of national articles and sections, which makes it 

much more difficult for them to understand the decision, and references made in the 

judgments often give no indication of the content of the judgment referred to1423.

Nevertheless, it is arguably also a question of the attitude and interest of each judge

responsible, as well as a question of the time available to search for the necessary 

information.

In any case, it should be stressed that the positive effects of such cooperation very much 

depend on the willingness of the judges to involve themselves in discussions and revise 

their views accordingly. This also fosters the possibility of involving foreign judges in the 

decision-making process. It could prove to be a very helpful way towards the

establishment of common jurisprudence, but it will be necessary for the other judges to be 

ready to change their positions.

The European Union also initiated a programme in 2002 - for the period until 2006 - to 

promote judicial cooperation in civil matters, inter alia aiming at ensuring legal certainty 

and improving access to justice, mutual recognition of judicial decisions, promoting the 

necessary approximation of legislation, improving mutual knowledge of the EU member 

states' legal and judicial systems, as well as improving information to the public on access 

to justice and judicial cooperation1424.

Legal science has contributed, and will always have to contribute, to a uniform 

interpretation of patent law. Teachers, students, lawyers and patent attorneys will have to 

continue to critically observe and consider court judgments, as well as legislation projects 

in the future. They are as important as the legislature and judiciary to the development of 

the law, and they often inspire necessary discussions in a more culturally and politically 

open environment.

  
1423 Cf. Jacob, Future, 120.
1424 Cf. Council Regulation (EC) No. 743/2002 of 25.04.2002 establishing a general Community framework of 
activities to facilitate the implementation of judicial cooperation in civil matters.
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The continuing internationalisation of students, as well as exchange and cooperation

programmes1425 between universities and specialised institutes, will also bring students 

and their different views on a certain subject matter closer together. With such 

programmes students have the opportunity to hear a variety of views on certain issues and 

can develop their own ideas, based on wider knowledge. This can be very fruitful in 

understanding different approaches and for the creation of a uniform interpretation of 

harmonised law.

It is also clear, however, that academic contributions have their limits and that true 

harmonisation would not be possible without the necessary political support.

B. Creation of "best practices" and common rules of interpretation

As mentioned earlier, simple judicial cooperation and discussions alone cannot entirely 

avoid contradictory interpretations of European patent law1426. An important step forward 

could be the creation of optional "best practices", model law or common rules on 

interpretation1427, as neither the rather unsubstantiated TRIPs Agreement nor the Vienna 

Convention - in particular its Articles 31 to 331428 - is very helpful in this regard. Obviously 

there is a true lack of uniform rules of interpretation throughout Europe1429 that could have 

prevented differences.

A suggestion made for such an optional rule was that a court has to take a foreign 

precedent on the same subject matter into serious consideration1430 and adopt it if it is 

unable to provide for a more unitary European-spirited interpretation1431. This would be the 

case if the precedent followed a purely national approach and seemed not to be in line 

  
1425 For example, CEIPI (Strasbourg, FR), Magister Lucentinvs at the University of Alicante (ES), MAS in 
Intellectual Property (ETH Zurich, CH), Queen Mary IP Research Institute (London, UK), and the Munich 
Intellectual Property Law Center (DE) together form the European Intellectual Property Institute Network 
(EIPIN) and cooperate with each other.
1426 Cf. also Steinacker, 16.
1427 Cf. Brinkhof, Äquivalente, 436; Brändle, Interpretation, 882; Gilles, 20.
1428 Cf. Bruchhausen, Interpretation, 739-745; Walter H.P., Auslegung, 867-868; Paterson, N 1-58 to N 1-59.
1429 Cf. Brändle, Interpretation, 882.
1430 Cf. Brinkhof, Äquivalente, 437; Brinkhof, Desirability, 228; Brändle, Interpretation, 878; Steinacker, 16.
1431 Cf. Walter H.P., Auslegung, 870; also cf. Kropholler, Internationales, 281-283; Merell Dow 
Pharmaceuticals Inc. and Anr. V H.N. Norton & Co. Ltd., 1996 RPC, 76-93, 82 and Grabinski, Determination, 
869.
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with the international character of the EPC1432. The court has, however, always to move

within the framework of the ratio of the text1433, as provided for by Article 31 Vienna 

Convention1434. If a common European legal practice has already been elaborated by 

other national authorities, the court should very clearly consider whether it wants to disrupt 

international uniformity with a diverging judgment1435. Such a decision should only be 

rendered if the practice is in fact unjustifiable.

Whether all courts are ready for that step on their own motion seems questionable, 

however1436. The suggestion would require strong self-discipline and international 

responsibility on the part of the judges to ensure a certain amount of success. This might 

not be easy for courts, given that this might involve a departure from certain principles of 

their own civil1437, procedural or even constitutional law1438. Additionally, there will be 

linguistic problems1439 and the open question as to whether all decisions of relevance to 

the EPC will be communicated by the national courts1440. Furthermore, national courts 

would have the authority to decide by themselves how they have to and want to interpret 

European patent law1441, and there will be courts persisting with their own national 

interpretations1442, not least in the political framework set by the EPC.

Another approach discussed is that the Administrative Council of the EPO implement 

interpretative rules into the EPC Implementing Regulations in order to unify the 

interpretation of law1443. The advantage of the above proposal would be that such 

regulations would be binding on judges and would have to be applied by them.

  
1432 Cf. Walter H.P., Auslegung, 870.
1433 Cf. Grabinski, Determination, 868.
1434 Cf. Cottier/Germann, 55.
1435 Cf. Brinkhof, Äquivalente, 437; Walter H.P., Auslegung, 870 with reference to Grossfeld Bernhard, 
Kernfragen der Rechtsvergleichung, Tübingen 1996, 111.
1436 Cf. e.g. Brändle, Interpretation, 881; 882; Grabinski, Determination, 872-874.
1437 Cf. also e.g. Jacob, Decisions, 15-16.
1438 Cf. Kolle/Stauder, 1st Symposium, 821.
1439 Cf. Grabinski, Determination, 869.
1440 Cf. also Messerli Peter in: Grabrucker, 890; Davies, Gillian, 58-60.
1441 Cf. König, Probleme, 303.
1442 Cf. Brinkhof, Desirability, 228.
1443 Cf. Tilmann, Invalidity harmonisation, 72-74.
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However, apart from the question of whether all EPC contracting states or at least the 

necessary qualified majority1444 really desire such rules, it seems questionable whether the 

rules could be formulated in a way that would again exclude diverging interpretations.

A similar idea would be to make the Guidelines for Examination in the EPO1445 binding on 

national courts.

The EPO, for example, established a quality management system1446 in order to ensure 

the greatest possible uniform interpretation of the EPC and its related rules. This system 

includes an operational quality control procedure where the quality of the substantive 

examination is checked, as well as if there is a deviation from EPO practice.

A similar authority would also be necessary if the EPC contracting states wanted to take a 

uniform interpretation seriously in regard to European patents. Reasonably, such a 

uniformity-ensuring body, checking whether the national courts are acting within the 

framework of these guidelines, would clearly go in the direction of a common court.

The establishment of such a body1447 would be a major step for some EPC contracting 

states, transferring a great deal of sovereignty and evoking the question of the creation of 

a full court. It would therefore be better if the judges applying the law themselves could 

agree on a common formula on how to interpret the law1448. A proposal with regard to a 

"European Formula for the Scope of Patent Claims" is, for example, on the table for 

discussion1449.

C. Bodies giving opinions on European patent law

I. Introduction

Regarding the harmonisation of European patent litigation, the Paris Intergovernmental 

conference of the EPC contracting states also mandated the Working Party on Litigation 

  
1444 See Art. 35(2) EPC in conjunction with Art. 33(1)(b) EPC.
1445 Available at <www.epo.org/patents/law/legal-texts/guidelines.html>.
1446 Cf. CA/88/05.
1447 Also cf. Brinkhof, Desirability, 229.
1448 Cf. also the discussions in Tilmann/Jacob.
1449 Cf. Pagenberg, Conclusion, 285-286.
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(WPL) to define the terms under which a common entity - so-called "Facultative Advisory 

Council" - could be established and financed, to which national jurisdictions can refer with 

a view to obtaining advice regarding that part of any litigation relating to validity and 

infringement1450.

The idea for opinion statements by an independent body is not new with regard to 

reaching the aim of a unitary interpretation of patent law. Within Article 78(1) CPC 1975 it 

was suggested that the EPO must express an opinion on the extent of protection conferred 

by the patent when a national court which has jurisdiction to determine the extent of 

protection by the Community patent in relation to the alleged infringement stayed the 

infringement proceedings1451.

This proposal was, however, criticised on the one hand as dangerous in terms of causing 

substantial delays. On the other hand, it was seen as problematic, since the question of 

the extent of protection includes factual and legal considerations with which, typically, the 

courts rather than the patent offices are familiar1452. Furthermore, it was argued that there 

is the potential for twice the work, since the court filing the request must first determine the 

infringement situation at least on a preliminary basis in order properly to fulfil its obligations 

to transmit extracts from the files1453. The proposal did not appear in later versions of the 

CPC1454.

A referral system with regard to legal questions was, however, included in the EPC:

Article 22(1)(a) and (b) EPC provide the EPO Enlarged Board of Appeal with the authority 

to decide on points of law referred to it by the EPO Boards of Appeal or the President of 

the EPO. In the latter case it is, however, necessary for two EPO Boards of Appeal to have 

given different decisions on the referred question1455. Article 112(1) EPC stipulates that 

opinions of the EPO Enlarged Board of Appeal inter alia serve to ensure uniform 

application of the law.

  
1450 Cf. 1999 O.J. EPO, 548.
1451 Cf. §1 D.I. Aims and development.
1452 Cf. Stauder, Future, 182-183; cf. also Steinacker, 18.
1453 Cf. Stauder, Future, 183.
1454 Also cf. Kolle, Expert, 633.
1455 Cf. G 3/95, 1996 O.J. EPO, 169-180 where it was decided that the referral by the President of the EPO 
was inadmissible because there were no conflicting decisions.
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1. Key aspects with regard to a uniform interpretation

The key aspects with a view to reaching the goal of a unitary interpretation seem to be 

whether the referral is mandatory or not and whether or not the opinion of the authority 

with the task of safeguarding a unitary interpretation is binding.

A mandatory referral actually has the effect that the referring body has basically no 

substantive authority to decide on the referred question of law.

The CPC 1989 may serve as an example of where national courts acting as "Community 

patent courts" had to mandatory refer to the COPAC questions where the COPAC had

exclusive jurisdiction, whereas it was optional for cases where the jurisdiction was not 

exclusive1456.

A logical consequence of a mandatory referral is the binding effect of the opinion on the 

referring body.

It also follows that an optional request for an opinion formally splits the authority in cases 

where the opinion would be binding on that body1457. An optional approach also makes a 

uniform interpretation more difficult since a referral is not always made in cases where it 

actually should have been made in order to reach this goal. It should, however, be made 

clear that, even with a system of mandatory referral, the courts do not always fulfil their 

duties.

The body having the competence to give opinions could therefore also be provided with 

the authority to take a question into consideration on its own motion. It could thus 

immediately act to contribute to further uniformity by giving guidelines if an important 

question is involved.

Once a request has been filed, the effect of the given opinion will have an influence on the 

final judgment.
  

1456 Cf. §1 D.II. Jurisdiction.
1457 Cf. also Snell, 188.
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If the opinion is binding, the substantive authority and the right to interpret the law are in 

fact transferred to the referral body. If it is not binding, one could again speak of a divided 

authority since the body filing the request must, on the basis of the generally accepted 

principle of the right to be heard1458, provide reasons why it did not follow the opinion in its 

decision1459 and why it possibly filed for another opinion with a different body. 

Nevertheless, a non-binding opinion puts the destiny of the unitary interpretation of law 

fully in the hands of the referring bodies1460.

II. The EPO Enlarged Board of Appeal

As mentioned above, a referral to the EPO Enlarged Board of Appeal may be made by the 

EPO Boards of Appeal or the President of the EPO. 

The possibility of referral by the President has its basis in French law, where the Conseil

d’État gives opinions on governmental requests1461.

The lack of an option for referral on the part of the national courts and other authorities, as 

well as the absence of a legal basis whereby the national courts are obliged to consider a 

decision of the Boards of Appeal or the EPO Enlarged Board of Appeal as binding, again 

called into question whether the opinion procedure was serving the development of a 

common legal practice beyond the EPO1462, as concluded by certain authors1463.

In 2006, the British Court of Appeal, however, took the unprecedented step of 

recommending to the EPO that the EPO Enlarged Board of Appeal consider a series of 

questions relating to the patentability of software, as it felt that the decisions of the EPO 

  
1458 Cf. e.g. Art. 6 ECHR and Georgiadis v Greece, ECtHR January 24 and April 25, 1997, Rep. 1997-III 949, 
N 41-43; Gustafson v Sweden, ECtHR February 21, and May 27, 1997, Rep. 1997-IV 1149, N 47; Ruiz 
Torija v Spain, ECtHR June 24 and November 23, 1994, Ser. A No. 303-A, N 29; as well as Art. 113 EPC. 
1459 Also cf. Waage, N 2-40 to N 2-42.
1460 This was e.g. the case with regard to the CPC 1975 opinion procedure where it was made clear in Article 
78(3) that the opinion given by the EPO does not bind the national courts.
1461 Cf. Singer, Development, 706.
1462 Also cf. Günzel Brigitte in: Benkard, EPÜ, Art. 112, N 2; Paterson, N 4-175 to N 4-180.
1463 Cf. Gori/Löden, Art. 22 N 3.
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Boards of Appeal were mutually contradictory1464. The EPO did not share the court's view 

that there were contradictions in its case law and did not make any referral to the EPO 

Enlarged Board of Appeal.

It was agreed that the referral by an EPO Board of Appeal is in general optional, that is to 

say the Board has the authority itself to decide if it considers an opinion of the EPO 

Enlarged Board of Appeal necessary in the ongoing appeal1465 to ensure uniform 

application of the law1466. Parties involved in proceedings before the EPO have no right to 

a referral1467.

The optional approach seems appropriate, as the EPO Enlarged Board of Appeal was not 

created as a third-instance (quasi-judicial) body within the EPO1468. It is part of the second 

instance that comprises the EPO Boards of Appeal1469. Nevertheless, one could also use 

the term "quasi-optional," or rather "quasi-mandatory", referral, as it is seen as a duty1470 to 

refer to the EPO Enlarged Board of Appeal as soon as a fundamental question of the EPC 

is at issue.

In contrast to a referral by the President of the EPO, the answer is binding if a Board 

decides to refer the appeal in question1471. The EPC consequently uses the term 

"decision" for the given opinion whereas, in the case of a referral by the President of the 

EPO, it speaks of an "opinion". The reason for the differentiation is because no particular 

pending case is brought before the EPO Enlarged Board of Appeal by the President where 

there are two conflicting decisions of the Boards of Appeal1472.

  
1464 Cf. Court of Appeal seeks EPO direction on software patents, Managing Intellectual Property News, 1 
October 2006, <www.managingip.com>.
1465 Cf. Günzel Brigitte in: Benkard, EPÜ, Art. 112, N 4.
1466 Cf. Art. 112(1)(a) EPC.
1467 Cf. Leith, Judicial Roles, 57.
1468 Cf. Singer, Development, 700; Gori/Löden, Art. 22, N 1; Beier Friedrich-Karl, The Remedies of the Patent 
Applicant and His Competitors in Comparison – Balance or Imbalance? A Comparative Law Study, 1989 IIC, 
407-438, 433-434; Pignatelli Alessandra in: Benkard, EPÜ, Art. 22, N 1.
1469 Cf. Waage, N 1-39.
1470 Cf. Singer, Patentsystem, 84.
1471 Cf. Art. 112(3) EPC; an obiter dictum in the decision of the EPO Enlarged Board of Appeal is not binding 
on the referring EPO Board of Appeal, cf. Joos Ulrich in: Singer/Stauder, 3rd edition, Art. 112, N 37; Singer, 
Development, 705.
1472 Cf. Paterson, N 4-187; Ulrich Joos in: Singer/Stauder, 3rd edition, Art. 112, N 31.
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Article 21 of the Rules of Procedure of the Boards of Appeal1473 provides that if a Board 

considers it necessary to deviate from an interpretation or explanation of the EPC 

contained in an earlier opinion or decision of the EPO Enlarged Board of Appeal, the 

question has to be referred to the EPO Enlarged Board of Appeal.

This construction seems necessary, as the EPO Enlarged Board of Appeal has no right to 

give a decision on its own motion1474 and interfere with ongoing proceedings. Furthermore, 

the provision ensures that a referral made by the President of the EPO also indirectly has 

a binding effect1475 on the EPO Boards of Appeal, even though the President is basically 

free to follow the opinion1476.

By the end of 2007 the EPO Enlarged Board of Appeal had given 75 opinions or

decisions1477.

In this role it helped to clarify unresolved legal issues, served the development of the law, 

and ultimately increased legal certainty. It could not, however, replace the missing third 

instance1478. As mentioned earlier, however, the aim had not been to create an EPO 

"Supreme Court" with the EPO Enlarged Board of Appeal.

1. The EPO Enlarged Board of Appeal as a referral body for national authorities

As mentioned above, national authorities have no possibility of referral to the EPO 

Enlarged Board of Appeal for a binding opinion on the interpretation of the EPC. 

Consideration could, however, be given to changing this situation.

In order to create the necessary distance from the EPO it would be necessary, in this 

case, for the EPO Enlarged Board of Appeal to be extracted from the EPO and established 

as an independent body1479. The opinions of such a body could certainly have a positive 

effect in terms of furthering uniformity, although it would again be up to the courts to 

  
1473 Cf. 2007 O.J. EPO, 536-547.
1474 Cf. Singer, Development, 702.
1475 Cf. Joos Ulrich in: Singer/Stauder, 3rd edition, Art. 112, N 39.
1476 Cf. Singer, Development, 706.
1477 Cf. <www.european-patent-office.org/dg3/g_dec/index.htm>.
1478 Cf. Singer, Development, 713.
1479 Cf. Leith, Revision, 250-251.
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decide if they wanted to refer a case. A referral could, however, be a more interesting

option for the courts if more national judges originating from countries with different legal 

traditions were to be part of the referral body.

2. Unification by constituting the EPO Enlarged Board of Appeal from national judges

Judge Jacob proposed that the EPO Enlarged Board of Appeal could be composed of a 

significant number of experienced national judges, as well as members of the EPO Boards 

of Appeal as technical members, in order to provide for further harmonisation and 

uniformity of jurisprudence1480.

To reach this goal there would be a change in the composition of the EPO Enlarged Board 

of Appeal, which consists of five legally qualified and two technically qualified 

members1481, all of them typically members of the EPO Boards of Appeal1482. At the same 

time, all the major traditions in European patent law would have to be represented on the 

board. On the basis of the following considerations, however, further steps would have to 

follow the initial step as suggested by Judge Jacob1483:

- First, the EPO Enlarged Board of Appeal is only rarely contacted1484, and then often in 

the context of procedural matters1485 which are of no great interest to European patent 

judges in relation to a unified European patent practice.

It is thus unclear whether a consistent jurisprudence of substantive patent law may be 

established and maintained just by adding legally trained judges from national courts to the 

board. This problematic situation is made even worse if the members of the EPO Enlarged 

Board of Appeal are not consistently the same1486. To ensure legal certainty and a certain 

continuity, it would therefore be important for the members of the EPO Enlarged Board of 

  
1480 Cf. Jacob, Proposal, 224.
1481 Cf. Art. 22(2) EPC.
1482 Cf. §6 A.I.3. Exchanges between national judges, as well as between national judges and members of 
the EPO Boards of Appeal.
1483 Cf. also Leith, Revision, 253-254, who proposes that the functions and expertise of the Boards of Appeal 
be transferred to national courts.
1484 Cf. Willems, Blueprint, 9.
1485 Cf. Leith, Judicial Roles, 57-58; 63.
1486 Cf. Willems, Blueprint, 8; Leith, Judicial Roles, 63.
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Appeal not to change too frequently, at least in terms of the majority of the members1487.

- Second, although the major traditions in European patent law would be presented and 

judges with a very high judicial standing would be sitting, it seems questionable whether all 

national courts would feel wholly bound by the decision rendered.

This could be emphasised if the court does not feel it is represented by having a member 

from its own state on the EPO Enlarged Board of Appeal. The question as to who would 

be a member will therefore be difficult to answer1488. A system with "assessors"1489 could, 

however, in this case help prevent such a situation and allow states with judges having 

hardly any patent litigation experience to be involved in the development of a uniform legal 

practice. At the same time, a situation can be avoided where the EPO Enlarged Board of 

Appeal becomes a language school or a place to train its knowledge of law and litigation, 

both endangering the quality of the decisions and opinions1490.

In the meantime, the EPO is trying to involve national patent judges in decisions and 

opinions of the EPO Enlarged Board of Appeal more frequently, to further strengthen the 

cooperation between the EPO and national courts in order to promote the acceptance of 

the EPO Enlarged Board of Appeal1491 and with a view to increasing harmony of 

interpretation1492. 

3. The EPO Enlarged Board of Appeal as basis for a European patent court of appeal

Judge Jacob clearly stated that his proposal could be the start of the creation of a 

European patent court of appeal1493.

  
1487 Cf. also CA/84/97, N 38.
1488 Cf. Jacob, Harmonisation, 145.
1489 Cf. in this regard §7 B.II.2.f) "Assessor".
1490 Cf. also Leith, Judicial Roles, 63; CA/84/97, N 39.
1491 Cf. CA/84/97, N 37. See also new Art. 11(5) EPC which created a permanent legal basis for appointing 
external legally qualified members of the Enlraged Board of Appeal.
1492 Cf. Davies, Gillian, 60; Messerli, 128; Joos Ulrich in: Singer/Stauder, 3rd edition, Article 112, N 8.
1493 Cf. Jacob, Proposal, 225; Jacob, Harmonisation, 145.
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The EPO Enlarged Board of Appeal could indeed be the basis for such a court. It seems 

clear, however, that quite a number of changes in the organisation, as well as in the 

procedure, would be necessary to create such a court in reality.

The board would not only have to be clearly separated from the EPO, but it would also 

have to be transferred into a European civil court which would also have to deal with 

patent infringements. This would make a revision of the EPC necessary.

A more promising approach seems therefore to be the way of a separate optional 

agreement with the possibility of each contracting state deciding by itself whether it would 

like to join or not, bearing in mind the difficulties of changing the EPC in such a significant 

way with, in the meantime, 34 contracting states.

III. The Facultative Advisory Council

1. History and background

Even before the WPL became active with regard to the creation of a Facultative Advisory 

Council - or "common entity" as the body was initially called, different ideas were in the air 

concerning the creation of opinion bodies tackling the problems related to the harmonised

interpretation of European patent law by national authorities.

For example, it was suggested that the ECJ - on the basis of an international agreement -

be provided with the authority to ensure a uniform interpretation in the case of 

discrepancies between national courts by way of referral proceedings1494.

Another idea was to create a European patent court, acting as a referral body with regard 

to questions concerning the interpretation of the EPC1495. It would have been an ad hoc

body, meeting whenever a question was filed, and composed of judges from the national 

supreme courts. To achieve a higher degree of unification, the EPO Enlarged Board of 

Appeal would have been integrated into the court one way or the other1496.

  
1494 Cf. König, Probleme, 304.
1495 Cf. Brinkhof, Desirability, 229.
1496 Cf. Brinkhof, Desirability, 229.
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When the WPL started its endeavour to create a "Facultative Advisory Council" (FAC), it

was open to any approach based on its rather wide mandate. The creation of such an 

entity was to have given each EPC contracting state the possibility to take a bigger step in 

the direction of a uniform interpretation of European patent law than with a purely national 

concentration of the courts if it was not, or could not have been, ready to accept a common 

European patent court.

As independent national courts and other authorities outside the EPO system would refer 

to the common entity, the system of preliminary rulings of the COPAC and the ECJ was to 

have served as an example for the creation of the FAC. From the beginning, it seemed to 

be clear that this body was to be created within the framework of the European Patent 

Organisation, bearing in mind the limited competence of the EC in the field of patent law, 

such as with regard to biotechnological inventions1497 or, in the meantime, the enforcement 

of IP rights1498. The possible pragmatic approach - at least for the member states of the 

EU - of giving the ECJ the authority to act as FAC was therefore not discussed.

It seemed clear that the EU member states wanted a clear distinction between their 

competences and the competences of the Community. This is underlined by the decision 

of the Diplomatic conference on the revision of the EPC in 2000 to provide the FAC with

no authority to deliver opinions on issues of Community law1499.

To ensure a more uniform interpretation of the EPC provisions1500, as well as to reduce the 

organisational and financial outlay of the FAC1501, the WPL very early in its existence 

decided that the appeal instance envisaged in the EPLA should in principle be identical to 

the common entity1502.

Some delegations also took the view at the beginning of the discussions that a referral of a 

national court in regard to questions of the validity and infringement of European patents 

  
1497 Cf. Directive 98/44/EC of the European Parliament and the Council of 6.7.1998 on the legal protection of 
biotechnological inventions, O.J. EC 1998, No. L 213/13.
1498 Enforcement Directive; see also §6 D.II.3. Uniform law concerning patent litigation.
1499 Cf. Art. 149a(1)(b) EPC.
1500 Cf. WPL/1/00, 1.
1501 Cf. WPL/10/00, 3.
1502 See WPL/6/99, N 4.



215
should be obligatory and binding in order to promote uniformity of the law1503. The question 

therefore arose as to whether or not the FAC would in this case become some sort of 

substitute for a common court1504. Industry took the view that the court and the FAC should 

be two elements of one system, both promoting the unified interpretation and application of 

European patent law and complementing each other1505. 

Nevertheless, the majority of delegations interested in an FAC already stated at the first 

meeting of the WPL that only a purely optional referral by the national authorities to the 

FAC could be acceptable. The majority of delegations also took the view that the opinions 

of such an instance should not have a binding effect on national proceedings, and that it 

should only give an expert opinion1506.

On the one hand, it was therefore clear from a very early stage that many EPC contracting 

states were not interested in a solution which reduced their sovereignty.

On the other hand, the states aiming for the creation of a common European patent court 

did not want an FAC that was becoming too attractive. They were afraid that too many 

states would opt for a common entity solution, in the end endangering the establishment of 

a common European patent court because of a lack of sufficient countries joining.

The second Intergovernmental conference of London1507 took note of these basic 

cornerstones with regard to the common entity. It mandated the WPL to submit an EPLA 

to the governments, including a separate part concerning a common entity, it being 

understood that contracting states should be free to join only that part on the common 

entity1508.

This made it clear that the FAC could basically not become reality before the EPLA 

entered into force and consequently before the European Patent Court was established. 

  
1503 Cf. WPL/6/00, N 177-209.
1504 Cf. WPL/6/00, N 182.
1505 Cf. WPL/6/00, N 183.
1506 Cf. WPL/1/00, 1 and WPL/6/99, N 4.
1507 Cf. §7 A.II. The second phase.
1508 Cf. WPL/14/00 Rev. 1; the final conclusions and the mandate of the Conference have never been 
published.
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The newly created legal basis for an FAC in Article 149a EPC1509, which clearly 

distinguishes between an agreement establishing a European patent court and an 

agreement establishing a common entity, should consequently have been amended before 

or at the Diplomatic conference on the revision of the EPC.

However, the clear differentiation between the FAC and the European Patent Court has 

the benefit that there would be a clear legal basis for an agreement only on a common 

entity if the EPLA did not materialise. For this case, paragraph 2 of Article 149a EPC even 

authorises the Administrative Council of the European Patent Organisation to decide that 

the EPO shall provide the common entity with the necessary staff, premises and 

equipment and that the expenses incurred by such an entity shall be borne fully or in part 

by the Organisation. 

In fact, before the London Intergovernmental conference it was vigorously debated 

whether the common entity should be regulated in a separate agreement. In the end the 

majority agreed that the consolidation of the common entity under international law in the 

EPLA would make it easier to bring the two instruments into line with each other, as long

as the freedom of the contracting states to accept the FAC was not restricted and, as a 

consequence, their sovereignty affected in an undesired way. 

As mandated by the London conference, the FAC is now integrated in Part Va of the draft 

EPLA. Additionally, it is suggested that any EPLA contracting state may, at the time of 

signature or when depositing its instrument of ratification or accession, declare that it is 

bound by the EPLA only as far as it relates to the FAC1510. Vigorously contested are still 

the financial obligations and the voting rights of the states acceding only to the part of the 

EPLA on the Facultative Advisory Council1511.

2. Proposed principal regulations of the Facultative Advisory Council

The Facultative Advisory Council would be set up within the European Patent Judiciary1512.

  
1509 Cf. also §7 B.I. The legal basis for the European Patent Litigation Agreement in the EPC.
1510 Art. 83d(1) draft EPLA.
1511 Art. 83e and 83f draft EPLA.
1512 Art. 4 draft EPLA; cf. §7 B.II.1. European Patent Judiciary.
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The functions of the FAC would be performed by the second instance of the European 

Patent Court, the Court of Appeal1513. It would thus not be a separate organ of the 

judiciary1514.

The FAC would deliver a non-binding opinion on any point of law referred to it concerning 

the substantive law to be applied by the European Patent Court1515 or national law 

harmonised therewith, but not Community law1516. The possibility of requesting opinions 

would be restricted to courts and quasi-judicial authorities1517 of an EPLA contracting state 

and would have to be related to ongoing proceedings before such a national jurisdictional 

body1518.

On the one hand, abstract questions of law would thus be excluded from being referred to 

the FAC for an opinion. On the other hand, the parties would have no independent right to 

request an opinion.

Once a referral is made, the parties would have a single opportunity to present in writing 

their arguments and submissions relating to the point of law in question1519. This limited 

opportunity for the parties to present their arguments was introduced in order to keep the 

proceedings simple and fast and because it was felt that the right to be heard should, in 

particular, be observed in the ongoing national proceedings.

A request could only be filed in one or more of the three official languages of the FAC -

English, French and German - as prescribed by the contracting state of the judicial body 

referring the question1520.

  
1513 Art. 83a draft EPLA.
1514 §7 B.II.1.a) Organs of the European Patent Judiciary.
1515 See Art. 32 draft EPLA. This includes the provisions of the EPC and the provisions of national law which 
have been enacted by the contracting states to implement Articles 65, 67(2) and (3), 70(3) and (4) EPC, as 
well as the provisions on substantive law as implemented into the EPLA, such as those on infringing acts, 
indirect infringement or prior use.
1516 See Art. 83b draft EPLA.
1517 In Austria, for example, it is the Patent Office that has exclusive competence to revoke a patent. It would 
thus be possible for the Austrian Patent Office to request an opinion from the FAC if Austria joined the FAC 
part of the EPLA. 
1518 Art. 83b draft EPLA.
1519 Art. 83c(4) draft EPLA. The proceedings concerning a preliminary ruling before the ECJ also include one 
single opportunity for the parties to present their comments.
1520 Art. 83c(2) and (3) draft EPLA
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The opinion would be given in writing by a majority of the panel of the FAC1521. It would 

certainly have to give reasons for its opinion. The detailed proceedings before the FAC 

would be regulated in its own rules of procedure1522.

The provisions with regard to the European Patent Court on substantive patent law, 

judicial independence, the impartiality of judges, composition - of the Court of Appeal - and 

selection of competent judges according to predetermined criteria, representation and 

possible membership of both instances would be applicable to procedures before the FAC 

mutatis mutandis1523. 

This overview already shows that the rules for the FAC are rather extensive. It may be 

wondered whether the once-discussed alternative proposal1524 simply to provide the Court 

of Appeal with the power, on a request of a national judicial authority, to establish opinions 

on law would have not been a much simpler solution by which possibly to reach the initial 

goal of a contribution to harmonisation of jurisprudence1525.

3. Can the Facultative Advisory Council unify the interpretation?

The following arguments in favour of a possible positive effect on harmonisation and 

uniformity were stated:

- First, the suggestion of combining the FAC with the second instance of the European 

Patent Court has the advantage that the FAC would enjoy a higher authority, which could 

lead to greater use by the national authorities1526. This could be underscored by the fact 

that the opinions would be given by highly qualified judges, both legally and technically,

from all EPC contracting states, as well as by its independence from the EPO1527.

- Second, national authorities would not only request opinions on questions of law but on 

questions concerning infringement or the legal validity of European and national 

  
1521 Art. 83c(5) draft EPLA.
1522 Art. 83c(6) draft EPLA
1523 Art. 83c(1) draft EPLA.
1524 Cf. WPL/6/02.
1525 Cf. also Schneider, 273.
1526 Cf. WPL/10/00, 3.
1527 Cf. WPL/10/00, 4.
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patents1528.

- Third, the approach that the opinions of the FAC have no binding effect on the requesting 

authority broadens the range of questions that could be submitted1529.

- Fourth, the optional non-binding approach would also allow participation in the FAC by 

states which have constitutional and/or other legal or political problems with the full 

solution, and consequently provide for the greatest possible degree of acceptance1530. The 

level of acceptance of the voluntary referral procedure would further increase if the referral 

was free of charge to a great extent1531.

However, the impact which the FAC will have on the unification of interpretation of 

European patent law is unclear, not least because only a limited number of the EPC 

contracting states showed a possible interest in an FAC. This situation could change once 

a date is set for a Diplomatic conference for the adoption of the EPLA.

The decision of these states possibly interested in the FAC to make the referral by national 

authorities optional and its opinion not binding greatly weakened the goal of a uniform

interpretation. This in fact raises the question as to whether the aim of a unitary 

interpretation could be better reached by giving a wider range of possible questions to be 

submitted – as now suggested, or rather by a limitation of the substantive field with a 

mandatory referral and a binding effect of the opinion on the referring authority.

Time will answer this question, but there are several reasons that seem to indicate the 

latter approach would be more likely to succeed.

On the one hand, the Roman-law principle of iura novit curia is strongly anchored in most 

jurisdictions. Sovereignty reasons, but also the conviction that the national court knows its 

own law, or what it thinks is its own law, better - most of all concerning the policy parts of 

  
1528 Cf. WPL/10/00, 2.
1529 Cf. WPL/6/00, N 178.
1530 Cf. WPL/10/00, 5.
1531 Cf. WPL/10/00, 7.
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patent law in relation to patentability (Articles 52 to 57 EPC) and the extent of protection

(Article 69 EPC)1532 - are all reasons against a referral by a court to achieve uniformity1533.

On the other hand, the courts could easily interpret the government's decision in favour of 

an optional non-binding approach as one that limits unification of interpretation to parts of 

patent law where economic policy does not play an important role. The argument that the 

national authorities will be attracted to request opinions, in particular relating to Articles 52 

to 57 EPC, as well as to Article 69 EPC, including the Protocol on its interpretation1534,

because of the high-ranking and culturally mixed membership of the FAC delivering 

decisions of outstanding quality1535, therefore seems questionable. By contrast, it could 

make a court rather reluctant to request an opinion regarding the interpretation of 

European patent law since it would have to search for very good arguments possibly to 

overrule the opinion1536 if it is not happy with the effect of the decision on the national 

approach.

It could, however, be interesting for lower-level courts if they actually would like a change 

in policy which the higher court did not accept in earlier cases1537. Such "rebelling acts"

should, however, be rather limited.

It therefore seems quite unclear whether a referral free of charge would in fact be 

attractive enough for a court to refer such delicate questions. However, sufficient 

motivation also seems problematic in regard to less delicate questions, as, for example, 

experience with technical opinions of the EPO shows.

a) The EPO's experience with technical opinions

Article 25 EPC provides for the possibility of the national courts trying an infringement or 

revocation action to request a technical opinion of the EPO Examining Division concerning 

the European patent that is the subject of the action.

  
1532 For a good example, see: Tilmann/Jacob.
1533 Cf. also Linhart, 167.
1534 Cf. WPL/10/00, 2.
1535 Cf. WPL/10/00, 5.
1536 Also cf. Brunner Eugen, Der Gerichtsexperte im Patentprozess aus der Sicht des Richters, insbesondere 
das Verhältnis Richter und Sachverständiger im Prozess, 1985 SMI, 171-178, 175-176.
1537 Cf. Snell, 197.
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The technical knowledge of the EPO is well known1538. However, despite

- the relatively low fixed fee - currently € 3 1851539 per opinion - and the rule

- that the Examining Division must decline to make any specific statement on whether a 

patent is valid or on whether it has been infringed, or to give any opinion on the extent of 

protection1540, and

- that the Examining Division must clearly concentrate on the technical aspects,

it came to light that the EPO is hardly ever asked to act as a technical court expert subject 

to the relevant national procedural rules1541.

The efforts of the EPO to make a referral more popular have all ultimately failed 1542. 

A reason for this hesitation could be that the EPO was rather reluctant to execute the 

request for an opinion where an opposition procedure was still pending1543, slowing down 

the procedure1544. This can, to a certain extent, be used as a plausible explanation for this 

situation. It should be noted, however, that it took many years for the first request for an 

opinion even to be filed1545.

A major reason could also be seen in the fact that many courts only rarely seek recourse 

to experts, not least since they are often able to manage without technical experts1546. 

Another reason could be that courts think that the EPO is too far removed from "practice,"

living in an ivory tower, as it were: a presumption that might only be true to a certain 

extent, as it is for any administrative public authority.

  
1538 Cf. Singer Margarete/Stauder Dieter in: Singer/Stauder, 4. Auflage, Art. 25, N 1.
1539 See EPO Schedule of fees and expenses, applicable as from 13 December 2007.
1540 Cf. Guidelines for Examination in the EPO, Part E, Chapter XII, 2.
1541 Cf. Kolle, Expert, 635.
1542 Cf. Kolle/Stauder, Symposia, 958.
1543 Cf. Willems, Report, 878.
1544 Cf. Gauye Wolhändler Fabienne/Stauder Dieter/Joos Ulrich/Kolle Gert, Record of Proceedings and 
Conclusions, Eighth Symposium of European Patent Judges, 1997 IIC, 914-923, 921-922.
1545 Cf. also Kolle, Expert, 633-634.
1546 Cf. Kolle, Expert, 634; cf. however e.g., Brunner, Patentnichtigkeit, 25 and Pedrazzini, 169, who plead
that use should normally be made of expert opinions in patent cases.
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Additionally, a request to the EPO for an opinion could also involve psychological factors

to some extent. On the one hand, certain courts could feel that dealing with an external 

authority might lead to a complicated and troublesome procedure1547, or they might even 

wrongly feel embarrassed1548 for asking the EPO for an opinion, not wanting to convey the 

impression that they have insufficient knowledge in the patent field. Or maybe it is just not 

known to all courts, especially if they hardly ever deal with patent cases, that they could 

ask the EPO for a technical opinion. Moreover, depending on the parties and the 

pecuniary interests of the representatives and advisors involved, it could also be of no 

advantage for the EPO to be contacted. The parties would consequently not draw the 

attention of the court to that option.

On the other hand, with regard to a technical question, if a court asks the body that 

actually granted the patent in question, or was even involved in opposition proceedings, 

this could raise questions concerning the independence of the court1549.

However, a major reason would again probably be that the courts fear possible 

interference in their freedom to render their own independent ruling, as it is often 

impossible to draw a clear dividing line between the technical and legal aspects of the 

issues at stake1550.

An external influence on sovereignty could possibly be more readily acceptable to a state 

and a court if its "own" judges were involved in the body and in the formation of the 

opinion1551. This is suggested with regard to the FAC.

It therefore seems surprising that, despite this fact, many states that are interested in an

FAC seem still to insist on a non-binding effect of the opinion. This underlines once more 

the lack of will to support unification wholeheartedly. This analysis increases scepticism 

about a successful mission of the FAC even more.

  
1547 Cf. Kolle, Expert, 635.
1548 Cf. also Pedrazzini, 166.
1549 Cf. Kolle, Expert, 635.
1550 Cf. Pedrazzini, 163; Brunner, Verwertung, 25; Kolle, Expert, 638.
1551 Cf. Brinkhof, Desirability, 229.
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The function of the FAC thus seems rather political in having the ability to give the 

opportunity still to be part of the newly created litigation system to the states that are not 

(yet) able to accept the European Patent Court as their "own" court1552.

IV. Conclusion with regard to unification of interpretation amongst bodies giving 
opinions on law

An international referral body helps to unify the interpretation of law to a substantial degree 

only if as many contracting states as possible accept such a body and the national 

authorities actually refer to it.

In fact, a sufficient number of referrals would be necessary to allow the body to develop 

abstract principles applicable in all cases based on its opinions "on the facts"1553. 

Furthermore, the national authorities should at least feel obliged to accept the referral 

body’s views to a certain extent as well.

The most promising results are achieved, therefore, if the referral is mandatory and the 

opinion is binding.

One disadvantage of an obligatory referral is that it possibly slows down proceedings if the 

referring instance has to stay its proceedings during the opinion-making process1554. Long 

delays can be avoided, however, if clear and binding deadlines within which the opinion 

has to be drawn up are determined. If a mandatory referral is unacceptable the opinions of 

the referral body should at least be binding. The effect would be, however, that the courts 

could be very reluctant to refer questions of law to an independent body that would have 

an influence on national policy.

A model that is based on pure will and exerts no pressure on the national authorities 

seems to be a rather weak option in regard to unification of interpretation. Uniformity could 

only be reached in this case if the current major litigation courts clearly involve themselves 

in reference proceedings, and if they are ready to accept possible policy changes by the 

opinions given. Experience and history have taught us, however, that most courts are not 

ready for that step if their own governments have not clearly signalled that they accept 

  
1552 Cf. Luginbuehl, 264.
1553 Cf. also Snell, 190.
1554 Cf. also Stauder, Future, 182.
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such outside interference. Constituting a body with prominent experts from countries 

accepting that body could increase the motivation for a referral.

D. Harmonisation of court proceedings and substantive patent law

I. Introduction

It seems indisputable that procedural law has an influence on the exercise of rights and 

the interpretation of substantive (patent) law1555. It is therefore no surprise that the Paris 

Convention already requested seizure measures with regard to trade marks to ensure that 

nationals of other contracting states use appropriate legal remedies to effectively repress 

these acts1556.

More detailed procedural rules were introduced in the TRIPs Agreement. In fact, the TRIPs 

Agreement may have been the very first international instrument to regulate domestic IPR-

related procedures in such detail1557.

However, as mentioned earlier, most of the measures in the TRIPs Agreement - which 

include substantive and procedural rules1558 - only prescribe minimum obligations1559 in 

order to smooth over major policy agreements1560. It is, furthermore, up to each national 

jurisdictional system to enforce these obligations1561. Harmonisation was therefore - at 

least in terms of its enforcement part - not aimed directly at bringing in line procedural law,

as in the Paris Convention, but rather at providing effective and appropriate means for the 

enforcement of trade-related IPRs1562 and to ensure that enforcement procedures are 

applied in such a manner as to avoid the creation of barriers to legitimate trade and to 

provide safeguards against their abuse1563. 

It seems that even these minimum obligations cannot always be fulfilled.
  

1555 Cf. Messerli, 142; Brinkhof, Kort Geding, 499; Willems, First instance, 396; Geller, 129-130; König, 
Probleme, 302; Tilmann, Gemeinschaftspatent, 887-888; Chisum, 614.
1556 Cf. Art. 9 to 10ter Paris Convention.
1557 Cf. Cottier, 410; Otten/Wager, 403.
1558 Cf. Ryberg, 905-906.
1559 Cf. Dreier, 249; Cottier/Germann, 84; Woolridge, 240; Cottier/Tran, 635, 636; Brinkhof, Wish List, 407.
1560 Cf. Berman, 400.
1561 Cf. Art. 41(1) TRIPs Agreement; Straus, Fair, 810; Haas F.-W., 158.
1562 Cf. Preamble of TRIPs Agreement, lit. (c) and Art. 41(5) TRIPs Agreement. Cf. also Haas F.-W., 154.
1563 Cf. Otten/Wager, 403.
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The USA, for example, requested consultations - even with some European states - in 

several cases due to the absence of measures for the enforcement of IPRs as provided for 

in the TRIPs Agreement1564. The fear that this minimal protection would not be 

achieved1565 by all states bound by the TRIPs Agreement became more evident later on,

leading to the Enforcement Directive in the EU, and was also discussed in the WIPO 

Advisory Committee on Enforcement. It became clear that, in the end, national authorities 

could not everywhere be successfully relied on to fulfil these minimal obligations.

II. Common rules regarding civil procedure at the European level

1. Introduction

Legal unity and the harmonisation of laws are important aspects in developing common 

areas with similar living conditions1566. However, there is currently no existing agreement 

at Community or other levels that would bind the European states sufficiently to create a 

fully unified civil procedure.

With the EC Treaty of Amsterdam1567 it was decided among the EU member states to 

establish an area of justice and to adopt measures in the field of judicial cooperation in civil 

matters as provided for in Article 651568 of the treaty.

  
1564 Cf. Dörmer Sigrid, Dispute Settlement and New Developments Within the Framework of TRIPS - An 
Interim Review, 2000 IIC, 1-37, 24-26.
1565 Cf. Staehelin, 179-180; Ryberg, 910.
1566 Cf. Prütting, 169.
1567 Cf. Adolphsen, Europäisches, N 25 to N 26.
1568 Art. 65 EC Treaty:
"Measures in the field of judicial cooperation in civil matters having cross-border implications, to be taken in 
accordance with Article 67 and in so far as necessary for the proper functioning of the internal market, shall 
include:
(a) improving and simplifying:
— the system for cross-border service of judicial and extrajudicial documents,
— cooperation in the taking of evidence,
— the recognition and enforcement of decisions in civil and commercial cases, including
decisions in extrajudicial cases;
(b) promoting the compatibility of the rules applicable in the member states concerning the conflict of
laws and of jurisdiction;
(c) eliminating obstacles to the good functioning of civil proceedings, if necessary by promoting the
compatibility of the rules on civil procedure applicable in the member states."
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This goal was obviously intended to be reached inter alia by transferring some of the 

already existing international conventions concerning judicial cooperation1569 - in particular 

of the Hague Conference on Private International Law -1570 into secondary Community 

law1571, making them binding among all EU member states, if they were not already, and 

giving rise to a uniform interpretation by the ECJ to a certain extent.

On the basis of the provision in the EC Treaty of Amsterdam, the European Commission 

quickly presented harmonisation proposals1572. Many of them have meanwhile been 

implemented. Amongst most EU member states there currently exist more than ten 

Regulations or agreements that regulate certain parts of civil proceedings1573. For 

example, with regard to jurisdiction and the recognition and enforcement of judgments in 

civil and commercial matters there is Regulation 44/2001, or Regulation 2201/2003 with 

regard to judgments in matrimonial matters1574. Concerning general judicial cooperation, 

the EU has implemented, for example, the Regulation on the service of judicial and 

extrajudicial documents1575, the Regulation on court cooperation in the taking of 

  
1569 Cf. Pirrung, 790.
1570 Cf., for example, the Hague Convention on the Service Abroad of Judicial and Extrajudicial Documents
in Civil or Commercial Matters of 15.11.1965 and the Hague Convention on the Taking of Evidence Abroad 
in Civil or Commercial Matters of 18.3.1970.
1571 Regulation 44/2001 is, for example, grounded on the Brussels Convention but see also the Hague 
Convention on the Recognition and Enforcement of Foreign Judgments in Civil and Commercial Matters of 
1.2.1971.
1572 Cf. Remien, European, 57.
1573 Cf. Siehr, Weg, 91.
1574 Council Regulation (EC) No. 2201/2003 of 27.11.2003 on the jurisdiction, recognition and enforcement of 
judgments in matrimonial matters and in matters of parental responsibility, repealing Council Regulation (EC) 
No. 1347/2000. The European Commission in the meantime also submitted a proposal to add provisions 
concerning applicable law in matrimonial matters to the Regulation, cf. Proposal for a Council Regulation 
amending Council Regulation (EC) No. 2201/2003 of 17.7.2006 as regards jurisdiction and introducing rules 
concerning applicable law in matrimonial matters, COM(2006) 399 final. However, the proposal is far from 
becoming law, as many states seem unable to comprehend the idea of applying foreign family law (cf. 
Wagner, 628).
1575 Council Regulation (EC) No. 1348/2000 of 29.5.2000 on the service in the member states of judicial and 
extrajudicial documents in civil or commercial matters. As of 13.11.2008, this Regulation will be replaced by 
Council Regulation (EC) No. 1393/2007 of 13.11.2007. The modifications with respect to Council Regulation 
No. 1348/2000 particularly focus on additional harmonisation of the procedure and on increasing the 
efficiency of the service, such as the
- introduction of a rule that the receiving agency shall take all necessary steps to effect the service of the 
document as soon as possible, and in any event within one month of receipt,
- introduction of a new standard form to inform the addressee about his right to refuse to accept the 
document to be served at the time of service or by returning the document to the receiving agency within one 
week,
- introduction of a rule providing that costs occasioned by recourse to a judicial officer or to a person 
competent under the law of the Member State addressed shall correspond to a single fixed fee laid down by 
that Member State in advance which respects the principles of proportionality and non-discrimination, or the
- introduction of uniform conditions for service by postal services. Cf. also Wagner, 627.
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evidence1576, the Regulation on a European enforcement order for uncontested claims1577, 

the Regulation on the law applicable to non-contractual obligations ("Rome II"), the 

Regulation establishing a small claims procedure1578, or the Directive on common rules 

relating to legal aid in cross-border disputes1579.

More proposals for EC Regulations and Directives will follow on the basis of the legal 

mandate of Article 65 EC Treaty1580, not least as the revised Article 65(1) Treaty of Lisbon 

now holds that judicial cooperation in civil matters having cross-border implications may 

include the adoption of measures for the approximation of the laws and regulations of the 

EU member states. How far the EU can go on the basis of this (revised) provision is, 

however, unclear1581.

The United Kingdom, Ireland and Denmark did not participate in the adoption of the 

proposed measures pursuant to Article 65 EC Treaty1582. These countries decide on an ad 

hoc basis whether they would like to participate, and adopt and implement the EC 

Regulations. In particular, Denmark is rather reluctant to adopt and apply the 

Regulations1583. Nevertheless, in 2005, for example, two agreements1584 between the EC 

  
1576 Council Regulation (EC) No. 1206/2001 of 28.5.2001 on cooperation between the courts of the member 
states in the taking of evidence in civil and commercial matters; see also Berger Christian, Die EG-
Verordnung über die Zusammenarbeit der Gerichte auf dem Gebiet der Beweisaufnahme in Zivil- und 
Handelssachen (EuBVO), 2001 IPRax, 522-527.
1577 Council Regulation (EC) No. 805/2004 of 21.4.2004 creating a European Enforcement Order for 
uncontested claims and Commission Regulation (EC) No. 1869/2005 of 16.11.2005 replacing the Annexes 
to Council Regulation (EC) No 805/2004.
1578 Council Regulation (EC) No. 861/2007 of 11.07.2007 establishing a small claims procedure. The 
important provisions will, however, not enter into force before 1.1.2009 (cf. Art. 29 of the Regulation).
1579 Council Directive 2003/8/EC of 27.1.2003 to improve access to justice in cross-border disputes by 
establishing minimum common rules relating to legal aid for such disputes.
1580 Cf. for example Proposal for a Council Regulation on the law applicable to contractual obligations 
(Rome I) of 15.12.2005, COM(2005) 650 final; cf. also Wagner, 628-629.
1581 Cf. Remien, European, 74-75 with regard to the EC Treaty.
1582 See the Protocols on the position of these three countries annexed to the EC Treaty as amended by the 
Amsterdam Treaty and Art. 69 EC Treaty.
1583 Cf. Nielsen.
1584 Cf. on the one hand, Council Decision of 20.9.2005 on the signing, on behalf of the Community, of the 
Agreement between the European Community and the Kingdom of Denmark on jurisdiction and the 
recognition and enforcement of judgments in civil and commercial matters, and the Agreement referred to 
(2005 O.J. EU, L 299, 61), and Council Decision of 27.4.2006 concerning the conclusion of the Agreement 
between the European Community and the Kingdom of Denmark on jurisdiction and the recognition and 
enforcement of judgments in civil and commercial matters (2006 O.J. EU, L 120, 22).
On the other hand, cf. Council Decision on the signing, on behalf of the Community, of the Agreement 
between the European Community and the Kingdom of Denmark on the service of judicial and extrajudicial 
documents in civil or commercial matters of 20.9.2005, and the Agreement referred to (2005 O.J. EU, L 300, 
53), and Council Decision concerning the conclusion of the Agreement between the European Community 
and the Kingdom of Denmark on the service of judicial and extrajudicial documents in civil or commercial 



228
and Denmark were concluded which expand to a great extent the Regulation on the 

service of judicial and extrajudicial documents and Regulation 44/2001 to the territory of 

Denmark1585.

A more attentive role with regard to the harmonisation and unification of civil procedural 

law in Europe was also taken by the ECJ1586. Its possibilities were, however, limited to the 

existing given legal framework. 

Without doubt, the common rules at the European level on jurisdiction and, in particular,

the ipso iure recognition and enforcement of each other’s judgments facilitated cross-

border litigation1587.

This could be further improved with the abolition of the exequatur proceedings which have 

to be initiated in order for a judgment to be recognised and enforced in another state. This 

would finally lead to an automatic full mutual recognition of each other's judgments1588.

A first step in this direction was taken with the adoption of the above-mentioned Regulation 

establishing a small claims procedure, where any judgment given in such a procedure is 

enforced under the same conditions as a judgment given in the EU member state of 

enforcement1589. However, the scope of application of the Regulation is limited to claims 

where the value does not exceed € 2 000. It is quite clear, therefore, that this Regulation 

will hardly ever, if at all, apply to patent litigation.

    
matters of 27.4.2006 (2006 O.J. EU, L 120, 23). The agreements entered into force on 1 July 2007 (2007 
O.J. EU, L 94, 70).
1585 Cf. Nielsen.
1586 Cf. Walter/Walther, 8-16; Siehr, Weg, 92.
1587 Cf. Stadler, Brussels, 1638.
1588 Cf. Frattini Franco, European Area of Civil Justice - Has the Community Reached the Limits? 2006 
ZEuP, 225-235, 227-228.
1589 Cf. Art. 21(1) Council Regulation (EC) No. 861/2007 of 11.07.2007 establishing a small claims 
procedure. The important provisions will, however, not enter into force before 1.1.2009 (cf. Art. 29 of the 
Regulation).
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2. The patchwork approach of the European Union

The situation with regard to civil proceedings in Europe can be described as an incomplete 

and unfinished patchwork1590. Initiatives in the past to overcome this situation with a 

common set of rules were not very successful.

Storme initiated the establishment of a unified European Code of Civil Procedure, quite 

some time ago. The so-called "Working Group for the Approximation of the Civil 

Procedural Law in Europe" created, under his leadership, a very interesting and important 

proposal1591 that was the subject of great respect1592. However, despite the official 

mandate of the EU given by the EU to the working group, the result was not heard at the 

political level1593.

The legal patchwork approach1594, as codified in the EC Treaty, shows that the EU 

member states do not currently have the intention of creating a common set of rules of civil 

procedure at the Community level.

The progress of the European Union is characterised by political discourse and careful 

steps forward in general. It is felt that only a continuous partial harmonisation has a real 

chance of success at the accepted state of European integration1595.

The judicial unification of the rules of procedure in civil matters, as is the case with regard 

to private international law1596, will therefore continue with little steps. Unfortunately, even 

these small steps often result in compromises, either proposing a cursory harmonisation or 

watering down the general suggestions so that only a very limited regulation is left1597. As 

Ullrich observed "a common feature of harmonisation in support of unification seems to be 

its limitation to a minimum"1598.

  
1590 Cf. Storme Marcel, Die Vorarbeiten für eine Europäische Zivilprozessordnung und Österreich, 100 Jahre 
Österreichische Zivilprozessgesetze, Mayr Peter G. (ed.), Wien 1998, 197, 203.
1591 Cf. Judiciary Law.
1592 Cf. Gilles, 13.
1593 Cf. Walter/Walther, 33; Stadler, Europäisierung, 674.
1594 Cf. also Wagner Rolf, Zur Vereinheitlichung des Internationalen Privat- und Zivilverfahrensrechts sechs 
Jahre nach In-Kraft-Treten des Amsterdamer Vertrags, NJW 2005, 1754-1757.
1595 Cf. Kerameus, 182.
1596 For an overview cf. Siehr, Weg, 92-95; Wagner.
1597 Cf. also Harte-Bavendamm, 795.
1598 Cf. Ullrich, Harmony, 26.
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A patchwork approach has its limits, however, as it implies a considerable danger of a

jungle of differing applicable regulations based on varying legal instruments at the 

European and national levels, leading to unclear situations concerning law and 

competences. Harmonisation would not provide simplification, thereby reducing the 

complexity of the procedure1599. This is not only a problem for practitioners of the law and 

the legislator1600, but also for the public at large, who will question the legal protection and 

quality and, as a consequence, stray from a legal system1601 that becomes less and less 

transparent and possibly even chaotic1602.

Community law harmonising certain parts of law - often with a lack of coordination 

between the different Community instruments - cannot provide for a complete and well-

adapted system that would ensure the necessary interplay between Community law and 

pre-existing nationally developed systems of law. In addition, Community law has been 

criticised for often being too quickly adopted, and consequently proven to be not very well

planned 1603, although it should be clear that it is simply impossible to create law that fits 

perfectly into the legal systems of, in the meantime, 27 EU member states.

The patchwork approach may therefore endanger legal certainty in an area of the law such 

as civil procedure, where a functional closed system with considerable interaction seems 

so important. Hence, step-by-step harmonisation of civil procedure also entails a great 

potential for questioning an efficient and qualified implementation of substantive (patent) 

law1604. All these problems will not make it any easier to convince the users of the system 

that the current Community approach with regard to the harmonisation of civil procedure is 

the right one1605.

  
1599 Cf. Gall, 142.
1600 Cf. Siehr, Weg, 95.
1601 Cf. also Gilles, 30-31.
1602 Cf. Siehr, Weg, 95.
1603 Cf. Stadler, Europäisierung, 674-675; also cf. Cornish/Drexl/Hilty/Kur; Hamburg Group.
1604 For example, the Enforcement Directive should have gone much further at the beginning, introducing 
different but limited aspects of procedural remedies and sanctions, but it was feared that these might 
endanger the smooth running of national civil procedure, cf. Cornish/Drexl/Hilty/Kur.
1605 Also cf. the critical remarks of the European Commission with regard to that fragmentation in the 
Greenpaper on Consumer Protection, COM(2001) 531 final, Brussels, 2.10.2001.
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What is not very helpful in that regard is the fact that the parts of civil procedure which 

seem more open to harmonisation and uniformity1606 and have less impact on national 

procedures are becoming fewer and fewer, and the more difficult parts, such as the 

organisation of jurisdiction, the detailed process of the procedure, the powers of the courts, 

etc., will have to be put on the negotiation table.

Once this stage has been reached, it would be much more promising to move from top to 

bottom with regard to the creation of a comprehensive procedural system: that is to say, 

harmonise or unify the fundamental principles of civil procedure first - for example some 

general principles, such as the principle of party decision, the principle of free evaluation of 

evidence, the obligation of the court to maintain an active case management, or the 

general structure of proceedings, including a written and oral hearing phase - and then 

move on to further details1607. This would be much more easily achieved if fewer states 

with less different interests have to be included in the negotiations, especially if the states

that actually have little or no interest in the harmonisation and uniformity of these aspects 

of law do not have to participate in the negotiations. The Intergovernmental conference of 

the EPC contracting states of Paris went that way and mandated the Working Party on 

Litigation to present a draft text for an optional patent litigation instrument1608. It will be very 

important to involve states which come from different legal systems in the negotiations. 

Final rules which take into consideration civil and common law principles, for example, will 

make it easier even for other states to accept them.

The internationalisation1609, or rather "Communitarisation" of national civil procedure1610

will continue, not least also because it must ensure the harmonised enforcement of

substantive Community law1611, providing for uniform results. This process could, however, 

slow down because of the continuous unclear integration1612. One can only hope that 

Europe will soon take a clear decision on the direction in which it would like to move. Up till 

  
1606 For aspects of civil procedure which seem to be predestined to harmonisation to a greater or lesser 
extent, cf. Prütting, 173.
1607 Cf. also Gilles, 27-28. As regards the risks, cf. §6 D.IV. Conclusions with regard to a unification of the 
interpretation of European patent law by way of a harmonisation of procedural law.
1608 Cf. 1999 O.J. EPO, 548.
1609 Cf. Gilles, 5.
1610 Cf. Stadler, Europäisierung, 673.
1611 Cf. also Delicostopoulos.
1612 Cf. also Stadler, Brussels, 1661 and Jayme Erik/Kohler Christian, Europäisches Kollisionsrecht 2007: 
Windstille im Erntefeld der Integration, 2007 IPRax, 493-506.
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now, procedural law and practice have been national affairs to a great extent1613, as 

mentioned earlier1614, and therefore differ significantly throughout Europe 1615.

3. Uniform law concerning patent litigation

Unified rules concerning IPR civil procedure with an impact on patent litigation exist within 

the EU with the Regulation on customs action against IPR-infringing goods1616 and, in 

particular, with the Enforcement Directive.

The project to create the Enforcement Directive would have been an important step in the 

direction of a unified procedure with regard to IPRs. The harmonisation goal led to the 

European Commission’s conclusion that the Directive should have its legal basis in Article 

95 EC Treaty1617, which has its objective in the establishment of the internal market 

through harmonisation of the legislative, regulatory and administrative provisions1618. 

Already, the ECJ held that different results with regard to the enforcement of IPRs in the 

European Union are an obstacle to the creation of a common market1619.

Unfortunately, the step now taken by the finally adopted Directive was once again too 

small1620, only providing for minimal common grounds. The final result clearly fell short of 

expectations for creating "best practice" rules1621, as well as the first proposal made by the 

European Commission1622.

  
1613 Cf. Bertrams, 634 with reference to Brinkhof Jan, "Europees octrooirecht, international normen, nationale 
regeltoepassing" (Zwolle 1989).
1614 Cf. §3 B.V. Procedural differences and court practices.
1615 Cf. Willems, Blueprint, 16 and also Proposal for a Directive of the European Parliament and of the 
Council of 30.1.2003 on measures and procedures to ensure the enforcement of intellectual property rights, 
COM(2003) 46 final, 13-16.
1616 Council Regulation (EC) No. 1383/2003 of 22.7.2003 concerning customs action against goods 
suspected of infringing certain intellectual property rights and the measures to be taken against goods found 
to have infringed such rights.
1617 The substance of this provision did not change with the Treaty of Lisbon.
1618 Cf. Spain v Council of the European Union, ECJ July 13, 1995, (case C-350/92); Federal Republic of 
Germany v European Parliament and Council of the European Union, ECJ October 5, 2000 (case C-376/98); 
Proposal for a Directive of the European Parliament and of the Council of 30.1.2003 on measures and 
procedures to ensure the enforcement of intellectual property rights, COM(2003) 46 final, 16-18.
1619 Kingdom of the Netherlands v Council of the European Union and the European Parliament, ECJ 
October 9, 2001 (case C-377/98).
1620 Cf. also Charles, 485.
1621 Cf. Harte-Bavendamm, 798.
1622 Cf. Proposal for a Directive of the European Parliament and of the Council of 30.1.2003 on measures 
and procedures to ensure the enforcement of intellectual property rights, COM(2003) 46 final. For a historical 
overview cf. Harte-Bavendamm, 794-798.
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It should not be forgotten, however, that the aim of the European Commission was to 

ensure that IPRs were enforced in an equivalent fashion throughout the Community even 

after the accession of the ten new states, but within the existing national frameworks. It 

was consequently suggested by the European Commission that only an EC Directive and 

not an EC Regulation should be adopted1623. Nevertheless, the double goal of satisfying

both needs, to combat counterfeiting and piracy on the one hand, and the desire to 

harmonise national civil procedures and remedies for infringements of IPRs1624 on the 

other, merely watered down the initial proposal - not least leading to optional and 

mandatory measures which have to be implemented. Whereas the IP lobby wanted the 

strongest measures possible, it was the European Parliament - and particularly the open 

source movement1625 - that wanted a more limited approach. The recommended criminal 

sanctions were therefore excluded from the scope1626, and quite a number of other 

suggestions that seemed to impinge on the sovereignty of the member states in relation to 

civil procedure became more general1627.

The outcome with regard to the Enforcement Directive could be summarised as a transfer 

of the TRIPs Agreement enforcement rules into Community law, including minimal further 

harmonisation of civil procedure and remedies with regard to IPRs. As a result, it is no 

longer a question of whether the measures as provided for in the TRIPs Agreement are 

also applicable to purely Community cases1628 and whether the general balance of 

national civil procedure was not endangered by a limited harmonisation at the Community 

level1629.

  
1623 Cf. Proposal for a Directive of the European Parliament and of the Council of 30.1.2003 on measures 
and procedures to ensure the enforcement of intellectual property rights, COM(2003) 46 final, 16.
1624 Cf. Massa Charles-Henry/Strowel Alain, The Scope of the Proposed IP Enforcement Directive: Torn 
between the Desire to Harmonise Remedies and the Need to Combat Piracy, 2004 EIPR, 244-253, 244; 
Würfel.
1625 Cf. Würfel, 209.
1626 It should be noted that the European Commission has in the meantime submitted a proposal for a 
Directive on criminal measures (Proposal for a European Parliament and Council Directive of 12.7.2005 on 
criminal measures aimed at ensuring the enforcement of intellectual property rights, COM(2005) 276 final). 
First hearings showed that it would be difficult to reach an agreement, not least with regard to patent rights
(cf. Schneider Marius/Vrins Olivier, The EU offensive against IP offences: Should right-holders be offended?, 
2006 JIPLP, 173-176). It was consequently decided to exclude patent rights from the scope of the Directive.
1627 Cf. McGuire, Enforcement, 256.
1628 Cf. McGuire, Enforcement, 256.
1629 Cf. also the fears in that regard expressed by Cornish/Drexl/Hilty/Kur; Ullrich, Harmony, 43.
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It was therefore also no surprise that most national civil proceedings1630 and the latest draft 

for an EPLA will only have to, and had to, be revised to a limited extent1631 to be in line 

with the Enforcement Directive1632.

As a consequence of this situation, variations in European procedural laws applicable to 

patent litigation will also in the future possibly result in different determinations of the

extent of protection of a European patent. A further harmonisation of procedural law would 

therefore not only provide for better and more efficient enforcement of patent rights1633 but 

would also be another step in the direction of uniform interpretation, consequently ensuring 

legal equality and legal certainty1634. The question arises, then, as to what minimal 

standard laws have to be unified to provide for uniformity in the interpretation of European 

patent law.

III. Crucial points of procedure with an effect on the interpretation of European 
patent law

Experts seem to agree that provisional measures and the associated taking and gathering 

of evidence, as well as certain fundamental procedural principles1635, make up a crucial 

part of all the important elements that should be unified1636.

1. Provisional measures

The efficiency of a system which is designed to protect any right greatly depends on its 

ability to prevent infringing acts from occurring or continuing1637.

  
1630 Cf., for example, for France: Brüning-Petit, Directive; for the United Kingdom: Huniar, 92-99; for 
Germany, however, more amendments seem necessary, cf. Knaak Roland, Die EG-Richtlinie zur 
Durchsetzung der Rechte des geistigen Eigentums und ihr Umsetzungsbedarf im deutschen Recht, GRUR 
INT. 2004, 745-750.
1631 However, a new feature for most states provided by the Enforcement Directive is the right to third-party 
information (cf. Kur, Enforcement Directive, 830), which was likewise not provided for in previous versions of 
the EPLA (cf. revised Art. 68 draft EPLA, WPL/10/05).
1632 Cf. WPL/10/05; Willems, Trojan Horse, 332-333.
1633 Cf. Ryberg, 907; Proposal for a Directive of the European Parliament and of the Council of 30.1.2003 on 
measures and procedures to ensure the enforcement of intellectual property rights, COM(2003) 46 final, 16.
1634 Cf. Brinkhof, Schlichtung, 601.
1635 Cf. also §6 D.II.2. The patchwork approach of the European Union.
1636 Cf. Schade, Protocol, 174; Brinkhof, Change, 106; Jacob, Future, 116; Ryberg, 910-912; Willems, 
Harmonisation, 198.
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Provisional measures are therefore an essential part of most civil proceedings, and 

especially in the intellectual property field. It is therefore also said that Article 50 TRIPs 

Agreement - which regulates provisional measures - is actually the most important 

provision of the enforcement part1638.

It is generally accepted that provisional and protective measures have as their function the 

securing of assets out of which an ultimate judgment may be satisfied or maintenance of 

the status quo pending determination of the issue at trial1639.

This is also reflected in Article 50(1) TRIPs Agreement, which provides that the judicial 

authorities shall have the authority to order prompt and effective provisional measures:

(a) to prevent an infringement of any intellectual property right from occurring, and in 

particular to prevent the entry into channels of commerce in their jurisdiction of goods, 

including imported goods immediately after customs clearance;

(b) to preserve evidence in regard to the alleged infringement. 

However, also with regard to provisional measures, the TRIPs Agreement only regulates 

the minimum requirements1640 and consequently involves a risk of differences in 

jurisprudence among the EPC contracting states. In the proposal for an Enforcement 

Directive, the suggestion was therefore made to introduce further such measures that 

would have supplemented those of Article 50 TRIPs Agreement1641. As already mentioned, 

not much extra was left in the final Article 9 Enforcement Directive1642.

    
1637 See Straus, Fair, 812.
1638 Cf. Gervais, N 2.422.
1639 Cf. ILA, PPM principles, N 3; N 19; also cf. Art. 18a(2) Proposal for a Council Act establishing the 
Convention on jurisdiction and the recognition and enforcement of judgments in civil and commercial matters 
in the Member States of the European Union (COM(1997) 609 final, 1998 O.J. EC, C 33, 31 January 1998, 
20) for a definition of the term "provisional, including protective, measures": "For the purposes of this 
Convention, provisional, including protective measures means urgent measures for the examination of a 
dispute, for the preservation of evidence or of property pending judgment or enforcement, or for the 
preservation or settlement of a situation of fact or of law of the purpose of safeguarding rights which the 
courts hearing the substantive issues are, or may be, asked to recognize."
1640 Cf. Dreier, 263.
1641 Cf. Proposal for a Directive of the European Parliament and of the Council of 30.1.2003 on measures 
and procedures to ensure the enforcement of intellectual property rights, COM(2003) 46 final, 21.
1642 Cf. Kur, Enforcement Directive, 825; McGuire, Enforcement, 256.
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The variations in preliminary measures in Europe are consequently great - not only in 

number but also in their nature and content1643, and often these differences seem to be the 

result of the traditions and approaches adopted by the courts1644. As mentioned, the 

variation is also a reason for extensive forum shopping1645. Since the possibility of 

obtaining preliminary injunctions is classed as a vital element in modern patent 

litigation,1646 it is no surprise that harmonisation has been requested, and is still requested 

today. 

What impact does preliminary relief have on the interpretation of (patent) law, however?

As mentioned earlier, the major task of provisional and protective measures is to maintain 

the status quo and to see that certain rights are safeguarded, so that the parties have a 

chance to argue their claims on the merits1647. This makes it clear that differences in the 

time limit for requesting preliminary relief1648, the addressees, the effect on ancillary 

proceedings1649 etc., may all have a great influence on the outcome of the final judgments, 

although the judge on the merits is not bound by the interim decision.

2. Evidence

The author also fully agrees with others that the regulations on the gathering of evidence 

and the protection thereof clearly have an impact on the final judgment on the merits.

There could, for example, be consequences if the factual and expert evidence is gathered 

before the trial or during the trial. The same can be said if the proceedings are held in 

writing or heard verbally, or if the time by which evidence can be gathered or submitted 

varies1650. 

  
1643 Cf. Kessedjian, N 2 and the description of the different measures; Stauder, Verletzungsverfahren, 153-
157; ILA, PPM principles, N 4.
1644 Cf. Proposal for a Directive of the European Parliament and of the Council of 30.1.2003 on measures 
and procedures to ensure the enforcement of intellectual property rights, COM(2003) 46 final, 14.
1645 Cf. §3 B.IV. Provisional and protective measures.
1646 Cf. Ryberg, 911.
1647 Cf. Kessedjian, N 2.
1648 Cf. Ryberg, 911-912.
1649 Cf. ILA, PPM principles, N 4; N 26.
1650 Cf. Huniar, 93; Willems, Harmonisation, 198.
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However, the differences in fact-finding within accusatorial or inquisitorial principles are 

also significant1651. Whereas the first is in the hands of the parties, the second is the duty 

of the court. For example, the new EPC contracting states from Central and Eastern 

Europe quite vividly acted out an inquisitorial approach in proceedings1652. It goes without 

saying that a mix of the two systems - which is quite common in several European states -

could lead to the result changing again.

The law is applied on the basis of fact-finding. Different rules in the fact-finding process 

may lead to different results and consequently to a different application of the law, again 

leading to different judgments. It therefore also seems clear that basic principles of the 

proceedings influence the outcome.

The Enforcement Directive did unify these principles to a certain extent1653 and will 

possibly have a positive effect in relation to uniform results. Nevertheless, an additional 

harmonisation will be a necessity.

IV. Conclusion with regard to a unification of the interpretation of European patent 
law by way of a harmonisation of procedural law

Procedural law does have an impact on the implementation of substantive law1654. As 

experience before different national courts shows, many of the diverging results in the 

judgments are not based on a different interpretation of law but rather on the differences in 

the fact-finding process.

A full unification of provisional and protective measures and the rules on gathering 

evidence and possible further points in a procedure would consequently have a positive 

effect with regard to a unified interpretation of patent law.

  
1651 Cf. Willems, Harmonisation, 199.
1652 Cf. Sadlonova, 125-126.
1653 The Enforcement Directive tried to unify the rules on gathering evidence - Article 6 - and protecting 
evidence - Article 7. Article 6 deals with the obligation to produce evidence which lies in the control of the 
opposing party, and is heavily based on Article 43 TRIPs Agreement. Article 7 contains rules on the search 
for and protection of evidence and does not provide for mandatory substantial new elements that go beyond 
Article 50 TRIPs Agreement.
1654 Cf. Brinkhof, Kort geding, 499; Delicostopoulos, 600.
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It must, however, be reiterated that a positive effect can only be achieved if the uniform -

or harmonised - rules are properly fitted into the existing national system, thus ensuring 

the necessary legal certainty and predictability.

It is inherent in a procedure with several instances that one step follows the other. 

Consequently, there is the risk that, if only one element is changed, the final result will also

change. Thus, if the proceedings of the first instance vary too greatly from the appeal 

instance, there is an immediate danger that the appeal instance will have to repeat the 

fact-finding process in its entirety - if it has the authority to do so - so as to be in a position 

properly to decide the case.

To avoid this situation with regard to the establishment of a European Patent Court, the 

Intergovernmental conference of the EPC contracting states of Paris mandated the WPL to 

create an agreement that would commit its signatory states to an integrated judicial system 

with regard to litigation, including uniform rules of procedure1655.

Each part of the procedure is a piece of the mosaic on the way towards the final judgment 

of the court. One could therefore easily argue that the procedure in its entirety must be 

unified and used in a common organisational framework1656 in order always to arrive at a 

uniform result.

The request for such a framework in order to avoid diverging results does not, however,

seem too convincing as, in every court system, diverging judgments are rendered1657 even 

though unified procedural rules apply.

A court is composed of individuals who approach the subject matter differently and who 

interpret the law in various ways and with differences in their attitude1658. The different 

organisation of the jurisdictions therefore seems only to have a limited impact on 

  
1655 Cf. 1999 O.J. EPO, 548.
1656 One could argue that despite the unitary proceedings the result in a patent case will be different 
according to whether the panel of judges is composed of legally and technically qualified judges or only of 
legally qualified judges.
1657 Cf. Pagenberg, First Instance, 490-491.
1658 Cf. also Kur, Enforcement Directive, 825-826; Ullrich, Harmony, 44.
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interpretation. It would instead be necessary also to provide for a harmonisation of legal 

methods, education and traditions1659. Even then the results will vary, however.

It can be concluded that a uniform interpretation cannot be achieved by simply unifying the 

proceedings. Here a common authority would also be necessary to ensure a unified 

interpretation1660.

It seems clear, however, that the more the steps in the proceedings are unified, the greater 

the chances that the judges will arrive at the same results by interpreting the law in a 

unified way. This would also make it necessary for the unified rules to take account of the 

special elements of the patent proceedings1661 in order to construe European patent law in 

a uniform manner as far as possible.

It is no surprise that in the past there were in fact several proposals to harmonise, at the

European and Community levels, not only certain formal parts but also substantive parts 

concerning the infringement of patents1662. Bearing in mind the huge problems with regard 

to the implementation of the Biotech Directive1663, the failed adoption of the Directive on 

the patentability of computer-implemented inventions1664 and great problems regarding the 

making of a Community Patent Regulation1665, it would be a great surprise, however, if the 

EU member states were ready to take that step at the moment.

In any case, the greater the substantive harmonisation at the Community level, the greater

the necessity to harmonise procedural law at the Community level as well1666.

  
1659 Cf. Gilles, 23-26.
1660 Cf. Prütting, 178; Tilmann, Zukunft, 1082; Meier, 319.
1661 Cf. Messerli, 142; Cornish/Drexl/Hilty/Kur, 448; Ryberg, 908.
1662 Cf. König, 3. Weg; Bossung, Return; Schäfers, Anmerkungen, 828; Tilmann/v. Falck, 585; but also 
Brändle, Future shape, 162-164.
1663 Cf. Directive 98/44/EC of the European Parliament and of the Council of 6 July 1998 on the legal 
protection of biotechnological inventions, 1998 O.J. EC, L 213, 30 July 1998, 13; Actions against four 
member states before the ECJ for still not having implemented the biotech patents Directive, IPR-Helpdesk: 
IPR Bulletin No. 12, Dec. 2003-Jan. 2004.
1664 Cf. Proposal for a Directive of the European Parliament and of the Council of 20.2.2002 on the 
patentability of computer-implemented inventions, COM(2002) 92 final.
1665 Cf. CP Regulation proposal.
1666 Cf. also Schade, Regelung, 106.
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V. Harmonisation of substantive patent law

The approach aimed at a more consistently interpreted law through further harmonisation 

of substantive patent law was mainly initiated by German experts1667.

The proposals included the major issues of patentability1668, the extent of protection of a 

patent and the nullity thereof1669 - going beyond the rules of the EPC - but also the 

sanctions and damages1670 going beyond the general regulations as provided for in Article 

45 TRIPs Agreement1671. Litigation would become more predictable and could be more 

easily avoided if it was not really necessary1672.

The instruments in the proposals on ways in which harmonisation in the field of 

substantive patent law could be achieved vary quite extensively:

- new international agreements among the EU member states or EPC contracting 

states,

- creation of a Community Patent Directive1673,

- conversion of the EPC into an EC Regulation including certain1674 or all parts of the 

CPC 19891675, and 

- incorporating substantive patent law into Community law and then "implanting" it into 

the EPC1676.

  
1667 Cf. König, 3. Weg; Bossung, Return; Schäfers, Anmerkungen, 828; Tilmann/v. Falck, 585; Stauder, Weg, 
478; Tilmann, Invalidity harmonisation; but also Brändle, Future shape, 162-164.
1668 Cf. Bossung, Return, 295.
1669 Cf. König, 3. Weg, 343; Tilmann, Invalidity harmonisation. 
1670 Cf. Bruchhausen, Ausgleichsansprüche, 708; 715-716; Schade, Protocol, 174; Stauder, Significance, 
794.
1671 As mentioned earlier, sanctions and damages have in the meantime been further harmonised to a 
certain extent with the Enforcement Directive.
1672 Cf. also Véron Pierre in: Michalland, 19.
1673 Cf. König, 3. Weg, 342-344; Schäfers, Anmerkungen, 828; Tilmann/v. Falck, 585; Tilmann, 
Harmonisierung, 11; Tilmann, Zukunft, 1083-1083; Tilmann, Invalidity harmonisation, 72. 
1674 Cf. Bossung, Return, 302-304; 311; 314; Armitage, Policy, 556.
1675 Cf. Straus, Present State, VI. Suggestions (i).
1676 Cf. Bossung, Unionpatent, 3-4.
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The level of harmonisation would certainly depend on the chosen Community instrument, 

but it seems clear that uniform law would have to fit into the existing European patent 

system in order to bring the expected effects.

If an EC Directive is adopted that only regulates general standards, leaving a certain 

authority and flexibility to the EU member states1677, the level of harmonisation will be 

different from a directly applicable regulation with detailed provisions. The implementation 

of the Biotech Directive1678 into national law, for example, shows that the EU member 

states tend towards their own interpretation in highly political fields of law when 

implementing the respective rules into national law1679 if the harmonisation measure is not 

sufficiently detailed and if unification is limited to a minimum1680.

At the start of the millennium the European Commission obviously had the plan to propose 

an EC Directive on patent law to harmonise the remaining differences in national laws 

governing the scope of protection conferred by national patents and differences in validity 

and revocation1681. A similar proposal was also made by MEP Klaus-Heiner Lehne1682. The 

European Commission made this approach part of the questionnaire on the patent system 

in Europe of January 20061683.

It suggested that the following could possibly be considered:

- a transfer of the main patentability criteria of the EPC, such as novelty, inventive step and 

industrial applicability, into Community law so that national courts could refer questions of 

interpretation to the ECJ,

- a more limited harmonisation picking up issues which are not specifically covered by the 

EPC, and

  
1677 Cf. Remien, Illusion, 281.
1678 Cf. Directive 98/44/EC of the European Parliament and of the Council of 6 July 1998 on the legal 
protection of biotechnological inventions, 1998 O.J. EC, L 213, 30 July 1998, 13.
1679 Cf. for example: Feldges Joachim, Ende des absoluten Stoffschutzes? Zur Umsetzung der 
Biotechnologie-Richtlinie, 2005 GRUR, 977-984.
1680 Cf. Ullrich, Harmony, 27-28.
1681 Cf. Jones/Toutoungi, 247.
1682 Cf. Lehne, 364.
1683 Cf. §7 A.III. The third phase.
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- the mutual recognition by patent offices of patents granted by another EU member state, 

possibly linked to an agreed quality standards framework, or to a "validation" by the EPO, 

and provided the patent document is available in the original language and another 

language commonly used in business1684.

The survey showed hardly any support for further harmonisation or mutual recognition of 

such a kind1685, as it was felt by many that the patentability criteria are already sufficiently 

unified by the EPC1686.

Additionally, there were some that were afraid of opening a Pandora's box if discussions 

on further harmonisation of substantive patent law were initiated1687.

Nevertheless, the advantage of a Community solution with regard to a common 

interpretation seems clear: there is the ECJ, which should protect it1688.

The unification effect of the ECJ's jurisprudence would, however, be limited to the issues 

that would be transferred to the Community level and to the particular question 

involved1689, leaving room for different interpretations at the national level with regard to all 

other questions concerning a certain provision.

This would at least be the case until the court had been contacted in a sufficient number of 

cases concerning the same provisions, and until abstract principles applicable in all cases 

had been formulated1690. Forum shopping would again be practised if legal practice varied.

In addition, the harmonising effect of ECJ rulings would depend on the goodwill of the 

national courts in referring questions of law to the ECJ for preliminary rulings1691 which 

  
1684 See Questionnaire of the European Commission on the patent system in Europe, Brussels, 09/01/06, 6.
1685 Future Patent Policy in Europe, Public Hearing - 12 July 2006, Report, 3.
1686 Future Patent Policy in Europe, Public Hearing - 12 July 2006, Preliminary findings: issues for debate, 
15.
1687 Cf. Ermer, 147-148.
1688 Cf. König, 3. Weg, 343.
1689 Cf. Ermer, 147.
1690 Cf. Snell, 190.
1691 Also cf. the similar approach with regard to the CPC 1975 where it was suggested that the ECJ had 
jurisdiction to give preliminary rulings concerning decisions rendered by the EPO (Art. 73 CPC 1975; cf.§1 
D.I. Aims and development).
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often take several years to be answered by the ECJ1692. Furthermore, EPC contracting 

states which are not member states of the EU would not be bound by the rulings of the 

ECJ. If these states could not be involved in the system, e.g. by bilateral association 

agreements, it could not be ensured that the interpretation of European patent law would 

be entirely unified.

These disadvantages could likewise not be diminished by simply implementing the new 

Community rules into the EPC without creating a common court having the power to 

decide on facts and law and having supremacy over the EPO Boards of Appeal1693 and the 

national courts.

It seems clear that the EPO Boards of Appeal - as a body of the European Patent Office 

and as part of an independent international organisation which includes EU member states 

and non-EU member states - could not be forced to refer questions of law to the ECJ or be 

bound by ECJ jurisprudence. However, the EPO Boards of Appeal would have to take into 

account the decisions of the ECJ when interpreting Community law which was 

implemented into the EPC. 

The best solution seems to be simply to create a common pan-European patent court by 

way of an international agreement including some points that further harmonise

substantive patent law or by implementing such law into the EPC. The grounds for 

patentability, the extent of protection and the grounds for nullity are sufficiently clearly

formulated in the EPC to make it possible for a European patent court to establish a 

unified jurisprudence1694. Further harmonisation in that regard with new rules to be 

implemented into the EPC or the Implementing Regulations would not be necessary. 

It is evident that a further harmonisation of substantive patent law, such as in regard to 

rules on limitations to the effects of the European patent, questions on the burden of proof 

and prior use1695, would only help to solve the current problems if, at the same time, a

European patent court were established which could ensure a uniform interpretation.

  
1692 Cf. also Schneider, 203-204.
1693 Consideration could also be given to integrating the EPO Boards of Appeal into the court system.
1694 Cf. also Future Patent Policy in Europe, Public Hearing - 12 July 2006, Preliminary findings: issues for 
debate, 15.
1695 Cf. also Bossung, Unionpatent, 4.
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A simple protocol on the harmonisation of substantive European patent law added to the 

EPC or any other such instrument or the adoption of interpretative rules without 

establishing a common court is, at the same time, also undesirable1696, as they would not 

solve the current problems.

To revise the Strasbourg Convention as was also proposed1697 seems unrealistic, not least 

since the European Council is no longer the political body dealing with patent law1698.

E. Cross-border injunctions

As mentioned above, cross-border injunctions were introduced inter alia by the Dutch 

courts to avoid multiple litigation and controversial decisions regarding the infringement of 

a European patent in different states. Other courts remained rather reluctant, however 1699,

and the ECJ in GAT v Luk1700 and Roche et al. v Primus1701 turned cross-border 

jurisdiction by national courts in relation to patents into theory to a great extent.

The question arises, nevertheless, as to whether a uniform interpretation of European 

patent law could be achieved if a liberal approach were and could be followed.

A cross-border injunction in Europe has the consequence that a judgment rendered by a 

court - possibly applying its own law - has a direct impact on another state’s territory. Such 

a judgment should therefore be taken into better consideration by a court in future cases, 

other than a judgment that has no direct consequences on the territory where the court is 

located. A more profound analysis of the arguments put forward by a foreign court could 

clearly move in the direction of harmonisation as a form of judicial cooperation.

Again, however, it would depend on each judge and on whether or not he or she is ready 

for such an analysis. When taking the judgment into consideration, it may easily be argued 

  
1696 Cf. also Landfermann, Litigation, 230.
1697 Cf. Schäfers, Anmerkungen, 828.
1698 Cf. Bossung, Unionpatent, 6-7.
1699 Cf. §3 C.VI.1 Cross-border injunctions.
1700 Gesellschaft für Antriebstechnik v LuK Lamellen und Kupplungsbau Beteiligungs GmbH & Co. KG, ECJ 
July 13, 2006 (case C-4/03).
1701 Roche Nederland BV v Primus et al., ECJ July 13, 2006 (case C-539/03).
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that this judgment was rendered by a foreign court that did not take the home court’s legal 

tradition or even jurisprudence into sufficient consideration. The more the crucial points of 

patentability and the extent of protection are at stake, the greater the chance that the court 

will adhere to its view, as mentioned before.

Furthermore, more than half of all current cases relating to European patents are decided 

by German courts1702. German views and traditions would therefore have a great influence 

on the interpretation of European patent law. This could be a problem for some courts or 

states if there is no common court of appeal where all states are represented.

Additionally, the common absence of a second-instance court could make the national 

courts suspicious of whether the other national court would really take its earlier judgments 

on the same subject matter into consideration and render well-balanced, European-spirited 

judgments. An assessor system, as mentioned above1703, could therefore help to prevent 

possible prejudices among the courts and would also allow for foreign views to be directly 

introduced into the decision-making process.

Nevertheless, it seems very unlikely that extensively rendered cross-border injunctions 

would lead to full uniformity in the interpretation of European patent law1704.

F. Compulsory arbitration

As concluded above, arbitration contributes to the minimisation of multiple litigation and to 

a uniform interpretation of European patent law only to a very limited extent1705, if at all.

However, if arbitration is made compulsory, it could contribute to a limitation of multiple 

litigation.

The proposal by Kingston was to introduce compulsory expert arbitration as a stage in 

dispute resolution, before any involvement with the courts1706.

  
1702 Cf. §2 C.I. Courts of first instance.
1703 Cf. §6 A.I.3. Exchanges between national judges, as well as between national judges and members of 
the EPO Boards of Appeal.
1704 Cf. de Wit, 232.
1705 Cf. §5 E.Conclusion.
1706 Cf. Kingston, 156.
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The reasons for the proposal to make arbitration compulsory1707 were in fact the enormous 

patent litigation costs, and the lengthy proceedings in certain states. The main goal behind 

this idea is to strengthen the position of SMEs, which are very often in a weaker position 

when it comes to litigation as they are not able to pay the costs that a big company can.

It seems questionable, however, that arbitration could lead to a better environment for 

litigation, not least since experience shows that arbitration is often neither faster nor 

cheaper than the courts.  Additionally, the arbitral award could hardly be excluded from 

being subject to appeal before ordinary jurisdiction.

It is therefore not really a surprise that the proposal to introduce compulsory arbitration into 

the UK Patents Bill 2004 was rejected by Parliament1708.

Nevertheless, the proposal itself will encourage work towards an (inter)governmental 

system that is more balanced, guaranteeing high-quality decisions, and that ensures 

access to justice independently of the financial strength of the parties. A strict case 

management by the court, and giving the parties the possibility to concentrate on the 

important points to be decided, proved to be one important issue in tackling the problem of 

high litigation costs. 

The London Intergovernmental conference of the EPC contracting states in 2000 came to 

the same conclusion with regard to patent arbitration and suggested to the EPC 

contracting states that arbitration be made more widely available but be kept optional1709.

G. Common court of appeal

It is generally felt that the creation of a common supreme authority would be a necessary 

solution for a uniform interpretation of European patent law1710.

  
1707 Cf. Kingston, 155.
1708 Cf. Nurton.
1709 Cf. §5 B.I. Introduction.
1710 Cf. Beier, MGK 1, N 29; Walter H.P., Auslegung, 869; Armitage, Interpretation, 817; Brinkhof, 
Desirability, 229; Jacob, Decisions, 16; Grabinksi, Determination, 870; Schäfers, Anmerkungen, 824.
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The Intergovernmental conference of the EPC contracting states of Paris also mandated 

the WPL to elaborate an optional agreement including a common court of appeal1711. 

Obviously the COPAC served as an example for that approach.

The majority of the states interested in acceding to an EPLA opted, however, for a 

European solution with two instances from the beginning. There are good reasons for that 

decision, which will be discussed at a later stage1712.

However, there are just a few, put forward by this majority, which would actually call into 

question the uniformity of interpretation if only a common appeals court were to be 

created1713:

- First, only a common European court of first instance, composed of highly qualified and 

experienced patent judges from different countries with different developed legal cultures, 

will be able to achieve the desired goal that the European patent law is applied and 

interpreted in a truly consistent "European" way.

- Second, multiple litigation relating to the same rights in different jurisdictions leads to 

inconsistent interpretation of the same substantive law in different jurisdictions and hence 

different outcomes and a lack of predictability. 

- Third, procedural law, e.g. on pan-European injunctions, is inconsistent and causes 

delays, costs and legal uncertainty. 

- Fourth, a simple appeal court without a common first instance would allow the current 

problems to persist, since much litigation only goes as far as the court of first instance and 

would therefore not reach the unifying level of the appeal court.

The minority of the WPL argued that it was sufficient to create a common appeal court to 

ensure uniformity of court decisions.

  
1711 Cf. §7 A.I. The first phase.
1712 f. §7 B. II.1.a)bb)aaa) Are there appropriate reasons for a "full" European solution?.
1713 Cf. Structure paper, 2000 EIPR, S-4 to S-5; 2000 IIC, 569-570; 2000 Bijblad bij de Industriële Eigendom, 
265.
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The argument put forward that national procedural law, as well as substantive patent law,

could be harmonised without necessarily leading to different results in its interpretation, 

and that forum shopping is not necessarily bad since it gives the plaintiff the opportunity to 

choose the most experienced court1714, does not seem very convincing, as discussed 

above.

However, the arguments stated by the majority of the WPL that would make a court with 

two instances necessary with regard to the interpretation of law are likewise not entirely 

convincing.

It seems clear that a simple court of appeal with an international composition operating 

under extensively harmonised rules of procedure, together with specialised national 

courts, would also give rise to a real European jurisprudence1715 - including injunctions -

even though many cases do not reach the second instance. It would just take longer1716.

However, it would not eliminate the existing differences in the national legal systems, their 

practices, or their experience1717.

Additionally, it should be mentioned that creating a common court of appeal capable of 

only checking questions of law - even if its jurisdiction were limited to nullity cases1718-

would ignore the fact that technical facts and law are very much interlinked, especially in 

patent litigation1719. The parties would then basically be limited to one tier, where both the 

law and the facts could be examined. This would hardly be acceptable to the users, most 

of all with regard to a court which renders decisions covering several states.

An important factor supporting two unified instances is that it seems easier for a state to 

relinquish its national civil procedural rules - even if only and not reasonably limited to 

patent disputes1720 - for a full European solution. Politically, it just seems more difficult to 

  
1714 Cf. also Schade,Streitregelungssystem, 832; 837; Tilmann, Zukunft, 1079.
1715 Cf. also Brinkhof, Schlichtung, 604; Schade, Protocol, 174.
1716 Cf. also Burnside, 288.
1717 Cf. Boval, Remarques, 165-166.
1718 Cf. Schade, Regelung, 106; 108.
1719 Cf. Brack, 56; Tilmann, Zukunft, 1081.
1720 Cf. Schade, Streitregelungssystem, 831.
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accept common rules of procedure for a state’s national courts, only to make it easier for a 

following European court of second instance to establish a uniform jurisprudence.

All this seems to rule out a solution with two national instances and a common European 

court in third instance deciding about questions of law as well, as was also suggested1721.

H. National courts acting as European courts

As mentioned above1722, there has been a motion of the European Parliament based on a 

proposal by MEP Klaus-Heiner Lehne to create an EC Directive based on Article 95 EC 

Treaty harmonising (approximating) the national patent law within the entire EU1723.

In order to ensure that a granted patent would have an effect in the entire European Union,

it was suggested that those patents be mutually recognised. National courts would retain 

all of their powers1724. 

This proposal also triggered the idea that national courts could in fact act as European 

courts1725, which was also proposed during the negotiations for an EPLA by German 

experts1726. This approach was, however, already unacceptable to industry and several 

states with regard to the CPC1727. 

It was consequently not surprisingly noted that "...a system of mutual enforcement will be 

acceptable only if industry has faith in all of the European courts" 1728.

This is currently not the case, and that is one of the reasons why users have been calling 

for a better patent litigation system in Europe for years. This approach therefore seems to 

be undesired, as long as the quality of patent litigation before the national courts is not at

an equally high level all over Europe. 

  
1721 Cf. Schade, Regelung, 106; 108.
1722 Cf. §6 D.V. Harmonisation of substantive patent law.
1723 Cf. Lehne, 364.
1724 Cf. Lehne, 364.
1725 Cf. McCulloch/Coulson.
1726 Cf. §7 B.II.1.bb)aaa)iv) Conclusion.
1727 Cf. §1 E.II. Jurisdictional arrangements.
1728 Cf. McCulloch/Coulson.
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A possible way out could be to train judges of national courts in patent litigation in order to 

bring the courts to a more or less equal level. Judges could, for example, obtain some 

training outside their country and do some kind of internship in courts with a good deal of 

expertise in patent litigation.

However, bearing in mind the limited number of patent disputes in Europe, it is quite 

unlikely that the judges in all national courts could sustain their specific knowledge of 

patent litigation. In addition, it would only make sense if the number of national courts with 

jurisdiction in patent litigation were limited at the European level from an economic 

perspective. Consequently, it was also suggested that groups of countries could jointly 

appoint a national court in order to tackle the problem of quality1729. This seems unrealistic,

however.

I. Conclusion

It has become clear that a combination of specialisation in the first instance - possibly 

including cooperation rules - together with a unitary set of procedural rules (or at least 

harmonised fundamental points of procedure) and a common court of appeal could quite 

possibly achieve the same results with regard to a unified interpretation as could a 

common court with two instances. What could not be avoided, however, is multiple 

litigation regarding the same European patent at issue and the negative effects of forum 

shopping. However, this was not the only reason why the Working Party on Litigation of 

the European Patent Organisation opted for a fully integrated solution of a European 

patent court including two European instances.

  
1729 Cf. Schade, Protocol, 182.
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CHAPTER FOUR: PROPOSALS FOR A COMMON PATENT COURT IN 

EUROPE

§7 THE EUROPEAN PATENT COURT BASED ON THE PROPOSAL OF THE 

WORKING PARTY ON LITIGATION OF THE EUROPEAN PATENT ORGANISATION

A. History and development

At the invitation of the French government1730, an Intergovernmental conference of the 

contracting states to the EPC was held in Paris on 24 and 25 June 1999.

Background for the initiative was the launching of the 1997 Green Paper of the European 

Commission on the Community patent and the patent system in Europe1731 which 

motivated France to tackle the existing deficits of the European patent system1732. Among 

other things1733, the conference mandated a Working Party on Litigation (WPL)1734, jointly 

chaired by Germany, Luxembourg and Switzerland, to 
...

"- define the terms under which a common entity could be established and financed to which national 

jurisdictions can refer, with a view to obtaining advice, that party of any litigation relating to validity and 

infringement

- present a draft text for an optional protocol to the EPC which, with regard to litigation concerning European 

patents, would commit its Signatory States to an integrated judicial system, including uniform rules of 

procedure and a common court of appeal"... 1735

I. The first phase

The WPL held three meetings from autumn 1999, to late spring 2000.

At its first meeting in Lucerne on 14 and 15 September 1999, the WPL mandated the co-

chair to draw up a structure paper which should address the basic concepts to be 

enshrined in an optional agreement, including the cornerstones of the court’s organization 
  

1730 Cf. Casalonga, Le contentieux futur, 253.
1731 Cf. §8 A.I. The first phase.
1732 Cf. Grossenbacher, 140.
1733 Cf. also §2 A.III. Demand for specialised patent courts; §5 B.I. Introduction.
1734 The WPL is comprised of all EPC contracting states.
1735 Cf. 1999 O.J. EPO, 548.
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and the rules of proceedings for a European Patent Court of first and second instance, as 

well as the necessary provisions of substantive law. Already at that time it became clear 

that the majority of delegations would desire a European patent jurisdiction with two 

instances. The first instance should, however, have some kind of local presence1736, as it 

was also strongly desired by the users.

On 8 December 1999 a first draft of this structure paper was discussed in Berne with a 

number of experienced judges specialised in patent litigation from some EPC contracting 

states in presence of representatives of the countries forming the co-chair1737.

The revised draft including a proposal of a court of first and second instance was 

submitted to the WPL at its second meeting held in Berlin from 25 to 27 January 2000. The 

proposal was supported by a majority of states. A minority, however, argued that the first 

instance of the European Patent Court should remain at the national level1738.

Against the background of these divergent views, the WPL asked the co-chair to make a 

proposal with two alternatives taking into account both positions. At the third meeting of 

the WPL - held in the capital of the third co-chair, Luxembourg, 14 to 16 June 2000 - the 

working party agreed to submit inter alia the following proposal to the second 

Intergovernmental conference of the EPC contracting states for adoption1739:

"1. The Intergovernmental Conference takes note of the document 'Principle elements of an optional protocol 

on the settlement of litigation concerning European patents' and 'Proposals regarding the 'common entity' to 

be studied by the Working Party on Litigation under the mandate issued by the Paris Intergovernmental 

Conference on June 24 and 25, 1999', together with the minutes of the Luxembourg meeting of the Working 

Party on Litigation...

2. The Intergovernmental Conference mandates the existing Working Party on Litigation to submit to the 

governments of the member states of the European Patent Organisation, no later than the end of 2001 and 

in treaty language, an optional agreement on the settlement of litigation concerning European patents, 

  
1736 Cf. Structure paper, 2000 IIC, 566; WPL/6/99, N 7.
1737 Cf. Structure paper, 2000 Bijblad bij de Industriële Eigendom, 263; 2000 EIPR, S-3; cf. also Cf. Boval, 
Remarques, 160.
1738 Cf. Structure paper, 2000 IIC, 566.
1739 Cf. Structure paper, 2000 Bijblad bij de Industriële Eigendom, 264; 2000 EIPR, S-3.
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including a separate part concerning a common entity1740, it being understood that the member states of the 

European Patent Organisation shall be free to join only the part on the common entity. The work will be 

taken forward on the basis of documents in point 1 and shall take into consideration the relationship to a 

community patent..."

II. The second phase

The EPC contracting states met for their second Intergovernmental conference at the 

invitation of the United Kingdom government in London on 16 and 17 October 2000.

The conference accepted the proposals and also supported the request of the WPL to 

create a sub-group existing of the states interested in possibly joining a future patent 

litigation protocol which would produce a draft agreement and submit it to the WPL for 

consideration1741. The sub-group would also have the authority to seek expert 

assistance1742.

The sub-group1743, chaired by the Netherlands, appointed Willems, Judge and Member of 

the EPO Boards of Appeal, as its expert to draft the agreement proposals. Schade, Judge 

at the Bundespatentgericht1744 - now president of the German Patent and Trademark 

Office -, as well as Pagenberg, Attorney at Law in Munich, were mandated by the sub-

group to investigate the option of a national first instance and a European second 

instance.

The main challenge of the group was to bring together the two fundamental positions of 

creating one or two instances at the European level. It was particularly difficult to find a 

  
1740 For the history, background and current situation, as well as an analysis of the "common entity", cf. 
§6°C.III. The Facultative Advisory Council.
1741 The mandate given to the WPL and the conclusions of the Intergovernmental Conference of London 
were never published.
1742 Cf. Structure paper, 2000 Bijblad bij de Industriële Eigendom, 264; 2000 EIPR, S-3.
1743 Initial members of the sub-group were Denmark, Germany, Finland, France, Italy, Luxembourg, Monaco, 
the Netherlands, Sweden, Switzerland and the United Kingdom. The 8th meeting of the sub-group the Czech 
Republic, Hungary, Romania and Turkey joined the group. The European Commission, epi and UNICE have 
been observers in the meetings.
1744 Federal Patent Court.
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European solution which would make use of the existing jurisdictional experience1745 and

at the same time ensure local presence which was strongly requested by the SMEs1746.

At the third meeting of the sub-group held at The Hague from 4 to 6 April 2001, the two 

sides agreed that each state joining the protocol would be able to create up to three 

Regional Divisions on its territory which would act as European Patent Court of first 

instance1747. The court panels, however, would be internationally composed in order to 

provide a uniform interpretation of law and claims throughout the participating states.

Over a period of ten months, the sub-group discussed three proposals1748. Additionally, a 

meeting of experts in procedural law was held in Munich on 14 and 15 May 2001 to 

discuss related procedural issues1749.

At the fifth meeting the sub-group decided to transfer the revised "Third Proposal for an 

EPLP" into treaty language. A team of the EPO1750 under Kolle, Principle Director a.d., split 

the proposal into two parts and elaborated a draft Agreement on the Establishment of a 

European Patent Litigation System (draft European Patent Litigation Agreement1751; draft 

EPLA) and a draft Statute of the European Patent Court (draft Statute)1752. 

In its drafts, the team followed guidelines to:

- First, retain in the draft EPLA only the most fundamental provisions, namely general, 

institutional and financial provisions, substantive law and jurisdiction, basic procedural 

provisions including the powers of the European Patent Court, provisional and protective

measures, remedies, as well as transitional and final provisions.

  
1745 Cf. Schade, Regelung, 104.
1746 Cf. Jones/Toutoungi, 247 and also the Structure paper, 2000 Bijblad bij de Industriële Eigendom, 267; 
2000 EIPR, S-8; 2000, IIC, 576.
1747 Cf. WPL/SUB 10/01, N 15.
1748 Cf. Willems, 1st to 3rd proposal. Cf. also Luginbuehl Stefan, Reports from the third to the fifth meeting of 
the sub-group to the Working Party on Litigation, 2001 sic! 352-353; 570-571 and 2002 sic! 207-208, 
German and French version, and <www.ige.ch/E/jurinfo/j1102.shtm> for the English versions.
1749 Cf. WPL/SUB 15/01.
1750 Part of the drafting team was Joos, Schneider, Waage, Willems and the author.
1751 The group took the view that the WPL is rather dealing with a future "agreement" and not with a 
"protocol" which is directly related to an existing agreement.
1752 WPL/SUB 2/02 available at <www.ige.ch/E/jurinfo/pdf/j1000.pdf>.
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- Second, transfer to a draft Statute a number of important provisions regarding, inter alia, 

the judges, the Registrar and the European Patent Court.

- Third, put aside, for the time being, all the provisions to be included in Rules of 

Procedure of the European Patent Court, Services Regulations and Practice Directions1753, 

as it was felt that a possible Diplomatic conference dealing with the proposals should not 

be overburdened with second level regulations.

The first two drafts in treaty language were discussed at the sixth meeting of the sub-

group1754 and submitted to the WPL at its fourth meeting on 2 and 3 December 2002. 

From that meeting on, the WPL and its sub-group have always met in Munich.

The WPL decided that the subgroup should meet again in the following summer in order to 

particularly discuss the financing of the European Patent Judiciary. It furthermore declared 

that it would decide at its fifth meeting whether it could convene a conference for the 

adoption and signature of the draft EPLA and draft Statute1755. The sub-group met on 19 

and 20 May 2003 and finalised the drafts in order to be submitted to a Diplomatic 

conference1756. On 19 and 20 November 2003 the WPL agreed on the drafts and it 

considered them to be suitable for an Intergovernmental conference.

It was not, however, in the position to call for such a conference, and suspended its 

work1757. The reasons became quite obvious in a declaration that was adopted by the WPL 

at that meeting:

"...3. The working party is conscious of the fact that the establishment of a litigation system for existing 

European patents is being paused, in view of the work being done by the European Union to introduce a 

Community patent with a judicial system of its own. The working party feels that its proposed judicial system 

for European patents also contains useful pointers towards practical solutions for the ongoing work on a 

  
1753 Cf. WPL/SUB 2/02, N 2.
1754 Cf. Luginbühl Stefan, Sechste Konferenz der Untergruppe zur Arbeitsgruppe "Streitregelung", 2002 sic! 
647, German and French version, and <www.ige.ch/E/jurinfo/j1102.shtm#3> for the English version.
1755 Cf. Luginbühl Stefan, Vierte Konferenz der Arbeitsgruppe "Streitregelung", 2003 sic! 174-175, German 
and French version, and <www.ige.ch/E/jurinfo/j1102.shtm#3> for the English version.
1756 Cf. Luginbühl Stefan, Siebte Konferenz der Untergruppe zur Arbeitsgruppe "Streitregelung", 2003 sic! 
647 German and French version, and <www.ige.ch/E/jurinfo/j1102.shtm#3> for the English version; 
Pagenberg, Patent.
1757 Cf. Luginbühl Stefan, Fünfte Konferenz der Arbeitsgruppe "Streitregelung", 2004 sic! 158-159, German 
and French version, and <www.ige.ch/E/jurinfo/j1102.shtm#3> for the English version.
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Community patent court system. It will meet again on Wednesday, 8 December 2004. The time until the next 

meeting of the working party should be used for consultations with a view to resolving potential conflicts 

between the law of the European Union and the contemplated European Patent litigation system."1758

III. The third phase

The Working Party on Litigation met again as scheduled a little bit more than a year later.

No progress could be noted by the co-chair of the WPL due to the potential conflicts 

between the works executed in the WPL and in the EU with regard to the creation of a 

Community patent (jurisdiction). With reference to the recommendation made by the High 

Level Group on the Lisbon strategy chaired by Kok1759 that the Competitiveness Council 

should decide1760 in Spring 2005 on whether the Community patent should go ahead or 

not, it was suggested that the WPL should meet again in Summer 20051761.

The council, however, did not take any decision concerning the Community patent. The 

WPL therefore decided at its seventh meeting on 8 June 2005 that the sub-group should 

meet in autumn in order to implement the Enforcement Directive into the draft EPLA, and 

deal with minor remaining drafting issues. The sub-group completed its work on 22 and 23 

September 2005 under its new Danish chair.

In October 2005, senior patent judges from several European countries, including France, 

Germany, the Netherlands and the United Kingdom met in Venice and passed a 

resolution1762 in which they supported a Diplomatic conference with a view to implementing 

the proposals for an EPLA along the lines of the WPL as soon as could be practical.

At the eighth meeting of the WPL in December 2005, the United Kingdom on behalf of the 

EU member states declared it was its intention to reach a position wherein a text for an 
  

1758 The declaration is available at <www.epo.org/patents/law/legislative-initiatives/epla.html> and 2004 sic! 
159-160.
1759 Cf. it was recommended by the group that "the time has come for the Council to adopt the Community 
patent or drop it", cf. Facing the challenge, The Lisbon strategy for growth and employment, Report from the 
High Level Group, chaired by Wim Kok, November 2004, 23.
1760 Cf. Pagenberg Jochen, Industry, Legal Profession and Patent Judges Press for Adoption of the 
European Patent Litigation Agreement (EPLA), 2006 IIC, 46-49.
1761 Cf. WPL/7/04, N 12 to N 19.
1762 The resolution is available at <www.eplaw.org/Downloads/Venice%20Resolution.pdf>, or in 2006 GRUR
INT., 37.
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EPLA and a statute could be put to a Diplomatic conference as soon as could be possible. 

This declaration was made against a background of the European Commission's 

announcement that it intended to engage in a dialogue on how to provide Europe with a 

sound IPR framework. In that dialogue, it would also consider the improvement of the 

existing framework of the European Patent Organisation, especially the litigation 

arrangements.

The dialogue was launched by a consultation and an announced public hearing on the 

patent system in Europe1763. The newly initiated consultation process started with the 

publication of a questionnaire1764. The public hearing in context of the consultation process 

was held on 12 July 2006, where it was stressed by a majority of the stakeholders that the 

EPLA should be pursued1765.

In the meantime, the European Commission declared that the EPLA was seen as a 

promising advancement towards a more unitary jurisdiction and that it would explore the 

possibilities of moving this project forward. However, it also made reference to some 

institutional hurdles that would have to be overcome if the Community was to become 

involved in the EPLA initiative1766.

Also worth mentioning is that the Independent Expert Group on R&D and Innovation,

appointed following the Hampton Court Summit, took the view that a globally competitive 

IPR regime requires, in the short term, the finalisation of the draft EPLA1767. The mandate 

of the group was to provide the European Commission, ahead of the 2006 Spring 

European Council, with its advice and recommendations on ways to accelerate the 

implementation of new initiatives planned at EU or national level aimed at reinforcing EU 

research and innovation performance within the context of the revised Lisbon Strategy. 

  
1763 Cf. §8 A.III. The third phase.
1764 The questionnaire is available at <ec.europa.eu/internal_market/indprop/docs/patent/consult_en.pdf>
1765 Cf. Commission hearing back patent litigation deal, Managing Intellectual Property News, 1 July 2006, 
<www.managingip.com>; cf. also Pagenberg, Another, 806.
1766 Cf. Closing remarks at public hearing on future patent policy, Speech/06/453 of Charlie McCreevy, 
Brussels, 12 July 2006.
1767 Cf. Creating an innovative Europe, Report of the Independent Expert Group on R&D and Innovation 
appointed following the Hampton Court Summit chaired by Mr. Esko Aho, January 2006, 23.
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This was all additional to issues and initiatives the group considered relevant. The Council 

did not, however, deal with the EPLA at its meetings on 23 and 24 March 20061768.

In October 2006 the European Parliament adopted a resolution on future patent policy in 

Europe wherein it urged the European Commission to explore all possible ways of 

improving the patent and patent litigation systems in the EU, including participation in 

further discussion on the EPLA1769.

In December 2006 Gowers recommended in its famous IP policy review for the United 

Kingdom government to

"support the establishment of a single EU court to adjudicate cross-border IP disputes by promoting the 

European Patent Litigation Agreement".1770

Germany also made it clear that it intended to move forward the negotiations on the EPLA 

under its EU Presidency in the first half of 20071771.

Based on the results of the consultation, the European Commission published a 

Communication on the enhancement of the patent system in Europe in April, 20071772. It 

was made clear that the improvement of the jurisdictional system for patents should be 

tackled at first, not least as work on a EU-wide patent jurisdiction scheme could help pave 

the way for progress on the creation of an affordable and legally secure Community patent.

Nonetheless, discussions with the EU member states prior to the release of the 

communication showed that opinions differed on the best way forward. The European 

Commission offered three options for discussion which is currently ongoing within the 

responsible bodies of the EU:

- Option one in general suggested the approval of the EPLA as it stands.

  
1768 Cf. Council of the European Union, Brussels European Council, 23/24 March 2006, Presidency 
Conclusions of 24.3.2006, Doc. 7775/06.
1769 Cf. P6_TA(2006)0416 of 12.10.06, C.1.
1770 See Gowers Review, Recommendation 45.
1771 Cf. Weiterentwicklung des europäischen Patentsystems, Deutscher Bundestag, Wissenschaftlicher 
Dienst, 56/06, 23. November 2006.
1772 Communication from the Commission to the European Parliament and the Council of 3.4.2007 -
Enhancing the patent system in Europe, COM(2007) 165 final.
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- Option two proposed the creation of a community jurisdiction for European and 

Community patents, and 

- option three offered an integrated approach which combined features of both the EPLA 

and a Community patent jurisdiction. The first option would therefore lead to the adoption 

of the EPLA structure as elaborated by the WPL.

B. Structural provisions in the draft European Patent Litigation Agreement and the 
draft Statute of the European Patent Court

I. The legal basis for the European Patent Litigation Agreement in the EPC

In fact it seems quite questionable as to whether the EPC contracting states would need a 

legal basis to conclude an international agreement, such as the EPLA. Whether or not they 

would interfere with other obligations of international and, in particular, Community law 

when adopting the EPLA is another question. Nevertheless, in order to create a clear legal 

basis for the EPLA - and the London Agreement1773 -, and to establish an interface with 

the EPC, the Administrative Council of the European Patent Organisation agreed at its 

79th meeting that the question as to how the two agreements should be anchored in the 

revised EPC should be forwarded to the Committee on Patent Law1774.

The initiative lead to the realisation of Article 149a1775 EPC. Paragraph 1 of Article 149a 

stipulates that nothing in the EPC will be construed as limiting the right of some or all the 

contracting states to conclude special agreements on any matters concerning European 

patent applications or European patents which are subject to and governed by national law

under the EPC, particularly an agreement establishing a European patent court common 

to the contracting states that are party to it, and an agreement establishing a common 

entity1776.

  
1773 Cf. §1 E.III. The language provisions.
1774 Cf. CA/PL 24/00, 1.
1775 Cf. also Cole, 219, 221 and Oser, 524-525.
1776 Cf. §6 C.III.1. History and background.
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There will be consequently no legal hurdles in the EPC preventing the contracting states 

from concluding an agreement in relation to national law as referred to in Article 2 EPC1777, 

therefore creating a common European patent court dealing with the infringement and 

validity of European patents.

II. Institutional provisions in the draft European Patent Litigation Agreement and the 

draft Statute of the European Patent Court

1. The European Patent Judiciary

The EPLA would establish a system of law, common to the contracting states, for the 

settlement of litigation concerning the infringement and validity of European patents1778.

It would, furthermore, create a new international organisation1779, independent from the 

European Patent Organisation, as it has already been suggested with regard to the 

COPAC1780. This so-called "European Patent Judiciary (EPJ)" would have administrative, 

financial and certainly judicial autonomy1781.

Instead of creating a new international organisation it was alternatively suggested to 

integrate the EPJ into the European Patent Organisation as a third organ, next to the EPO 

and the Administrative Council1782. The EPJ would, thus, be realised with an ordinary EPC 

revision act instead of an optional agreement. Each EPC contracting state would have had 

the option to accede to the full version of the EPLA or to the part on the Facultative 

Advisory Council only.

The benefit of such an approach would be that a duplication of administrative work could 

be avoided to a certain extent. In addition, all EPC contracting states would be involved in 

the European patent litigation system.

  
1777 Cf. Basic Proposal for the revision of the European Patent Convention, MR/2/00, 203, available at 
<patlaw-reform.european-patent-office.org/epc2000/documents/mr/_pdf/em00002a.pdf>.
1778 Art. 2 draft EPLA.
1779 Cf. also Willems, Trojan Horse, 328.
1780 Cf. §1 D.III. Organisation.
1781 Art. 3(1) draft EPLA.
1782 Cf. Landfermann, Litigation, 230-232.
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But this approach involves great risks, as not all EPC contracting states are interested in 

signing the EPLA. These states could consequently try to block the initiative of the other 

states or to water down the proposals and to impose to the others certain political driven 

requests which are of no - or hardly any - use for the users and the EPLA system.

Furthermore, it seems open whether the necessary independence of the court would be 

sufficiently guaranteed by such a construction1783.

The approach for an optional agreement which is clearly separated from the European 

Patent Organisation seems, therefore, to be the more promising approach.

The EPJ would have legal personality1784. Based on the model of the European Patent 

Organisation1785, it would enable the EPJ to have an extensive legal capacity in the area of 

international law. It could consequently conclude agreements involving rights and duties. It 

would enjoy the most extensive legal capacity accorded to legal persons under the 

applicable national law of the EPLA contracting states. In particular, it could acquire or 

dispose of property, and could be a party to legal proceedings. It consequently would have 

all necessary legal capacities to participate in daily legal business, as far as is necessary 

to fulfil its rights and duties as provided in the EPLA, the court's statute and related acts 

thereof.

The EPJ would be represented by the President of the Court of Appeal1786.

The seat of the EPJ is still open. The determination of the seat would certainly provoke 

stimulating political discussions.

The Protocol on Privileges and Immunities of the EPJ would define the conditions under 

which the employees of the EPJ would enjoy in each EPLA contracting state the privileges 

and immunities necessary for the performance of their duties1787. A draft protocol has been 

  
1783 Cf. §7 B.II.2.b) Independence and impartiality of judges with a focus on the proposed possible double 
mandates.
1784 Art. 6(1) draft EPLA.
1785 Art. 5(1) EPC. Cf. also Kunz-Hallstein Hans Peter in: Singer/Stauder, 4. Auflage, Art. 5 N 3; Schäfers 
Alfons in: Benkard, EPÜ, Art. 5, N 2 to N 5.
1786 Art. 6(3) draft EPLA.
1787 Art. 8 draft EPLA.



262
drawn up on the basis of the Protocol on Privileges and Immunities of the COPAC and of 

the Protocol on Privileges and Immunities of the European Patent Organisation1788. The 

Working Party on Litigation, however, agreed that the draft should be first considered by 

an expert group after a possible adoption of the EPLA by a Diplomatic conference1789.

a) Organs of the European Patent Judiciary

The EPJ would comprise two organs1790: The Administrative Committee and the European 

Patent Court.

aa) The Administrative Committee

The Administrative Committee is the connection point between the EPJ and the EPLA 

contracting states and would be the political, organisational and legislative organ.

The principle underlying the creation of this body is to ensure the necessary control1791. 

The clear division between the Administrative Committee and the court, however, 

underlines the necessary independence of the political and legislative body from the 

judicial body1792.

The initial proposal to form the committee with representatives of the members of the 

Administrative Council of the European Patent Organisation1793 was regarded as 

interfering vis-à-vis the clear separation of the granting authority and the judicial authority. 

The Administrative Council and its organisation nevertheless served as model for the 

Administrative Committee. Therefore, the provisions describing the committee and its 

duties strongly resemble Articles 26 to 33 EPC.

Each EPLA contracting state would be able to send one representative and alternate 

representative to the committee1794, and would have one vote1795. States that would only 

  
1788 WPL/5/02.
1789 Cf. WPL/8/02, N 2.
1790 Art. 3(2) draft EPLA.
1791 Cf. Willems, 3rd proposal, 21.
1792 Cf. also Matscher, 370.
1793 See Willems, 1st proposal, Art. I.3.5.3.1.
1794 Art. 13 draft EPLA.
1795 Art. 18(1) draft EPLA.
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accede to the Facultative Advisory Council part of the EPLA1796 would consequently also 

participate in the meetings. They would have, however, only a limited voting capacity1797.

In contrast to the EPC1798, the draft EPLA does not include a provision that the 

representatives of the committee could also be assisted by advisers and experts. 

Arguably, it would be worthwhile if the Administrative Committee could also request such 

assistance. The future procedural rules of the committee would thus have to include an 

enabling provision to this effect, as it doesn’t seem necessary that such a rule dealing with 

the organisation of the meetings is, in fact, part of the treaty itself.

The committee would elect a chairman and a deputy chairman from among the 

representatives and alternative representatives. This deputy would replace the chairman if 

the latter was prevented from carrying out his duties1799. Both would hold office for three 

years and could be re-elected.

The principle task of the chairman would be to convene and guide1800 at least one 

committee meeting per year1801. The details will have to be defined in the rules of 

procedure of the committee. In contrast to the Administrative Council of the European 

Patent Organisation, the Administrative Committee would also meet at the request of at 

least three EPLA contracting states1802 or of the Executive Committee1803. 

It has furthermore been suggested that contracting states to the EPC not acceding to the 

EPLA, or other states which have the right to accede, and non-governmental organisations 

may all observe the meetings of the Administrative Committee1804. They would, however, 

be excluded from voting1805. By comparison to the EPC, the approach has in principle the 

intention to convince the states not ready to accede to the EPLA of its advantages. But it 

  
1796 Art. 83d(1) draft EPLA.
1797 Art. 83f draft EPLA. The exact voting powers are, however, still in dispute.
1798 See Art. 26(2) EPC.
1799 Art. 14(1) draft EPLA.
1800 Art. 15(1) draft EPLA.
1801 Art. 15(5) draft EPLA.
1802 Cf. Art. 29(3) EPC. The council, however, also meets at the request of one third on the EPC contracting 
states.
1803 Art. 15(5) draft EPLA.
1804 Art. 15(3) and (4) draft EPLA.
1805 Art. 18(1) draft EPLA.
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would also make it possible for a limited number of the different user circles, such as the 

epi, or EPLAW to participate in the meetings in order to provide their direct input.

The Administrative Committee would have the authority inter alia to amend the provisions 

of the Statute. This would make it possible for the Statute to be revised without a 

Diplomatic conference and, thus, provide the EPJ with great autonomy concerning the 

structural organisation of the European Patent Court and its judges and staff. It is, 

however, being proposed that a decision with regard to a change in the Statute could only 

be taken by unanimous decision1806. This is a great hurdle which is mostly almost 

impossible to overcome.

The Administrative Committee could furthermore adopt or amend the European Patent 

Court's Rules of Procedure and its own Rules of Procedure, the Service Regulations of the 

court's staff, and the Financial Regulations. Additionally, it would supervise the European 

Patent Court1807, certainly without the right to infringe the court’s right of judicial 

independence1808.

It would also set up or discontinue Regional Divisions1809, appoint, re-appoint or 

remove1810 the judges and the Registrar1811, and perform any other duties assigned to it by 

the EPLA or the Statute1812. 

Article 13 (3) draft Statute makes it clear, albeit indirectly, that the Administrative 

Committee could also provide in its Rules of Procedure for the establishment of

committees, working parties or other subsidiary bodies with advisory functions. Such a 

body could be necessary with regard to the finances of the EPJ. Here, again, it is obvious 

that the Administrative Council of the European Patent Organisation has served as the 

example1813.

  
1806 Art. 18(2) draft EPLA.
1807 Art. 3(4) draft EPLA
1808 Art. 5 draft EPLA.
1809 Art. 10(2) draft EPLA.
1810 Art. 17(3) draft EPLA in conjunction with Arts. 8 and 12 draft Statute.
1811 Art. 17(3) draft EPLA in conjunction with Arts. 4 and 11 draft Statute.
1812 Art. 17(3) draft EPLA.
1813 Cf. Art. 14 Rules of Procedure of the Administrative Council.
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bb) The European Patent Court

The European Patent Court comprises the Court of First Instance, the Court of Appeal, 

and the Registry1814.

As mentioned earlier, the decision to establish two European instances was strongly 

challenged in the WPL. Particularly Germany with its highly experienced courts specialised 

in patent litigation, strongly insisted on a solution with national courts in first instance and 

only one common appeal court1815.

However, as mentioned earlier, the majority of the states - as well as the users - interested 

in acceding to an EPLA, wished to go beyond the mandate of the Paris Intergovernmental 

conference1816 and opted for a European solution with two instances right from the start.

But are there, indeed, sufficient reasons to surpass the mandate?

aaa) Are there appropriate reasons for a "full" European solution?

i) Potential benefits for a European Patent Court of first and second instance: an analysis

The impact on the uniform interpretation of European patent law of a common court with 

two instances or of a common court of appeals only was already discussed and will not be 

repeated here1817.

The structure paper submitted to the London Intergovernmental conference listed the 

following benefits of a European court with two instances1818:

- First, only a common European court of first instance would ensure that European 

patents can be enforced and attacked in all EPLA contracting states in reliable, affordable 

and efficient proceedings resulting in quick, high-quality decisions. Against the notion of
  

1814 Art. 3(2)(a) draft EPLA.
1815 Cf. Landfermann, Litigation, 228; Schade, Protocol, 172; Pagenberg, Roles, 60-62; Tilmann, Zukunft, 
1080-1083.
1816 Cf. §7 A. History and development.
1817 Cf. §6 G. Common court of appeal.
1818 Cf. Structure paper, 2000 Bijblad bij de Industriële Eigendom, 265; 2000 EIPR, S-4 to S-5; 2000, IIC, 
569-570.
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national courts acting in first instance is the problem of the lack of experienced patent 

judges in many EPC contracting states, and it would become more costly for the patent 

holder to defend his rights.

This argument can be supported. A sole European appeal court with national courts in first 

instance would not solve the problems mentioned for all states interested in joining the 

EPLA. And it would also not avoid all the repetitive and costly work that would be executed 

in multiple patent litigation1819.

Some EPC contracting states such as Germany1820 or the Netherlands are not faced with

problems related to inexperienced courts, slow proceedings and high litigation costs. For 

such states, a simple court of appeal would indeed be sufficient if the problem of multiple 

instances of litigation and the objective to quickly reach a unified jurisprudence were put 

aside. Why the Netherlands still opted for a full European solution from the start becomes 

obvious when looking at the reasons potentially supporting the adverse approach, namely

national courts in first instance cases.

- Second, forum shopping is becoming a recurrent phenomenon, causes unnecessary 

extra costs, delays, general uncertainty, and is harmful to business'. A plurality of first 

instance national courts would almost inevitably perpetuate forum shopping. A single 

European patent court of first instance would put an end to these problems.

This viewpoint can also be supported, but only to a certain extent. It seems clear that 

forum shopping would be perpetuated if the national authorities would be kept in first 

instance1821. However, depending on the structure of the court, forum shopping could also 

continue inside a European Patent Court, as will be shown in short1822.

- Third, a plurality of first instance national courts working under different procedural rules 

would make it extremely difficult to achieve consistency and to ensure smooth interaction 

between first instance proceedings before a national court and the procedure before the 

  
1819 Cf. Laddie, I.P. Rights, 407.
1820 Cf. also Tilmann, Zukunft, 1080; Sydow, 693-694.
1821 Cf. §3 E.I. General.
1822 Cf. §7 D. Conclusion with regard to proposed structure of the European Patent Court and its influence on 
creating a uniform jurisprudence, solving the problems of forum shopping, and avoiding multiple litigation.
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common appeal court which would have to apply its own rules of procedure. Even if the 

national courts followed the same set of procedural rules, they would retain an individual 

outlook derived from their own national legal traditions, which, again, would not promote

consistency.

This argument can be supported in general. It is correct that it would be very difficult to put 

in place common procedural laws at the national level or even harmonise the most 

important parts of the proceedings1823. However, if it was realised, consistency of the 

procedural rules could also be achieved with the common court of appeal1824.

Another advantage of having a European court with two instances not mentioned in the 

structure paper would be that the spreading of legal cultures1825 would already be realised 

in the first instance, and would help disseminate points of view in law matters much more 

quickly. This would imply, however, that structures should be build up in the European 

Patent Court safeguarding such a diffusion.

ii) Potential reasons that support a common second instance

The counter-arguments brought forward by the minority of the WPL are as follows1826:

- First, a purely European court system for patent disputes conflicts with the basic structure 

of the EPC. The EPO grants European patents which in the designated contracting states 

have the same effect as national patents and can only be challenged before the national 

patent courts with binding effect in the designated states. A European court system giving 

decisions at first instance having effect in all contracting states would mean a clear 

departure from this basic structure.

There are several reasons why this statement is not convincing. On the one hand, it 

seems difficult to understand why common courts of first instance would conflict with the 

EPC whereas a simple unified court of appeal would not1827.
  

1823 Cf. Schäfers, Anmerkungen, 826; Laddie, Discussion, N 67-1.
1824 Cf. Tilmann, Zukunft, 1082.
1825 Cf. Willems, Patent Court, 164.
1826 Cf. Structure paper, 2000 Bijblad bij de Industriële Eigendom, 265-266; 2000 EIPR, S-5 to S-6; 2000, IIC, 
571-572.
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On the other hand, neither Article 2(2) EPC which provides that a European patent, in 

each of the contracting states for which it is granted, has the same effects of and be 

subject to the same conditions as a national patent granted by that state nor any other 

provision in the EPC seem to prevent the EPC contracting states from providing a 

European patent court with the authority to decide a case involving a patent right having 

effect on its territory. This is now also made explicitly clear in the new Article 149a 

EPC1828.

- Second, judicial functions should be exercised in a decentralised manner in the 

contracting states as much as possible, and at the European level a court should only be 

established for the purpose of ensuring uniformity of court decisions. A European patent 

court system must ensure a certain degree of proximity between the parties and the court. 

This is particularly important for SMEs, and is best ensured by giving first-instance 

jurisdiction to national courts. In many cases, patent disputes can already be decided with 

final and binding effect at first instance by the courts of the member states. The need for 

uniform decisions from a central European patent court would be adequately met if the 

latter had jurisdiction on appeals.

Indeed it is an advantage from the point of view of fast and easy access to justice if a court 

structure is organised in a decentralised manner1829. That is why the majority of the WPL 

from the beginning supported the view that the European Patent Court should have some 

kind of local presence.

But as mentioned above with regard to the benefits of a full European solution, the 

problems of courts having no or hardly any patent litigation experience1830, slow and costly 

proceedings, as well as the problems related to forum shopping and multiple litigation 

would not be solved with a simple common court of appeal1831.

    
1827 Cf. also Willems, First instance, 398.
1828 Cf. §7 B.1. The Legal basis for the European Patent Litigation Agreement in the EPC.
1829 Cf. also Sydow, 693.
1830 Cf. also CP Regulation proposal, 14.
1831 Cf. also Boval, Remarques, 165; 166; Willems, First instance, 396.
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In addition as also seen above if national courts were acting in first instance it would be 

necessary that common rules of proceedings would have to be implemented1832. This 

would be difficult to achieve1833 and it would be more difficult to amend and further develop 

rules of procedure rules which apply to various national courts than it would be if they only

apply to a common European patent court1834.

Furthermore, adequate structures would have to be put in place in order to guarantee a 

unified application of these rules at the national, as well as the European level.

- Third, a purely European patent court system would run the risk of being overwhelmed by 

the sheer number of patent disputes, which might lead to lengthy proceedings and 

perhaps low quality decisions. First instance jurisdiction of national courts would reduce 

the number of cases to be dealt with by a European appeal court. Initially, the parties

would be able to bring cases before national courts issuing high-quality decisions in a 

timely and cost-efficient manner.

Again, high-quality decisions of national courts are issued in a timely and cost-efficient 

manner in some EPC contracting states but not in all of them.

However, there is the argument of patent judges lacking experience. This was, in fact, one 

of the major points of critique1835 by the supporters of national courts in first instance 

against a centralised structure working in parallel with a Community Patent Court and 

national courts1836.

A possible lack of qualified judges would, however, depend on whether the number of 

cases would increase with the creation of a common patent court and whether the active 

judges could only be appointed to one of the different courts.

  
1832 Cf. also Stauder,Vom, 55; Brinkhof, Schlichtung, 603-604; Pagenberg, Roles, 62; Tilmann, Zukunft, 
1082.
1833 Judge Laddie stated that achieving harmonised rules of procedure before national courts would be "as 
unlikely as snow in the Sahara" (Laddie, Discussion, N 67-1).
1834 Cf. Willems, Patent Court, 164.
1835 Cf. also Brinkhof, Schlichtung, 602.
1836 Cf. Pagenberg, First Instance, 486-488; Schade, Protocol, 178.
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The creation of a European patent court will not necessarily lead to an increase of litigation 

cases: On the one hand, parallel litigation will cease to exist and consequently lead to a 

decrease of disputes. On the other hand, however, the European Patent Court will attract 

an increased number of litigators who would otherwise not go to court either due to the 

high costs of national proceedings1837 or the lack of experience of national courts.

Should judges not be able to work in different jurisdictional bodies - as it is proposed in the 

draft Statute - 1838, there would indeed be a certain risk that the new court would not be in 

a position to handle the number of incoming cases. This is particularly so since the 

decrease in workload at national level would only allow for a very limited number of judges 

who could work for the European Patent Court.

Therefore, the WPL sub-group wanted to clarify the issue and requested the EPO to study 

the potential number of patent cases that would be brought before a European patent 

court.

The EPO issued a questionnaire and requested the states of the sub-group for information 

on the number of patent disputes before their courts. Based on the results1839, first 

estimations concerning the potential workload, the number of judges and the costs of the 

court could be made. However, even the most well founded assumptions can sometimes 

be wrong.

What seems clear is that the initial workload of the court would be rather limited1840.

On the one hand, there is an extensive transitional period1841 of seven years proposed in 

the draft EPLA wherein the European Patent Court and the national authorities (having 

jurisdiction under national law) would share the jurisdiction with regard to proceedings for 

infringement and revocation of a European patent1842. This period should thus also be 

used to teach more judges about patent law.

  
1837 Cf. Willems, First instance, 397.
1838 Cf. §7 B.II.2.a) Requirements for office.
1839 Cf. WPL/4/03.
1840 Cf. Brinkhof, Schlichtung, 602.
1841 Cf. also Willems, Patent Court, 166.
1842 Cf. Art. 85 draft EPLA.
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On the other hand, users will most likely first want to experience whether the new court is 

running well and whether the expectations can be fulfilled. The workload before the 

European Patent Court would thus rise slowly1843. This would also help the judges of the 

European Patent Court to get accustomed to each other and their different legal and 

cultural backgrounds, as well as to get used to applying new rules of proceedings1844.

- Fourth, first-instance national courts could also decide on cases involving further claims -

e.g. under competition law - not covered by European patent law. This would avoid parallel 

litigation.

This argument can partly be supported: A jurisdiction limited to infringement and validity 

could indeed provoke multiple litigation since, in many cases, other legal fields of civil law 

are affected in any case involving a European patent.

Meanwhile, it has been decided by the WPL that the European Patent Court could deal 

with any action concerning a European patent if and to the extent the parties have so 

agreed1845. It is, however, important to note that multiple litigation could certainly not be 

avoided if the current situation with regard to national courts in first instances was 

perpetuated.

- Fifth, establishing an appeal court at the European level would be less costly than 

creating a fully centralised system. Most patent disputes would already be decided with 

final and binding effect at first instance by the national courts.

Arguably, the establishment of a court with two instances might seem more expensive 

than a court with one instance. But costs could also be saved if an entirely new court 

system did not have to be established, although a decentralised system from an 

organisational point of view would be more expensive to run than a centralised one1846.

  
1843 Cf. Willems, Patent Court, 168.
1844 Cf. Brinkhof, Schlichtung, 602.
1845 Art. 41(1)(d) draft EPLA.
1846 Cf. Schade, Protocol, 172.
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In addition, a full European solution would also bring savings at the national level as the 

national courts would no longer have to deal with these cases. Often heavily subsidised 

court proceedings at the national level would thus decrease, thereby reducing state costs.

For those states which do not have specialised national courts, it also seems easier and 

less costly to participate in a common European scheme than to build up their own system 

and judicial expertise.

Furthermore, it should be noted that the costs of the European Patent Court for the EPLA 

contracting states will not least strongly depend on the final decision as to the extent to 

which the contracting states should contribute to the judiciary's costs. Currently, it is 

proposed that the EPJ should be basically financed by its own resources1847, i.e. by court 

fees1848. The court fees, however, have to be fixed at such level so as to ensure a balance 

between the parties' human right to fair access to the European Patent Court and the 

principle that the European Patent Judiciary's own resources should cover its costs1849.

- Sixth, existing structures at the national level enable patent litigation to be handled 

competently at first instance. If litigation concerning European patents is left to the national 

courts at first instance, this would ensure that the courts and the legal representatives in 

the EPC contracting states retain their competence in patent litigation. This is necessary, 

since national courts will continue to have jurisdiction over patent litigation concerning 

purely national patents. To maintain and develop the relevant competence, individual 

contracting states will still be free to entrust decisions at first instance to a common court.

Using the existing well established structures is a very important factor in order to create 

the necessary trust of the users in a new system. Competence of the judges at national 

level could be safeguarded if they could be active in both court systems at the national and 

European level. The same can be said with regard to legal representation.

  
1847 Art. 20 draft EPLA.
1848 Art. 21 draft EPLA.
1849 Art. 21(1) draft EPLA.
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iii) Are the principles of subsidiarity and proportionality against a centralised European 

patent court?

An additional point that was brought up during the negotiations was that the principles of 

subsidiarity and proportionality of the EU would be overruled with the establishment of a

centralised European court in first instance1850.

The principle of subsidiarity was primarily introduced to regulate the competencies 

between the EU member states and the EC1851. The principle of subsidiarity was codified 

as a common principle of the Community in Article 3b of the Maastricht Treaty1852, formally 

known as the EU Treaty, and Article 5 EC Treaty. The latter provides that the Community 

acts within the limits of the powers conferred upon it by the EC Treaty and of the 

objectives assigned to it therein. In areas which do not fall within its exclusive competence, 

the Community has to take action, in accordance with the principle of subsidiarity, only if 

and in so far as the objectives of the proposed action cannot be sufficiently achieved by 

the member states and can therefore, by reason of the scale or effects of the proposed 

action, be better achieved by the Community1853.

A basic requirement for a possible application of the principle of subsidiarity is, therefore, 

that the Community has the competence in the area at stake1854. However, even if the 

Community powers cannot be clearly defined1855 and are subject to interpretation1856, the 

EC Treaty does not enable the Community to create a common court system dealing with 

the infringement and revocation of European patents1857. There is consequently one pre-

condition already not being fulfiled before one could ask whether the action to be taken at 

the Community level should be executed at the Community or the member state level.

  
1850 Cf. Schade, Protocol, 172.
1851 Cf. Hirsch Günter, Das Subsidiaritätsprinzip, Festschrift für Walter Odersky zum 65. Geburtstag am 17. 
Juli 1996, Böttcher Reinhard (ed.), Berlin 1996, 197-213, 199-208.
1852 Cf. Dubach, 105.
1853 Cf. also the new conditions as regards the application of the principle of subsidiarity in the Treaty of 
Lisbon amending the Treaty on European Union and the Treaty establishing the European Community, 
signed at Lisbon, 13.12.2007, Protocol on the application of the principles of subsidiarity and proportionality.
1854 Cf. Davies, Gareth, 66.
1855 Cf. Davies, Gareth, 66.
1856 Cf. Dubach, 106.
1857 Cf. Oser, 535.
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The situation with regard to the application of the principle of proportionality is very similar, 

as it requires the existence of a common Community goal1858. There was, however, no 

goal determined by the EU, namely the creation of a Community court system dealing with 

European patent litigation. There would consequently be no legal grounds which would 

bind the EU member states to the two principles in the negotiations for an EPLA.

However, it was also claimed in the WPL negotiations1859 that the principles of subsidiarity 

and proportionality would be commonly accepted principles of European integration and 

would thus also be binding for non EU member states. This seems neither legally nor 

politically correct. Nevertheless, the principles could be helpful when deciding whether a 

full centralist approach or a decentralised approach would be more promising in reaching 

the formulated goals1860. Finally, it should be noted that even if the WPL would have 

chosen a centralised structure for the European Patent Court the principles of subsidiarity 

and proportionality would have obviously been safeguarded as it was decided within the 

EU to create a fully centralised Community Patent Court1861.

iv) Conclusion

Both the supporters of a European court and those in favor of national courts in first 

instance have convincing arguments.

During the negotiations in the WPL sub-group it became clear that the principle goal of the 

states interested in having national courts in first instance was that the existing well-

functioning structures and expertise could be safeguarded1862, and should not be 

sacrificed for a centralised European system with an unclear outcome1863. Furthermore, 

German courts dealing with patent cases generate high income which is used to subsidise 

other parts of the jurisdiction1864.

  
1858 Cf. Davies, Gareth, 71.
1859 Cf. Schneider, 260.
1860 Cf. also Schneider, 261.
1861 Cf. §8 B.I.3. Developments.
1862 Cf. Landfermann, Litigation, 228; Pagenberg, First Instance, 492; Dreiss, 716.
1863 Cf. Willems, Patent Court, 164; cf. also Brinkhof, Schlichtung, 602-603.
1864 Cf. Eingabe zur Rechtsmittelreform in Zivilsachen der Deutschen Vereinigung für gewerblichen 
Rechtsschutz (GRUR), 2000 GRUR, 292.
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The question as to whether the transfer of sovereign rights was compatible with national 

constitutional law1865 seemed to be of a rather secondary nature, if a solution could have 

been found that would have satisfied these interests. In addition, users and particularly

SME's wished to have litigation conducted within their more familiar courts, as opposed a 

remote European patent court1866.

The states opting for a rather centralised approach on the other side wanted to create a 

common court which would avoid multiple litigation, issuing quality decisions in a timely 

manner, guaranteeing legal certainty in the entire area of the EPLA contracting states, and

thus avoiding the negative effects of forum shopping at least in this area. A construction 

with the national courts in first instance would not satisfy these expectations.

On the one hand, concentration becomes more difficult if first-instance jurisdiction is given 

to the national courts1867. On the other hand, even if the number of first instance courts at 

the national level could be reduced, as it was suggested in order to create better expertise 

at the national level1868 - although the first such attempt within the framework of the CPC 

had already failed in that regard1869 -, and even if the rules of procedure could be unified, 

the existing differences in the national legal systems, practice, experience, etc. and many 

other national deficiencies would remain1870. Forum shopping would thus be perpetuated.

In addition, all the other reasons for the failure of the CPC with regard to the judicial 

arrangements1871, as well as the fact that the majority of users would not want a system 

with national courts in first instance1872, and the above analysis with regard to the 

arguments for and against the national courts in first instance support this view.

There were also concerns that if the national courts constituted the first instance, but 

appeals were heard by a European court, this would result in a split of the judicial system

  
1865 Cf. Schade, Protocol, 172.
1866 Cf. Structure paper, 2000 Bijblad bij de Industriële Eigendom, 267; 2000 EIPR, S-8; 2000, IIC, 576.
1867 Cf. Messerli, 146.
1868 Cf. Schade, Streitregelungssystem, 837-838; Pagenberg, Roles, 62; Schade, Protocol, 182; Schäfers, 
Anmerkungen, 826; Sydow, 694; Brinkhof, Schlichtung, 603.
1869 Cf. §1 D.II. Jurisdiction.
1870 Cf. Boval, Remarques, 165-166.
1871 Cf. §1 E.II. The jurisdictional arrangements; Schade, Protocol, 172.
1872 Cf. Comments of UNICE, WPL/3/00, 1; Sedemund-Treiber, Strukturen, 125; Willems, First instance, 395; 
Boval, Remarques, 166.
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that would give rise to constitutional difficulties in some states1873. The proposal to put the 

national courts under a European umbrella1874 and to equipe them with territorial 

jurisdiction for the entire EPLA territory, seemed therefore unacceptable to many 

delegations in the WPL, as well as to the users1875.

It would also be incorrect to simply state that only a centralised structure would guarantee 

final decisions to be issued within two years or that only such a body would have the 

necessary qualification1876 and ensure a better1877 and unified jurisprudence1878. All this 

could also be realised in a decentralised1879 but truly European structure.

Additionally, even in a unified structure there would always be differences in 

interpretation1880. But these differences would be very limited, if the panels were 

composed of judges from different states, if the judges communicated with each other and 

if the rulings were rendered in an open spirit beyond the judges' own legal traditions and 

views, in a structural framework which allowed work towards a uniform interpretation of 

European patent law. In addition, the centralised court of appeal would ensure that the 

possibility of even small differences in jurisprudence in a decentralised structure would be 

eliminated1881.

One possible way out of the dilemma of substituting well-functioning national courts with a 

European patent court wherein the outcome is still unknown, could have been to 

permanently share the jurisdiction between them1882. 

This would, however, seem to make the current situation worse: An additional court along 

all national courts having jurisdiction would only foster forum shopping and legal 

uncertainty.

  
1873 Cf. Landfermann, Litigation, 228.
1874 Cf. Pagenberg, Roles, 62.
1875 Cf. Comments of UNICE, WPL/3/00, 5.
1876 Cf. Schade, Protocol, 172.
1877 Cf. Ullrich, Harmony, 33.
1878 Cf. Schade, Streitregelungssystem, 833; Schade, Protocol, 174-176.
1879 Cf. Sydow, 693.
1880 Cf. Cf. Pagenberg, Roles, 64.
1881 Cf. also Guldener, § 1, III.
1882 Cf. Willems, Patent Court, 166.
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It would also seem difficult to reach a unified jurisprudence since it is quite open how the 

national courts would accept an (additional) European court and its jurisprudence.

A parallel jurisdiction between national courts and the European Patent Court is desired for 

a limited period of time in order to test and possibly amend the system1883 and to ensure a 

smooth transition of powers. Seven years of parallel jurisdiction as suggested in the draft 

EPLA1884 seems, however, to be too long.

The task of the WPL was to make a proposal for a litigation system which tackled the 

major negative factors of the current European patent system, while bringing together the 

different positions with regard to the first instances. The WPL suggested the structure of a 

Central Division and Regional Divisions in the EPLA contracting states. This approach 

satisfied the request for a unified European structure of first instance and proved that a 

decentralised structure did not necessarily require national courts in first instance1885.

cc) The European Patent Court as two separate organisational bodies

In the "First proposal for an EPLP"1886, Willems submitted two proposals with regard to the 

organisation of the two European instances1887. The first proposal included two variants. 

Both of them were based on systems existing in two big countries outside of Europe,

Canada and Australia.

The first approach was based on the Canadian model and included the suggestion to 

create one court with two divisions: a trial division and an appeals division1888. The judges 

would be appointed to one of the divisions but would also be a member of the other 

division ex officio.

The second approach, based on the Australian model, also suggested to put both 

instances under one umbrella, but kept the divisions totally separate1889.

  
1883 Cf. Pagenberg, Roles, 67.
1884 See Art. 85 draft EPLA.
1885 Cf. also Landfermann, Diskussionen, 115; Boval, Remarques, 167; Sedemund-Treiber, Strukturen, 125.
1886 Cf. Willems, 1st proposal.
1887 Cf. Willems, 1st proposal, 9.
1888 See Section 3 and 4 Canadian Federal Courts Act.
1889 See Section 5 and 24 Federal Court of Australia Act 1976.
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The sub-group of the WPL opted for the second proposal where two totally separated 

courts would be established1890. The advantage of that structure was that most, if not all, 

European court structures were organised in this way and would thus facilitate a possible 

integration of them into the European patent litigation system1891. But it was also the 

familiarity of the system which played an important role.

dd) The Court of First Instance

As mentioned above, the WPL sub-group and the WPL came to the conclusion that the 

Court of First instance should consist of several local divisions. Therefore, it was 

suggested to establish a Central Division and several Regional Divisions.

aaa) Central Division

The Central Division would be set up at the seat of the European Patent Judiciary1892 and 

would be the basis of the court. The idea in creating a centralised division was to enable 

the court of first instance to act as a real court and make tangible the EPJ1893.

bbb) Regional Divisions of the European Patent Court of First Instance

The initial proposal concerning the judicial structure of the Court of First instance was to 

create a centralised court which at the same time would have local presence. It was 

therefore suggested in the structure paper submitted to the London Intergovernmental 

conference that the court could create:

"regional chambers and/or to come to the defendant's place of residence or business for oral hearings or 

taking of evidence, sitting in a courtroom provided for by national authorities ('peripatetic court'). The core of 

such a chamber would be one or more judges from a national court, at the same time acting as judges of the 

common first instance court. Each EPLA contracting state should designate one of its courts of first instance 

to provide the regional chamber of the common first instance court with facilities (courtroom, communications 

infrastructure, etc.). The registry of that national court could also function as a sub-registry of the common

European patent court. New information technology (e.g. video-conference) should be used wherever 

  
1890 Cf. WPL/SUB 10/01, N 6.
1891 Cf. Willems, 1st proposal, 9.
1892 Art. 10(1) draft EPLA.
1893 Cf. Willems, 3rd proposal, 22.
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possible." 1894

When the structure paper was submitted it was still open as to what the Regional 

Chambers of the Court of First Instance should look like.

As mentioned above, it seemed clear for the majority of the WPL that it should not simply 

be composed of national courts acting as European courts. Willems offered two 

alternatives for discussion in the "First proposal for an EPLP", with more or less a 

centralised approach1895:

- Regional Chambers only consisting of judges also functioning as members of national 

courts; or

- Regional Chambers as deciding bodies in regions where there was a sufficient amount of 

work.

The initial alternative of the structure paper where the European Patent Court of First 

Instance would come to the locality of the defendant and sit in a courtroom offered by 

national authorities (a "peripatetic court")1896 for oral hearings or witness examinations was 

no longer discussed. The idea of a travelling court appearing on request was, for most 

stakeholders, hard to imagine1897. The request for some local presence in order to conduct 

proceedings at home suggested a somehow tangible court structure1898.

i) National judges acting as European judges

The first proposal was to make use of the local facilities and the national patent judges. In 

contrast to the proposal of national courts in the first instance, the European Patent 

  
1894 See Structure paper, 2000 Bijblad bij de Industriële Eigendom, 267; 2000 EIPR, S-8; 2000, IIC, 576.
1895 Cf. Willems, 1st proposal, 10-11.
1896 The idea of a "travelling court" was also discussed in the framework of a Community Patent Court, cf. 
also Rau, 242.
1897 Cf. Pagenberg, First Instance, 485; Tilmann, Gemeinschaftspatent, 384; Sydow, 693.
1898 Cf. Comments of UNICE, WPL/3/00, 5.
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Judiciary would have made use of the existing local facilities and knowledge and would 

have not created "functional" units of the court1899.

The local judges would have acted both as part time national judges, and as European 

patent judges. In order to ensure the exchange of ideas and to create a true European 

court, the judges would all work once at the central chamber for at least six months1900.

The registries of the national courts would act as sub-registries. Parties would have 

consequently had the possibility to file court documents at these local registries1901.

It followed from this approach that every EPLA contracting state could have a local 

presence of the European Patent Court.

ii) Regional chambers in states with sufficient work

Based on this second proposal the court itself would have the authority to set up Regional 

Chambers. Such "sub-courts" of the European Patent Court would have their own seats, 

judges and other personnel, and would be established if there had been sufficient work.

The sub-courts would have jurisdiction for a certain region in the area where the European 

Patent Court would have territorial jurisdiction.

Local judges would not necessarily have to be active in the Regional Chamber where they 

came from. Working at the central chamber for a certain period of time in order to create a 

true European jurisprudence did not seem as important as in the first proposal.

iii) The agreed principle

The sub-group of the Working Party on Litigation discussed the different proposals at its 

third meeting.

  
1899 Cf. Willems, First instance, 397.
1900 Cf. also Sedemund-Treiber, Strukturen, 125; Rau, 243.
1901 Cf. Willems, First instance, 397.
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It agreed on a combination of the two proposals1902: Each EPLA contracting state should 

have the right to establish a limited number of Regional Chambers within its territory. But it 

should also be possible that several states come together and establish one or more 

Regional Chambers on their territory.

In contrast to the initial proposal, the decision to create Regional Chambers would not be 

at the disposal of the court. The chambers would functionally make up part of the 

European Patent Court.

National judges would act as European judges in a Regional Chamber. The panel should, 

however, be composed internationally, as this was also requested by the users1903.

The proposal of the sub-group was obviously convincing enough for the states that desired 

national courts in first instance, as they abandoned their approach. The proposed solution

could also discard any misgivings that a centralised approach would negatively affect local 

expertise and local infrastructures, which could have a particularly negative impact on 

SMEs1904.

iv) Further developments and the latest proposal

The idea of Regional Chambers acting as sub-courts of the court was elaborated more 

and more in the subsequent meetings of the WPL sub-group. The term "Regional 

Chamber" was replaced by "Regional Division" to make it more obvious that they were an 

organisational part of the European Patent Court1905. The group confirmed the right for 

each EPLA contracting state or a group of states (the Benelux states, for example) to

establish a Regional Division.

  
1902 Cf. also Nilsson, 599.
1903 Cf. Comments of UNICE, WPL/3/00, 6.
1904 Cf. Comments of UNICE, WPL/3/00, 4; Leith, Revision, 252.
1905 Cf. Willems Jan, Second Proposal for an EPLP, WPL/SUB 13/01, 15, available at 
<www.ige.ch/E/jurinfo/documents/j14105_prop.pdf>.
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There were, however, concerns in the sub-group that Regional Divisions could be 

established that did not provide for the necessary legal expertise1906. Additionally, it was 

felt that costly Regional Divisions could be built up out of political reasons wherein, in fact, 

there was no real need1907. And last but not least, EPLA contracting states with possibly 

only a small or no Regional Division did not want to indirectly finance other Regional 

Divisions.

Therefore, the sub-group (and later on the WPL) agreed that certain requirements would 

have to be fulfilled in order to request a Regional Division. These requirements, though, 

should not be too strict:

- First, the request had to indicate where the Regional Division and the sub-registry were

to be located. It furthermore had to name two people who could satisfy the requirements 

for office as provided in Article 2 draft Statute, agree to be appointed as legally qualified 

judges of the Court of First Instance, and who could be assigned as permanent members 

to the Regional Division to be set up1908.

- Second, a Regional Division set up by any EPLA contracting state (or a group of 

contracting states) would be financed by that state or group of states. The salary of the 

judges in any Regional Division would, however, be covered by the budget of the 

European Patent Judiciary1909.

Since the establishment of a Regional Division was a right of each EPLA contracting state, 

the Administrative Committee could not refuse the request if the required criteria were 

fulfilled1910. The Common Presidium1911 would have to examine1912 whether or not at least 

two of the people named as appointees indeed satisfied the requirements for office1913.

  
1906 Cf. WPL/SUB 22/01, N 21 to N 31.
1907 Cf. also Pagenberg, Patent, 537.
1908 Art. 19(1) draft Statute.
1909 Art. 21a(1) draft EPLA.
1910 Art. 10(2) draft EPLA in conjunction with Art. 19(1) draft Statute.
1911 Cf. §7 B.II.1.a)ff)bbb) Common Presidium.
1912 Art. 19(2) draft Statute.
1913 Cf. §7 B.II.2.a) Requirements for office.
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The question was, however, whether the Common Presidium would indeed keep the 

necessary distance from politics, and whether a founded decision not to accept a proposal 

made by a government would be politically accepted.

If the state was no longer interested in a Regional Division the Administrative Committee 

would have to agree unanimously in order to close it down1914. This could be problematic, 

not least from a financial perspective for an EPLA contracting state if it no longer desired 

to have a Regional Division, and if the Administrative Committee would not support the 

request. From a political perspective such a scenario seemed highly unlikely.

Additionally, the WPL accepted the proposal that it could be possible for a country or a 

group of states to have more than one Regional Division, but not more than three1915.

This would make it possible for the existing efficiency, know-how and quality to be directly 

introduced into the system 1916. At the same time, it would be assured that the European 

Patent Judiciary would not be dominated by Regional Divisions from one or more certain 

states and, together with the criteria of an international composed panel, promote the 

development of a common legal culture and the alignment of the existing diverging views. 

Therefore, this limitation to no more than three Regional Divisions per country is an 

important aspect in this regard.

The request to set up further Regional Divisions would also have to be addressed by the 

Administrative Committee1917. The preconditions for a possible second and third Regional 

Division would be as follows:

- First, the initial requirements for a Regional Division must be fulfilled.

- Second, the national courts or the Regional Division set up in a EPLA contracting state 

(or for a group of EPLA contracting states requesting further divisions) must have dealt 

with more than one hundred cases concerning European patents in a year, over three 

  
1914 Art. 22(1) draft Statute.
1915 Art. 20(1) draft Statute.
1916 Cf. Addor, 334.
1917 Art. 10(2) draft EPLA in conjunction with Art. 20(1) draft Statute.
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successive years1918. 

Therefore, the request would have to state the number of cases concerning European 

patents that have been dealt with during each of the last three years preceding the request, 

and the local competence of the Regional Divisions within the contracting state or the 

group of contracting states1919. The latter would make it clear what the "territorial 

jurisdiction" of each Regional Division would be.

It should clearly be noted that the Divisions would merely have an organisational function,

comparable to that of senates or chambers in national courts, the only difference being 

that they would be spread out geographically throughout the EPLA contracting states. This 

would in no way affect the unity of the Court. The different Divisions would not be 

independent courts.

Based on the current existing numbers1920, only France and Germany could have more 

than one Regional Division on their territory1921. It is thus to be expected that they will 

request more than one such division if the European Patent Court is created. It should be 

noted, however, that there is no precise data available on the number of cases within the 

EPC contracting states related to European patents. In case a state is requesting more 

than one division for its territory it will consequently be very difficult to check whether the 

number of litigations provided are correct.

As mentioned above, the Administrative Committee would have the authority to decide 

unanimously to discontinue a Regional Division1922. The decision would state the date from 

which no new cases could be brought before that Division, as well as the date on which it 

would cease to exist1923. As of the date from which the Regional Division ceased to exist, 

the judges assigned as permanent members of the Regional Division would be assigned 

  
1918 Art. 20(1) draft Statute.
1919 Art. 20(2) draft Statute.
1920 Based on the survey made by the EPO in 2003 among the WPL sub-group only courts in France and 
Germany of the states interested in joining the EPLA deal with more than 100 cases per year related to 
European patents (cf. WPL/4/03); cf. also Schneider, 142-143; 151-152; 167-169; 174-176; 180-184. It 
seems that this situation has not changed in the meantime, cf. Working Document from the Presidency, 
Towards an Enhanced Patent Litigation System and a Community Patent - How to Take Discussions Further 
(Doc. 11622/07), available at <www.epo.org/focus/news/2007/20070725.html>.
1921 Cf. also Casalonga, Le contentieux futur, 255.
1922 Art. 10(2) draft EPLA in conjunction with Art. 22(1) draft Statute.
1923 Art. 22(2) draft Statute.
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to the Central Division, and cases still pending before the Regional Division would be 

transferred to the Central Division without a change in the panel composed for those 

cases1924.

ccc) President, divisional presidents and Presidium

The Court of First Instance would have a President and a Presidium1925.

The President would direct the court and the Presidium1926. The judges of the court would 

appoint the President (and his substitute) for a term of three years and would have to 

chose him from among the legally qualified judges of the court1927.

This construction seems to limit potential political influence with regard to the elections of 

the President, and would thus strengthen the court's independence1928. To limit outside 

influence, it is also proposed that the President can be re-elected only once1929.

The Presidium would be composed of the President of the Court, the divisional presidents 

and two further members, elected by the judges of the court 1930. The two elected members 

would hold office for four years1931 in order to make sure that they would not retire at the 

same time as the President. This would prevent a situation wherein the collective 

experience in the Presidium would disappear at once1932.

The divisional presidents would perform the functions of the President for their designated 

Regional Division1933. It would therefore be necessary to establish rules on the exact 

duties of the President of the Court of First Instance and the divisional presidents. This 

would prevent any conflicts regarding competences.

  
1924 Art. 22(3) draft Statute.
1925 Arts. 14(1) und 15(1) draft Statute.
1926 Art. 14(1) draft Statute.
1927 Art. 14(2) draft Statute.
1928 Cf. Willems, 3rd proposal, 39.
1929 Art. 14(2) draft Statute.
1930 Art. 15(2) draft Statute.
1931 Art. 15(4) draft Statute.
1932 Cf. Willems, 3rd proposal, 39.
1933 Art. 24(3) draft Statute.
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The divisional presidents would be elected for six years1934 by the Presidium, having heard 

the permanent members of the Regional Division1935. This should not only guarantee the 

necessary distance to governmental influence, but also ensure a certain continuation in 

the Regional Division. However, the possibility of the divisional presidents getting re-

elected would not be limited. This could be a disadvantage. Experience in public office and 

in politics shows that some officials stick to their positions when, in fact, some change 

would be useful. It would therefore seem appropriate that re-election of the divisional 

presidents should also be limited, not least since only a single re-election would have the 

consequence that a person presides over a regional division for twelve years.

Provisions regarding the first elections of the divisional presidents are especially 

interesting to study.

Article 39(1) draft Statute provides that the first judges would be appointed by the 

Administrative Committee on proposals from the governments of the EPLA contracting 

states. It seems quite clear that the Administrative Committee would decide to establish 

Regional Divisions. Once decided upon, it would be up to the Presidium to elect the

divisional presidents.

Generally, the Presidium is composed of the President of the Court, two elected members, 

and the divisional presidents. The election of the divisional presidents would therefore 

have to be executed by a Presidium composed only of the President and the two 

previously elected members.

A possible alternative solution could be the approach which was initially considered with 

regard to the elections of the first Presidents of the Court of First Instance and the Court of 

Appeal and their substitutes, and the first elected members of the Presidiums of the 

courts1936: the Administrative Committee first appoints a provisional committee which 

would again elect these officials. This proposal could also be considered for the elections 

of the first divisional presidents.

  
1934 Art. 24(2) draft Statute.
1935 Art. 24(1) draft Statute.
1936 Cf. Willems, 3rd proposal, Art. 181(3).
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It seems clear, however, that such elections would open up the door for a huge amount of 

political dealing, which should be avoided. It would be difficult for the three members of the 

Presidium to refrain from politics and influence from governments when electing the 

divisional presidents.

Further duties of the Presidium of the Court of First Instance would be:

- to advise and assist the President with regard to administrative, organisational, budgetary 

and personnel matters,

- to advise the Executive Committee1937 on proposals for Practice Directions of the Court,

- to carry out any task assigned to them by the Executive Committee1938,

- to advise the different divisions of the court on matters concerning the functioning of the 

court in general1939, and 

- to possibly assign legally qualified judges to a Regional Division as permanent 

members1940.

The Presidium could delegate duties wholly or in part to the President and to the divisional 

presidents1941.

A member of the Presidium could not take part in deliberations or decisions concerning 

himself1942. Since the number of Regional Divisions has not yet been decided and could 

again change, it is still unclear how many divisional presidents would exist. The President 

would therefore be given the casting vote in the event of a possible stand-off in the 

Presidium1943.

ee) The Court of Appeal and the role of the ECJ

The Court of Appeal would also be set up at the seat of the European Patent Judiciary1944. 

It would not only act as second instance, but also as Facultative Advisory Council1945. 

  
1937 Cf. §7 B.II.1.ff)aaa) The Executive Committee.
1938 Art. 16(1) draft Statute.
1939 Art. 16(2) draft Statute.
1940 Art. 23(1) draft Statute.
1941 Art. 16(2) draft Statute.
1942 Art. 15(5) draft Statute.
1943 Art. 14(3) draft Statute.
1944 Art. 11 draft EPLA.
1945 For the details cf. §6 C.III. The Facultative Advisory Council.
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Regional Divisions at the appeal level are not proposed, as they have also never been 

requested.

On the one hand, it doesn’t seem necessary to have a decentralised structure also within 

the court of appeal, since only a limited number of cases will be appealed. Efficiency 

reasons would also make it necessary for Regional Divisions at the appeals level to be 

created that would cover a larger territory than the divisions in first instance.

On the other hand, a centralised structure guarantees the unity of legal practice more 

easily. The Court of Appeal would thus be better suited to intervene in case Regional 

Divisions should develop diverging practices1946.

Traditionally, such regional differences develop in legal areas where local practice plays 

an important role, unified law affects regional interests and regional standards are used to 

confirm legal terms1947. Patent litigation could indeed affect regional policy or economic 

interests and have an influence upon the decision. "Local practice" should, however, not to 

be anticipated since the panels in the Regional Divisions would include judges from 

different states. In addition, judges could also be assigned to several divisions.

What was not discussed was the creation of a third instance at the European level. But this 

would not seem necessary especially since the specialised Court of Appeal would be able 

to give a ruling on fact and law1948.

In any case, the ECJ would have to be contacted by the European Patent Court for a 

preliminary ruling with regard to Community law based on Article 234 EC Treaty1949. The 

rulings of the ECJ would be binding on the European Patent Court in so far as the latter's 

decision would take effect in one or more of the EPLA contracting states which are also 

EU member states1950.

  
1946 Cf. also Dreiss, 715.
1947 Cf. Meier, 322-325.
1948 Cf. also Sedemund-Treiber, Strukturen, 124.
1949 Art. 40(1) draft EPLA.
1950 Art. 40(2) draft EPLA.
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aaa) President and Presidium

As in the Court of First Instance, the Court of Appeal of the European Patent Court would 

be directed by a President. He would also preside over the Presidium of the Court of 

Appeal1951.

The Presidium of the Court of Appeal would be composed of the President of the Court 

and two members, elected by the judges of the court1952. In contrast to the President of the 

Court of First Instance1953, it is consequently not necessary to provide the President of the 

Court of Appeal with a casting vote.

The elections and terms for the President and the Presidium, as well as their functions are, 

in general, the same as for the Court of First Instance.

ff) Common bodies of the Court of First Instance and the Court of Appeal

aaa) The Executive Committee

The Executive Committee would be responsible for managing the European Patent 

Court1954.

Having heard the Common Presidium, it would draw up proposals for the Administrative 

Committee, regarding the Rules of Procedure of the European Patent Court, the fees to be 

charged in proceedings before the court and the Practice Directions of the court. 

Additionally, it could authorise judges to pursue other activities for renumeration outside of 

the court1955, would prepare the annual budget, the annual accounts, the annual report of 

the court and submit them to the Administrative Committee1956.

  
1951 Art. 14(1) draft Statute.
1952 Art. 15(3) draft Statute.
1953 Art. 14(3) draft Statute.
1954 Art. 17(2) draft Statute.
1955 Art. 6(1) draft Statute.
1956 Art. 17(3)(a) and (b) draft Statute.
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It seems that the term "annual report" refers to the "management report"1957. The 

designation should thus be replaced, as it would hardly be necessary that the court's 

annual report intended for the public on the whole be also approved by the Administrative 

Committee.

The Executive Committee could also request that the Administrative Committee meet 

outside of the ordinary annual meeting1958.

The Executive Committee is composed of the Registrar and Presidents of the Court of 

First Instance and the Court of Appeal, or their substitutes1959. It would therefore be a 

judicial body, in the sense that it is occupied by officers of the courts1960. The members of 

the Executive Committee could not pursue any other activities for remuneration outside of 

the court1961, as their job is considered to be full time.

The sub-group of the WPL felt that parts of the daily management of the court could also 

be executed, for example, by the Presidents themselves. Therefore, it was decided to 

introduce a provision into the draft Statute which would make it possible that the 

committee, without prejudice to its own responsibility, could delegate certain tasks to one 

of its members or to the Presidiums of the Court of First Instance and the Court of Appeal 
1962. The members of the Presidiums might also take part in the deliberations of the 

Executive Committee as observers1963. Their participation would bring extra expertise on 

the subject matters at stake in the committee and would make it possible for members of 

the Presidium who would be regularly present to obtain the necessary expertise needed in 

their function as substitutes in the committee1964.

The meetings would be chaired by the President of the Court of Appeal1965, but it could 

only take valid decisions when all three members were present1966. This approach would 

  
1957 Cf. also Art. 10(2)(e) EPC.
1958 Art. 15(5) draft EPLA.
1959 Art. 17(1) draft Statute.
1960 Cf. Nilsson, 609.
1961 Art. 6(2) draft Statute.
1962 Art. 17(2) draft Statute.
1963 Art. 17(4) draft Statute.
1964 Cf. Willems, 3rd proposal, 35.
1965 Art. 17(1) draft Statute.
1966 Art. 17(4) draft Statute.
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make it certain - at least theoretically - that the points on the agenda would be discussed in 

the group before the decision is taken by a majority of votes, i.e. by two persons who are 

in agreement1967.

bbb) Common Presidium

The only task of the so-called "Common Presidium" is to draw up proposals concerning 

the appointment, re-appointment and removal of judges and the Registrar1968.

The body was mainly introduced to assure the quality and judicial independence of the 

court1969.

On the one hand, it would make lists with the best possible candidates to serve the court, 

which should guarantee that the judges are not appointed by the Administrative Committee 

only out of political reasons but rather because they have the necessary legal and/or 

technical knowledge and language skills.

On the other hand, if a judge is not favored by politicians, he could not be removed from 

office just because he rendered certain judgments. The Common Presidium would have to 

propose with a three-quarters majority that the judge be removed from office. A removal 

could only be possible if the judge no longer meets the obligations arising from his 

office1970. The Common Presidium would thus also be the disciplinary authority over the 

judges.

As the term "Common Presidium" suggests, it would be composed of the members of the 

two Presidiums and the Registrar1971. It was thus also decided to change the initial 

designation "Extended Executive Committee" into "Common Presidium"1972. It goes 

without saying that a member of the Common Presidium might not take part in 

  
1967 Cf. Willems, 3rd proposal, 35.
1968 Art. 18(2) draft Statute.
1969 Cf. Willems, 3rd proposal, 36.
1970 Art. 8(1) draft Statute.
1971 Art. 18(1) draft Statute.
1972 Cf. WPL/SUB 2/02, Art. 19.
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deliberations or decisions concerning himself1973. The meetings of the Presidium would be 

chaired by the President of the Court of Appeal1974.

gg) The Registry

The Registry of the European Patent Court would also be set up at the seat of the 

court1975, thus, at the place of the Central Division and the Court of Appeal. It would serve 

both instances.

Sub-registries would be established at the Regional Divisions of the Court of First 

Instance1976. This would make it possible for the necessary court services to be provided 

directly at the local level. It would also be possible to file court documents directly before 

the Regional Divisions. The sub-registries would also carry out a number of organisational 

and practical duties with regard to the cases handled in their divisions1977.

He would be responsible for the management of the Registry1978 not taken on by the 

Executive Committee1979. It will thus again be necessary to draw up a clear list of duties, 

responsibilities and authorities with regard to the management of the Registry.

In principle the Registrar would provide administrative and secretarial assistance to the 

European Patent Court1980. A very important task in that regard would be to coordinate the 

division of work between the Registry and the sub-registries in cases allocated to the 

Regional Divisions1981. The Registrar would also receive the fees payable to the court,

communicate with the parties, keep a register of the cases and administer the funds, as 

well as manage the buildings and other material assets of the court1982. However, the 

management of the buildings and material assets would, to a great extent, be limited to the 

  
1973 Art. 18(3) draft Statute.
1974 Art. 18(1) draft Statute.
1975 Art. 12(1) draft EPLA.
1976 Art. 12(2) draft EPLA.
1977 Cf. Willems, 3rd proposal, 37.
1978 Art. 12(1) draft EPLA.
1979 Cf. Art. 13(1) draft Statute.
1980 Art. 13(2) draft Statute.
1981 Art. 13(2)(a) draft Statute.
1982 Art. 13(2)(b) - (d) draft Statute.
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court buildings located at the seat of the European Patent Judiciary, as it was decided by 

the WPL that the Regional Divisions set up by an EPLA contracting state or a group of 

contracting states would be financed by that state of group of states1983.

Additionally, the Registrar would have important communication functions for the 

European Patent Court. On the one hand, he would provide for the publication of decisions

and opinions of the court. On the other hand, he would have to publish decisions of the 

Administrative Committee setting up or discontinuing Regional Divisions1984.

Based on the example of the European Patent Organisation1985, the Registry would place 

at the disposal of the Administrative Committee and of any body established by it, staff, 

premises and equipment as necessary for the performance of their duties1986. This rule 

would ensure that the administrative costs of the committee would be limited. Efficiency 

reasons would also require that the Administrative Committee would hold its regular 

meetings at the seat of the European Patent Judiciary. Whether politicians share this 

approach is certainly open to debate.

Depending on the amount of work in order to prepare the meetings of the committee it 

could be useful to create a special secretariat of the committee under the Registrar, as is 

the case with regard to the Administrative Council of the European Patent Organisation.

The first Registrar would be appointed by the Administrative Committee based on a 

proposal from the governments of the EPLA contracting states1987. In general, he would be 

appointed, re-appointed and removed by the Administrative Committee on a proposal from 

the Common Presidium1988.

A balance between politics and quality, as well as the necessary independence should 

thus also be assured with regard to the Registrar. The necessary proposal from the 

Common Presidium should guarantee that he would fit into the judicial culture or that he 

could be removed if he did not, and the appointment by the Administrative Committee
  

1983 Cf. §7 B.II.1.a)dd)bbb)iv) Further developments and latest proposal.
1984 Art. 13(2)(e) - (f) draft Statute.
1985 Cf. Art. 32 EPC.
1986 Art. 13(3) draft Statute.
1987 Art. 39(1) draft Statute.
1988 Arts. 11 and 12 draft Statute.
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would strengthen his position against the President of the Court of First Instance and the 

Court of Appeal putting him on a comparable level with the Executive Committee1989.

The Registrar would be appointed for six years and could be re-appointed1990. He would 

enjoy privileges and immunities as defined in the Protocol on Privileges and 

Immunities1991.

Graphic overview of the European Patent Court's organisation

  
1989 Cf. Willems, 3rd proposal, 38.
1990 Art. 11 draft Statute.
1991 Art. 8 draft EPLA.
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2. Judges

a) Requirements for office

It can hardly be denied that a court's quality to a great extent depend on the experience 

and knowledge of the judges appointed to it1992.

In order to guarantee that only qualified candidates with high expertise in patent law and 

patent litigation are appointed to the court, the WPL agreed in Article 2 draft Statute upon

the following three requirements for office which would have to be fulfilled cumulatively by 

any person to be appointed as judge to the court:

- First, the person must have a good command of at least one of the official languages.

Language abilities would be of great importance for the appointment of the judges. This is 

the consequence of the following: the Administrative Committee would specify the number 

of legally qualified judges to be permanently assigned to a Regional Division when 

deciding to set it up1993. The language before the different divisions could, however, vary.

Based on the latest proposals, the language of proceedings of a Regional Division located 

in a EPLA contracting state having an official language which is one of the official 

languages of the EPO (e.g. France, Germany, or the United Kingdom), would be that 

official language1994. If the division is located in a state having either more than one or no 

official language (e.g. Belgium, the Netherlands or Sweden), the language of proceedings 

would be any official language of the EPO designated by that state1995. If the proceedings 

were held before the Central Division of the Court of First Instance, the language of the 

proceedings would be the one before the EPO1996. In proceedings before the Court of 

Appeal, the language of the proceedings would be the language before the Court of First 

Instance1997.

  
1992 Cf. Leith, Revision, 252; Schade, Streitregelungssystem, 834; Heath, 14.
1993 Art. 21(1) draft Statute.
1994 Art. 32(1)(b) draft Statute.
1995 Art. 32(1)(c) draft Statute.
1996 Art. 32(1)(a) draft Statute.
1997 Art. 32(1)(d) draft Statute.
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This makes it clear that language knowledge is very decisive the appointment to the court 

and a certain division.

- Second, the person must demonstrate sufficient experience in patent law.

In order to be appointed to the European Patent Court, the knowledge of patent law is just 

as important as the language ability. In order to guarantee that the judges fulfil this 

requirement, it is very important that the persons eligible for an appointment are chosen by 

an independent and technical body. As mentioned above, the WPL agreed that the 

Common Presidium composed of the Registrar and the two Presidiums of the Court of 

First Instance and the Court of Appeal would draw up proposals inter alia concerning the 

appointment and re-appointment of the judges1998.

The final decision for appointment would, however, be in the hands of the Administrative 

Committee1999, although only a qualified majority would be necessary. This proposal of the 

division of tasks between the two organs of the EPJ provides for the necessary balance 

between political and quality considerations regarding judges. This balance seems at risk 

with regard to the first appointments of the judges.

Based on the latest proposal, the first judges would be appointed by the Administrative 

Committee on proposals from the governments of the EPLA contracting states2000. The 

door would thus seem open for purely political appointments, particularly since every 

EPLA contracting state would have the right to be represented in the court regardless of 

whether it acceded to the entire agreement or only to the Facultative Advisory Council2001

part of the EPLA2002.

However, Article 39(2) draft Statute provides that either a legally qualified judge, a 

technically qualified judge or respective "assessor"2003 from each EPLA contracting state 

would be appointed to the Court of First Instance and the Court of Appeal. This would give 

the committee the possibility to appoint a proposed candidate initially as "assessor", even 
  

1998 Art. 18(1) and (2) draft Statute.
1999 Art. 17(3) draft EPLA.
2000 Art. 39(1) draft Statute.
2001 Cf. §6 C.III. The Facultative Advisory Council.
2002 Art. 39(2) draft Statute.
2003 Cf. §7 B.II.2.f) "Assessor".
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if it was not fully convinced of his experience in patent law. In addition, the Administrative 

Committee would be fully aware of the fact that the court would only be accepted by the 

users and contribute to the goal of the creation of the EPLA, if the necessary quality and 

efficiency can be guaranteed by the system. This will greatly depend on the professional 

background of the judges.

- Third, the person has either been or is a judge in one of the EPC contracting states, or a 

member of a Board of Appeal of the EPO or a national patent office of one of the EPC 

contracting states, or has other equivalent experience enabling him to act as a judge of the 

European Patent Court.

The last requirement for office would, on the one hand, ensure that a person interested in 

being appointed to the court not only has the necessary substantive knowledge of patent 

law but also the required practical knowledge. On the other hand, the proposal that 

national judges2004, members of the EPO Boards of Appeal or any other person having 

equivalent experience, such as professors of patent law or experienced lawyers2005, could 

be appointed to the court would create a big pool of potential suitable candidates2006.

This pool could grow even more considering the proposal that the candidates could be 

chosen from all EPC contracting states regardless of whether or not the state participated

in the EPLA. The initial suggestion went as far as accepting candidates coming from 

outside the EPC area. This initiative was, however, rejected, as it was partially felt that the 

judges of the European Patent Court should be familiar with Europe's judicial culture and 

traditions in order to develop a mixture of the different European schools of legal thought 

and practice2007.

The proposal also includes the possibility that national judges or members of the EPO 

Boards of Appeal could continue with their initial function2008. They would, thus, only be 

hired on a part-time basis by the EPJ. This avoids that the national authorities or the EPO 

Boards of Appeal would lose qualified people to the European Patent Court. But it also 

  
2004 Cf. also Brinkhof, Wish List, 415.
2005 Cf. also Jacob, Decisions, 16.
2006 Cf. Schneider, 276.
2007 Cf. WPL/SUB 22/01, N 79 to N 85.
2008 Cf. the concerns of Schneider, 277 with regard to the impartiality of such members. 
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provides for greater flexibility in adapting the number of judges to the actual workload of 

the court, although the number of legally qualified judges permanently assigned to a 

Regional Division could only be reduced on a decision of the Presidium of the Court of 

First Instance with the assent of the Administrative Committee2009.

b) Independence and impartiality of judges with a focus on the proposed possible double 

mandates

The WPL has not yet reached a full agreement as to whether a person could be a member 

of the EPO Boards of Appeal and a judge of the European Patent Court at the same 

time2010.

- First, it was criticised that the members of the EPO Boards of Appeal would not have the 

necessary knowledge regarding patent infringement and law on damages and that their 

involvement in the court would cause further delays in the opposition procedures before 

the EPO2011.

A lack of necessary knowledge of patent infringement and damages could indeed albeit a 

limited number of candidates, as quite a number of legal members of the EPO Boards of 

Appeal have already worked as judges and lawyers specialised in patent law prior to their 

appointment. If a member of the EPO Boards of Appeal intending to become a judge had 

insufficient experience in patent litigation, but would otherwise qualify for the job, he could 

always be appointed as "assessor" to the court2012 in order to gain the necessary 

experience and knowledge.

- Second, the reluctance of having members of the EPO Boards of Appeal in the court 

derives from concerns about a lack of independence of the court2013 and of the judges'2014, 

  
2009 Art. 21(2) draft Statute.
2010 Cf. explanatory notes, Art. 2 draft Statute.
2011 Cf. Pagenberg, First Instance, 487; Schade, Streitregelungssystem, 836.
2012 Cf. §7 B.II.2.f) "Assessor".
2013 Cf. also Charles, 508-509.
2014 With regard to the judicial independence in general cf. Walter H.P., Unabhängigkeit; Wittmann; Faller.
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as it is also noted by the open source movement2015.

The right to hear a case before an independent and impartial tribunal established by law is 

guaranteed by Article 6 ECHR2016 and Article 14 CCPR2017, which are binding for all EPC 

contracting states. Independence and impartiality are distinct values2018, although it is 

sometimes difficult to draw a clear line between them2019.

The independence of a court describes, in general, functional and structural safeguards 

against unrelated intrusion into the administration of justice2020, such as by an executive or 

legislative body, or by political, economic or social lobby groups2021. It refers to the court as 

such, as well as to the judges2022. They must consequently be free in taking their decisions 

- in a neutral manner, based on law and conscience -, be self-responsible and without fear 

of discrimination due to their verdicts2023. The European Court of Human Rights held that

in order to establish whether a tribunal can be considered as "independent" for the 

purposes of Article 6(1) ECHR, several factors have to be considered, such as the manner 

of appointment of its members and their term of office, the existence of safeguards against 

external influence2024, and the question as to whether it presents the appearance of 

independence2025. The court should therefore be organisationally insulated against political 

parties and the administration2026.

Additional factors related to internal career management or administration could also have 

a negative influence on the independence of the judges. The decision to propose a judge 

for re-appointment is usually based on reports of the judge's personal performance. 

Negative reports would not only challenge the judge's re-appointment or his career but 

also have a negative influence on his independence in case they concealed threats if he 
  

2015 Cf. Commission hearing back patent litigation deal, Managing Intellectual Property News, 1 July 2006, 
<www.managingip.com>.
2016 Cf. also Art. 47(2) Charter of Fundamental Rights of the European Union.
2017 Cf. §7 B.III.1. The Convention for the Protection of Human Rights and Fundamental Freedom and the 
International Covenant on Civil and Political Rights of the United Nations.
2018 Cf. Leigh, 653.
2019 Cf. Matscher, 370.
2020 Cf. Rädler, 729.
2021 Cf. Jacot-Guillarmod, 397; Haefliger/Schürmann, 167.
2022 Cf. Matscher, 370.
2023 Cf. Walter H.P., Unabhängigkeit, N 1 to N 2.
2024 Cf. also Basic Principles on the Independence of the Judiciary, adopted by the Seventh UN Congress on 
the Prevention of Crime and the Treatment of Offenders, N 2 and Jacot-Guillarmod, 397.
2025 Cf. Findlay v the United Kingdom, ECtHR February 25, 1997, Rep. 1997-I 281, N 73.
2026 Cf. Matscher, 370.
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did not decide disputes in one or the other way2027. A judge concerned would thus have to 

intervene in such cases.

As the appointments of judges from national courts are not subject to criticism, the major 

problem seems to be the necessary independent appearance of the European Patent 

Court if the members of the EPO Boards of Appeal acted as judges for the court. This 

seems, however, to be objectively unfounded.

The European Patent Court and the EPO Boards of Appeal would be bodies from two 

different international organisations located in different places. The members of the EPO 

Boards of Appeal are appointed on the decision of the Administrative Council of the 

European Patent Organisation, taken on a proposal from the President of the EPO2028. 

The members of the Administrative Council are representatives from the EPC contracting 

states. Each contracting state, i.e. each democratically elected government of each 

contracting state is entitled to appoint one representative and one alternate 

representative2029.

The judges of the European Patent Court would, however, be appointed by the 

Administrative Committee of the EPJ, which is composed of representatives from the 

EPLA contracting states based on a proposal of the Common Presidium of the European 

Patent Court. The influence of the governments would presumably be greater when 

appointing the first judges of the European Patent Court, as they would be appointed on a 

proposal by the governments of the EPLA contracting states2030. Therefore, it would 

always be up to the committee to decide up on the appointment of the judges and the 

appointment of members of the EPO Boards of Appeal.

With regard to independence, it is not important as to whether the legislative or the 

executive body, or the court itself, co-opts the judges2031, as long as they are not bound to 

  
2027 Cf. Schier, 251; Walter H.P., Unabhängigkeit, N 3; N 8; cf. also Basic Principles on the Independence of 
the Judiciary, adopted by the Seventh UN Congress on the Prevention of Crime and the Treatment of 
Offenders, N 13.
2028 Art. 11(3) EPC.
2029 Art. 26(1) EPC.
2030 Art. 39 (1) draft Statute.
2031 Cf. also Matscher, 371.
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any instructions2032. However, there seems to be little risk that the EPO Boards of Appeal 

or the Administrative Council of the European Patent Organisation would interfere with the 

European Patent Court in order to give binding instructions to the court or put pressure of 

any kind on the court.

To further underline the importance of independence of the members of the European 

Patent Court, a separate provision on independence was included into the draft EPLA, as 

is also the case in the EPC2033 with regard to the members of the EPO Boards of Appeal.

It is made very clear that in their decisions, the judges of the European Patent Court would 

not be bound to any instructions and would only have to comply with the law2034. The 

judges of the European Patent Court would therefore neither be bound to any national 

judgments, nor to the jurisprudence of the EPO Boards of Appeal.

The independence of the court as such can therefore not simply be disqualified only 

because members of the EPO Boards of Appeal could simultaneously serve as judges of 

the European Patent Court2035. Another question is whether the impartiality of the court 

could be guaranteed by having members of the EPO Boards of Appeal acting in the 

European Patent Court.

Impartiality, generally speaking relates to an open-mindedness on the part of the judges to 

both parties2036. According to the case law of the European Court of Human Rights2037, the 

impartiality of a tribunal for the purposes of Article 6(1) ECHR is being determined on the 

basis of a subjective and an objective approach: 

- First, according to the subjective approach the personal conviction and behaviour of the 

judge in a given case must be taken into account;

  
2032 Cf. Campbell and Fell v The United Kingdom, ECtHR June 28, 1984, Application No. 7819/77; 7878/77, 
N 79.
2033 Art. 23 EPC.
2034 Art. 5 draft EPLA.
2035 The background for questioning this construction seems to be that some technical boards of the EPO 
rendered judgments that certain stakeholders disliked (cf. Commission hearing back patent litigation deal, 
Managing Intellectual Property News, 1 July 2006, <www.managingip.com>).
2036 Cf. Rädler, 729; 730.
2037 Cf. Wettstein v Switzerland, ECtHR December 21, 2000, Application No. 33958/96, N 42; Thomann v 
Switzerland, ECtHR June 10, 1996, Rep. 1996-III 815, N 30.
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- second, according to the objective approach it must considered whether the court provided

sufficient guarantees excluding any legitimate doubt in this respect.

As to the subjective approach, the personal impartiality of a judge is to be presumed until 

there is proof to the contrary2038. 

With regard to the objective test, it must be determined whether, quite apart from the judge's 

conduct, there are ascertainable facts which may give reason to doubt his impartiality. In this 

respect, even the appearance may be of a certain importance. What is at stake is the 

confidence which the courts in a democratic society must inspire in the public2039. This 

implies that in deciding whether there is a legitimate reason to fear that a particular judge 

lacks impartiality in a given case, the standpoint of the person concerned is important but 

not decisive. What is decisive is whether this concern can be held to be objectively 

justified2040. 

With regard to the concern as to the impartiality of judges who are also members of the EPO 

Boards of Appeal, it is suggested to exclude the latter from such cases that have already 

been dealt with by the EPO Boards of Appeal. It should be noted, however, that the 

European Court of Human Rights held that even if a trial judge has also dealt with a case 

at the pre-trial stage, this could not be held as justifying concerns as to his impartiality on 

its own2041.

The independence and impartiality of the European Patent Court's judges would 

furthermore be safeguarded by several provisions in the draft EPLA and draft Statute. 

Most of them had also been implemented into the Statute of the COPAC2042.

On the one hand, there are the rules with regard to the appointment of the judges2043 and 

their removal from office2044, which should ensure the necessary independence. On the 

other hand, judges of the European Patent Court would not be allowed to pursue any other 

  
2038 Cf. De Cubber v Belgium, ECtHR October 26, 1984, Ser. A No. 86, N 25.
2039 Cf. Castillo Algar v Spain, ECtHR October 28, 1998, Rep. 1998-VIII 3116, N 45.
2040 Cf. Ferrantelli and Santangelo v Italy, ECtHR August 7, 1996, Rep. 1996-III 951-52, N 58.
2041 Cf. Bulut v Austria, ECtHR February 22, 1996, Rep.1996-II, N 33.
2042 Cf. in particular Arts. 2-5 and 11 Protocol on the Statute of the Common Appeal Court.
2043 Cf. §7 B.II.2.d) Appointment of the judges.
2044 Cf. §7 B.II.2.e) End of term of office and removal from Office.
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activities for renumeration - apart from the possibility of also being employed at national 

courts, the EPO Boards of Appeal or national patent offices -, unless otherwise authorised 

by the Executive Committee2045. Providing the Executive Committee with this authority and 

not the Administrative Committee, as it was first proposed2046, further promotes the 

independence of the European Patent Court. The possibility that judges could occupy any 

political or administrative office would be excluded2047. 

Impartiality of the judges should be assured in the European Patent Court by the following

rules:

- First, all judges have to take an oath2048 and face the legal consequences in case they 

would not perform the duties impartially and conscientiously. Being impartial is therefore 

an obligation for each judge appointed to the European Patent Court and not a right2049.

- Second, a judge or "assessor" could not take part in the hearings of any case in which he 

had previously taken part as adviser, acted for one of the parties2050, or was called upon to 

pronounce as a member of a court, tribunal or board of appeal, of a commission of inquiry 

or in any other capacity2051.

As a further substantiation of Article 6(1) ECHR it is made clear in the draft Statute that a 

judge or "assessor"2052 is always deemed biased, if he falls under one of these three 

categories.

But also a judge could feel that he should not sit on a particular case or that the President 

of the responsible court should - due to exceptional circumstances - consider the 

assignment of the case to a different judge. In the latter case, the President would notify 

the judge or "assessor" accordingly2053. The final decision on impartiality would be taken 

  
2045 Art. 6(1) draft Statute.
2046 Cf. Willems, 1st proposal, Art. I.5.3.1.10. 
2047 Art. 6(1) draft Statute.
2048 Art. 5 draft Statute.
2049 Cf. also Wittmann, 365; Walter H.P., Unabhängigkeit, N 9.
2050 Cf. also Villiger, N 417.
2051 Art. 10(1) draft Statute.
2052 The provision on impartiality is also applied to "assessors" as they might partake in the deliberations and 
assist the rapporteur (cf. explanatory notes to Art. 11(1) WPL/SUB 2/02).
2053 Art. 10(2) draft Statute.
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by a panel of the court in which the judge or "assessor" is active without his

participation2054. This would avoid a judge declaring himself as biased too prematurely, as 

a rash conclusion in this regard could also be an infringement of the right to an 

independent and impartial judge2055. The jurisprudence of the European Court of Human 

Rights would certainly be the guideline for such a decision.

It goes without saying that the impartiality question could also be raised by a party of the 

proceedings2056. But, as mentioned earlier, there must be an objectively justified 

apprehension of a judge lacking the necessary impartiality in order for him to be removed

from the panel.

c) Legally and technically qualified judges

The WPL sub-group shared the view2057 that the European Patent Court should comprise 

both legally and technically qualified judges. Initially, it was questioned whether technical 

judges had the necessary procedural expertise2058, not least as regards infringement 

cases, or whether it would be better to appoint experts from the best and most up-to-date 

institutions2059. The WPL agreed to appoint technical judges to the court2060.

In fact, many states2061 had good experiences with the cooperation between technically 

and legally qualified judges on the panel in patent infringement and revocation 

proceedings, as it generally improved speed, quality2062 and efficiency of the 

proceedings2063, and to a certain extent rendered court appointment of experts 

unnecessary2064. It should, however, be noted that many national courts, such as the 

  
2054 Art. 10(4) draft Statute.
2055 Cf. Müller, Grundrechte, 576.
2056 Art. 10(3) draft Statute
2057 Cf. Rau, 242; Sedemund-Treiber, Technischer Richter, 1010; Boval, Remarques, 162; Brinkhof, 
Schlichtung, 603; Landfermann, Diskussionen,115-116; Schade, Regelung, 107; v. Raden, 437; Holzer, 
Proceedings, 211; Gesthuysen, 335-337; König, Richter, 347-349; Beyer.
2058 Cf. Leith, Revision, 251.
2059 Cf. Pagenberg, First Instance, 488.
2060 Cf. also Schade, Protocol, 170.
2061 For an overview cf. Sedemund-Treiber, Technischer Richter, 1007-1008. Cf. also Ryberg, 909-910.
2062 Cf. Vogel, 187; v. Raden, 432; Beyer, 331; Brunner A., 429.
2063 Cf. Rogge, Zuständigkeit, 652; Brunner, Patentnichtigkeit, 26; Sedemund-Treiber, Technischer Richter, 
1008; 1009; Keussen, 214; Holzer, Proceedings, 212; v. Raden, 432, 437.
2064 Cf. Vogel, 186; Gesthuysen, 338.
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courts dealing with patent infringements in Germany2065 or the courts in the 

Netherlands2066 or the United Kingdom2067 render high quality judgment decisions without 

having any technical judges on the bench2068.

A technical judge is a person that is a general expert in a certain technical field2069, a 

professionally technically versed judge2070. Technical members of the EPO Boards of 

Appeal2071, patent attorneys2072 or former patent examiners2073 could, for example, qualify 

for this job. But in order to be appointed to the European Patent Court, a technical judge 

should also have basic expertise in patent law, as it was criticised that not all technical 

judges sitting on panels of national courts could always provide the required legal 

knowledge2074.

The principle function of a technical judge is to translate technical matters to his 

colleagues2075 and to point out possible technical pitfalls2076 in order to ensure that the 

entire panel understands correctly and quickly the relevant technical facts of the case2077.

As a judge he would partake in the decisions of the European Patent Court. The legally 

qualified judges would also have to make sure that the technically qualified judge 

understands possible complicated legal questions at stake2078. The position of the 

technical judge is, then, different from that of an expert2079, who is a specialist in a very 

limited field and who is appointed to answer highly specific technical questions2080. 

  
2065 Cf. §2 C.I Courts of first instance and §2 C.II. Courts of further instance.
2066 Cf. v. Nispen, N 7-11.
2067 Cf. Campbell, N 1-03.
2068 Cf. Stauder, Aspekte, 622-623.
2069 Cf. Vogel, 185.
2070 Cf. Holzer, Representation, 96; Brunner A., 428.
2071 Cf. Keussen, 214.
2072 Cf. Rau, 243; Vogel, 185; Holzer, Representation, 95.
2073 Cf. Sedemund-Treiber, Technischer Richter, 1008; v. Raden, 432.
2074 Cf. Brunner, Patentnichtigkeit, 26; Gramm Werner, Probleme des Rechtsuchenden vor den Gerichten 
des Gewerblichen Rechtsschutzes, 1981 GRUR INT., 465-469, 468.
2075 Cf. Holzer, Representation, 96; cf. however, König, Richter, 347.
2076 Cf. Willems, 3rd proposal, 44.
2077 Cf. Sedemund-Treiber, Technischer Richter, 1008; Brunner, Verwertung, 22.
2078 Vogel, 186-188 stresses that the symbiosis of technicians and jurists on the panel requires that the 
different members have to convince each other of their particular views on the case. This would also imply 
that the technical judges could follow their different view if the legal judges were unable to present 
persuasive arguments.
2079 With regard to the differentiation between judge and expert also cf. Zürcher, N 19.91 to N 19.93.
2080 Cf. Brunner Eugène, Der Sachverständige im Patentprozess aus Schweizerischer Sicht, 1987 GRUR
INT., 481-483, 482; Sedemund-Treiber, Technischer Richter, 1009.
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Therefore, the European Patent Court should be able to appoint experts if this was 

considered necessary.

It goes without saying that the technical judge would have to sit in cases of "his" technical 

field. It would hardly make sense if a biochemist would have to decide on the infringement 

of a patent related to telecommunication technology2081.

The definition of the relevant technical fields to which the technical judges would be 

appointed2082 is still open and will not be an easy task: should too many fields be defined,

the technical judge would become a technical expert as the degree of specialisation would 

increase. However, if few fields were chosen, certain fields would not be dealt with 

sufficiently.

Currently the EPO has 24 technical chambers: seven for mechanics, three for physics, ten 

for chemistry and four for electricity. Such a distinction would, however, go too far for 

normal technical judges sitting in a civil court.

In its proposal for a Community Patent Court the European Commission, therefore,

recommended to classify an "Assistant Rapporteur" into one of seven technical fields in 

order to provide for the necessary technical expertise of a general category:

- inorganic chemistry and materials science,

- organic and polymer chemistry,

- biochemistry and biotechnology,

- general physics,

- mechanical engineering,

- information and communication technology, and

- electrical engineering2083.

  
2081 Cf. also Boval, Remarques, 161; Sedemund-Treiber, Technischer Richter, 1009.
2082 Art. 4(2) draft Statute.
2083 Cf. CP Court proposal, 17
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d) Appointment of the judges

In accordance with equivalent regulations of most international courts2084, the judges of the 

European Patent Court would be appointed on a proposal from the Common Presidium2085

by the Administrative Committee with a simple majority2086, as legally or technically 

qualified judges for a term of six years2087. Members in the Administrative Committee 

would have no right to make proposals. The judges could be re-appointed again on a 

proposal from the Common Presidium2088.

The authority of the Administrative Committee to appoint and re-appoint judges - as well 

as the Registrar2089 - could be problematic with regard to the requirement of Article 6(1) 

ECHR and Article 14(1) CCPR to establish a court which is independent.

As mentioned above2090, the European Court of Human Rights held that the independence 

of a court must be determined based on the manner of appointment of its members and 

their term of office inter alia, the existence of safeguards against outside pressures and the 

question as to whether the body presents an appearance of independence2091. The 

approach of the UN Human Rights Committee is very similar.

It held that independence of the court and impartiality are particularly important with regard 

to the manner in which the judges are appointed, the qualifications for appointment, and 

the duration of their terms, transfer and cessation of functions, as well as their actual 

independence from the executive and the legislative branches2092. Ad hoc appointments 

are problematic with regard to the independence of a court and the term of office2093. 

Abstract periods of terms of office which would ensure the necessary independence of a 

  
2084 Cf. Willems, 1st proposal, 20.
2085 Art. 4(1) draft Statute.
2086 Art. 18(4) draft EPLA.
2087 The same period of office was also suggested for COPAC (cf. Art. 6(2) CP Protocol on Litigation).
2088 Art. 18(2) draft Statute.
2089 Art. 17(3) draft EPLA.
2090 Cf. §7 B.II.2.b) Independence and impartiality of judges with a focus on the proposed possible double 
mandates. 
2091 Cf. Findlay v The United Kingdom, ECtHR February 25, 1997, Rep. 1997-I 281, § 73.
2092 Cf. CCPR General Comment No. 13: Equality before the courts and the right to a fair and public hearing 
by an independent court established by law (Art. 14): 13/04/84; N 3.
2093 Cf. Rädler, 738.
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court can not, however, be set2094. What is important is that the term ensures a certain 

stability2095.

A period of six years as suggested by the WPL seems to serve this goal. It would therefore 

provide a sufficient safeguard for the court's independence, as long as the judge could

only be removed from office2096 during the term in the most exceptional circumstances2097

and as long as a re-appointment was not linked to the jurisprudence of the judge 

concerned.

Any court's independence would seem endangered if politics or the strongly related 

opinion of the public could directly interfere with the jurisprudence and possibly exclude 

certain judges from re-appointment because they rendered controversial judgments2098. 

The judges could no longer enjoy functional independence from the body that nominated 

them2099.

Certainly the law to which any judge is bound2100 could be changed in a way that limits the 

possibilities for its interpretation. But this would have to be done by the legislator. The fact 

that the Administrative Committee could only re-appoint and appoint judges who were 

proposed by the Common Presidium, which would be a court internal unit enjoying judicial 

independence2101, should essentially discard possible concerns about interference in the 

re-appointment2102.

But there could be problems with regard to the independence of the court, especially with 

the proposal for the first appointment of judges.

As mentioned above, the first judges would be appointed by the Administrative Council 

based on proposals made by the governments of the EPLA contracting states2103. At least 

  
2094 Cf. Rädler, 743.
2095 Cf. Matscher, 372.
2096 Cf. §7 B.II.2.e) End of term of office and removal from Office.
2097 Cf. Campbell and Fell v The United Kingdom, ECtHR June 28, 1984, Application No. 7819/77; 7878/77, 
N 80.
2098 Cf. Walter H.P., Unabhängigkeit, N 29 to N 31; cf. also Faller, 87-96.
2099 Cf. Rädler, 740.
2100 Cf. also Guldener, § 1, III., 1.
2101 Art. 5 draft EPLA.
2102 Cf. also Rädler, 740.
2103 Art. 39(1) draft Statute.
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one legally qualified judge or "assessor" and technically judge (or "assessor") from each 

EPLA contracting state would be appointed to the Court of First Instance of the Court of 

Appeal2104. One can, however, hardly argue that a court or certain judges are in general not 

independent or impartial because they have been appointed by representatives from EPLA 

contracting states based on a proposal by one or more governments2105. The question 

rather raises whether such appointments would ensure the necessary quality of the 

court2106.

The appointing decision of a judge would state the court and the fields of technology for 

which a technically qualified judge would be appointed2107. The latter was introduced to 

ensure that technical judges decide upon cases in their field2108. One might, however, 

wonder whether such a provision is really necessary, as it would seem common sense that 

a judge with a chemical background would not sit in a case about electricity.

The initial proposal that judges could be active in both instances was rejected by several 

delegations of the WPL sub-group based on constitutional or other fundamental judicial 

concerns. From a more practical point of view it was, however, agreed that it was 

advantageous to be able to appoint judges for both instances, at least for the court 

system's start-up phase particularly in order to ensure the proper functioning of the court. 

Consequently, it was decided to transfer the provision to the transitional arrangements2109.

Article 40(1) draft Statute provides that during the first seven calendar years after the 

Statute has entered into force, judges could be members of both the Court of First 

Instance and the Court of Appeal at the same time, if this was necessary in order to staff 

the European Patent Court with judges having sufficient experience in patent law. A 

majority of two-thirds of the votes of the represented EPLA contracting states, and voting 

in the Administrative Committee would be required for appointing judges as members of 

both instances. This transitional period could only be extended by unanimous decision2110.

  
2104 Art. 39(2) draft Statute.
2105 Cf. also Matscher, 371; Rädler, 738-740; Villiger, N 417; with regard to political appointments cf. also 
Schier, 252-254.
2106 Cf. also Landfermann, Litigation, 244.
2107 Art. 4(2) draft Statute.
2108 Willems, 1st proposal, 21.
2109 Cf. WPL/SUB 22/01, N 76; WPL/SUB 32/01, N 23 to N 24.
2110 Art. 40(2) draft Statute.
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The provision is consequently elaborated as a safety net if the workload in the initial phase 

would become unmanageable for the court. This situation seems rather unlikely, however, 

as the initial workload of the European Patent Court should be limited2111.

e) End of term and removal from office

The term of office of a judge would be terminated on the last day of the month in which he 

reaches his seventieth birthday, when the period of his appointment ends, if he resigns, if 

he is removed from office, or on his death2112.

The retirement age was chosen rather arbitrarily, but it was fixed relatively high in order to 

expand the pool of possible candidates to be appointed2113. The retirement age could be 

changed by decision of the Administrative Committee. In order to guarantee the necessary 

independence of the judges, any such change would only affect judges appointed for the 

first time after that decision2114.

A judge could not be removed from office during the term of his appointment, unless he no 

longer meets the obligations arising from his office and if the Administrative Committee, on 

a proposal from a three-quarters majority of the Common Presidium, takes a decision to 

that effect2115. The procedure to this end would be initiated by the Executive Committee in 

accordance with the Service Regulations2116.

This rule makes it clear that a judge is in principle not removable from office during his 

term of office and fulfils the requirements of Article 6(1) ECHR as the irremovability of 

judges is considered by the European Court of Human Rights as a necessary corollary of 

the court's independence2117.

  
2111 Cf. §7 B.II.1.a)bb)aaa)ii) Potential reasons that support a common second instance.
2112 Art. 7(1) draft Statute.
2113 Cf. Willems, 3rd proposal, 45.
2114 Art. 7(2) draft Statute.
2115 Art. 8(1) draft Statute.
2116 Art. 8(2) draft Statute.
2117 Cf. Campbell and Fell v The United Kingdom, ECtHR June 28, 1984, Application No. 7819/77; 7878/77, 
N 80.
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f) "Assessor"

A person wishing to become a judge but lacking the necessary experience in patent law 

could be appointed as a so-called "assessor", provided he fulfils the other requirements for 

office2118. The goal of this construction is to provide a system that gives a person a chance 

to gain the required knowledge and serve as a legally or technically qualified judge for the 

court.

There are several training possibilities which can be adapted to the needs of the person to 

be trained: An assessor could, for example, be appointed as a supernumerary member of 

a panel. He could, furthermore, partake in deliberations and could assist the "judge 

rapporteur" (the judge preparing the case for hearing). As a trainee, he would have no vote 

and would be bound to confidentiality regarding the deliberations2119.

The "assessor" system would, thus, make it possible for those EPC contracting states to 

participate in the court and the development of jurisprudence from the beginning, which

are unable to send persons to the European Patent Court directly qualifying as judges2120.

The "assessor" would be appointed to the court by the Administrative Committee on a 

proposal from a government of an EPLA contracting state2121. He could be appointed for a 

term of up to six years. A re-appointment would not be possible. The decision on whether 

the "assessor" could be appointed as a judge would be up for decision to the 

Administrative Committee on a proposal of the Common Presidium. The regular rules on 

the appointment of a judge would also be applicable with regard to "assessors". This 

should guarantee the required quality of the judges and at the same time prevent persons 

from being automatically appointed to the court who have proved in up to six years less 

qualified in patent law. However, it is to be expected that the Common Presidium would 

usually propose an "assessor" to be appointed to the court. The appointment of "assessor" 

would be terminated on the date on which he would be appointed to the European Patent 

  
2118 Art. 9(1) draft Statute.
2119 Art. 9(3) draft Statute.
2120 Cf. Structure paper, 2000 Bijblad bij de Industriële Eigendom, 267; 2000 IIC, 576; 2000 EIPR, S-8. 
2121 Art. 9(2) draft Statute.
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Court as a judge2122.

g) Assignment of the judges to the different divisions of the Court of First Instance

aa) Legally qualified judges

The rules on the assignment of the legally qualified judges to the different divisions are a 

compromise between the initial proposal to chose all the judges from a common pool2123

and have them rotating among the different divisions, and the proposal to establish 

national courts with national judges in first instance.

The WPL sub-group in the end generally shared the opinion that a certain continuity in the 

different divisions would better ensure the predictability of decisions, consistent case law 

and a high standard of quality. It was thus decided that the decision to set up a Regional 

Division would also have to specify the maximum number of legally qualified judges to be 

permanently assigned to it2124. The Presidium of the Court of First Instance would have to 

decide on the exact number of legally qualified judges to be permanently assigned to each 

Regional Division2125 and on the persons to be assigned to the individual division as a 

permanent member2126. The authority of the Presidium of the Court of First Instance to 

decide upon the necessary number of judges to be assigned to a certain Regional Division 

and to assign them to a certain division should ensure the necessary flexibility and the 

impartiality of the judges2127.

As noted above, the assignment would strongly depend on the language skills of the 

judges2128. In addition, it would have to be accepted by the judge concerned 2129. The 

necessary approval of the assignment should be somehow protect the judges from being 

permanently appointed to a Regional Division in which they would not wish to work.

  
2122 Art. 9(2) draft Statute.
2123 Cf. Willems, First instance, 397.
2124 Art. 21(1) draft Statute.
2125 Art. 21(2) draft Statute.
2126 Art. 23(1) draft Statute.
2127 Cf. Willems, 3rd proposal, 48.
2128 Cf. §7 B.II.2.a) Requirements for office.
2129 Art. 23(1) draft Statute.
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It could, however, also involve the risk that not enough judges could be assigned to a 

certain division. It is unclear what the consequences would be if such a scenario became 

reality.

A way out could be the assignment of certain judges to such a division on a case by case 

basis for an interim period, particularly since a permanent assignment to a certain division 

would not exclude that a judge would be also active in a different division from time to 

time. If the number of permanently appointed judges was to be reduced below the original 

number determined in the decision to set up a Regional Division, the Presidium of the 

Court of First Instance would need the approval of the Administrative Committee2130.

The judges not permanently assigned to a certain Regional Division, or not accepting such 

assignment would be permanently assigned to the Central Division.

The exact number of judges to be assigned to the different divisions of the European 

Patent Court would have to be decided on the basis of the most recent workloads of the 

different national courts dealing with European patents. It was estimated that a legally 

qualified judge should be able to deal with about 25 cases per year2131.

As the Court of Appeal would have no Regional Divisions all the judges would be assigned 

to the court.

aaa) Timely limited assignment of legally qualified judges to the Central Division

A coherent organisation can only be build up if the judges communicate with each other 

and feel part of one court. This becomes even more important if a system is built up with 

divisions all over the European continent many kilometres away from each other.

It is thus suggested in the draft Statute that legally qualified judges of Regional Divisions 

could be assigned to the Central Division for a period of at least six months2132. The judge 

would, however, again have to agree to such a decision taken by the Presidium of the 

  
2130 Art. 21(2) draft Statute.
2131 Cf. WPL/4/03, 17.
2132 Art. 25(1) draft Statute.
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Court of First Instance, which would initially have to hear the judges of the Regional 

Division concerned2133.

Whether such an optional approach would attract a sufficient number of judges who would 

be ready to work for half a year for the Central Division, is open to debate. But in any case 

it seems necessary that the judges should regularly meet to exchange views in order to 

create the required common identity of the court. This could further be supported if judges 

were regularly active in several Regional Divisions.

bb) Technically qualified judges

The technically qualified judges would only be active in their respective technical fields. 

The judges are assigned on a case by case basis from a "pool" of technically qualified 

judges. Formally, they would be permanently assigned to the Central Division2134. The 

technical judges would, thus, have to travel regularly among the different Regional 

Divisions2135.

3. Composition of the panels

Towards the end of discussions on the structure of the European Patent Court the 

delegations supported the view that the future European Patent Litigation System should 

use, on the one hand, the experience and expertise of the existing national courts, and, on 

the other hand, guarantee that this expertise would spread to other judges in order to mix 

the different legal cultures and views ensure international unification2136.

One of the essential elements was consequently the agreement on the minimal standard 

to compose the panels of each division internationally with technical and legally qualified 

judges.

  
2133 Art. 25(2) draft Statute.
2134 Art. 23(2) draft Statute.
2135 This would thus also imply travelling expenses, cf. however, Pagenberg, Patent, 538.
2136 Cf. Willems, 3rd proposal, 22.
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The exact number of judges sitting on the panel was, however, left to each Regional 

Division2137, as some delegations insisted on having panels with more than three judges 

whereas the majority wanted small panels for reasons of efficiency and availability of 

judges with the required expertise. Some delegations also wished that costs of the 

composition of the panels should be split up among the EPLA contracting states based on 

the "polluter pays" principle2138. The WPL agreed on the following basic requirements to be 

fulfilled by all divisions:

It goes without saying that the Court of First Instance would sit in panels comprising an 

odd number of judges. At least one of them would have to be a technically qualified, and at 

least two would have to be legally qualified judges. The legally qualified judges would have 

to come from different countries2139.

One of them would have to act as a rapporteur and the one as chairman. There would 

consequently never be the same person preparing the case and acting as chairman, as 

most delegations felt that placing these functions on one person would create an over-

concentration of powers that could question the necessary impartiality of the court2140.

Additionally, the rapporteur should be a legally qualified judge, as the instruction phase of 

a case is of greatest importance in proceedings and thus be great responsibility of that 

person2141. The chairman could, however, appoint another (technical) member as co-

rapporteur at any stage of the proceedings, if the nature of the case required so2142. This 

could be necessary, for example, if complicated technical questions arose during the 

instruction phase and a technical judge would support the legally qualified judge2143. The 

panels would, therefore, be composed of at least three judges, unless the Rules of 

Procedure stated otherwise. The Rules of Procedure could for example allow that a single 

judge could reject clearly inadmissible actions2144. For efficiency reasons, it was decided 

by the WPL that the judge who heard a witness in a provisional hearing could be 

appointed as member of the panel, as he would be probably more familiar with the case.
  

2137 Art. 26(4) draft Statute.
2138 Cf. WPL/SUB 7/03, N 31 to N 32.
2139 Art. 26(1) draft Statute.
2140 Cf. WPL/SUB 22/01, N 62 and N 66. 
2141 Cf. Willems, 3rd proposal, 53.
2142 Art. 26(2) draft Statute.
2143 Cf. Willems, 3rd proposal, 53
2144 Cf. explanatory notes, Art. 26 draft Statute.
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As the Regional Divisions themselves decide about the number of judges sitting on the 

panel, it could also be possible that the legally qualified judges are the minority on the 

panel2145.

Each division of the Court of First instance would have to compose its panels in 

accordance with the rules laid down by the Presidium of the Court2146. This would exclude 

an arbitrary composition of the panels2147. The minimum standard of at least two legally 

qualified judges - each of them from a different state - and one technical judge who 

perform their duties in the designated language(s) of proceedings of the division would be 

the basis for these rules. In addition, the technically qualified judge would have to come 

from the technical field at stake.

The requirement to legally pre-determine the composition of the panel rather than to 

appoint judges on a case by case basis2148 was very important to Germany. The proposed 

provision could, therefore, take into proper account its constitutional principle of "der 

gesetzliche Richter"2149, and make sure that at the beginning of the court year a system 

would be designed2150 which would guarantee the necessary predictability and continuity 

in a panel's composition2151.

The composition of the panels of the Court of Appeal would be realised along the lines of 

the Court of First Instance2152.

  
2145 Cf. Rau, 243 who pleads for a majority of legally qualified judges on the panel in order to guarantee a 
uniform jurisprudence.
2146 Cf. also Basic Principles on the Independence of the Judiciary, adopted by the Seventh UN Congress on 
the Prevention of Crime and the Treatment of Offenders, N 14 which holds that the assignment of cases to 
judges within the court to which they belong is an internal matter of judicial administration.
2147 Art. 26(4) draft Statute.
2148 With regard to possible limits of predetermined systems, cf. Walter H.P., Unabhängigkeit, N 17.
2149 Cf. for example Koch Harald, Rechtsvergleichende Fragen zum „Gesetzlichen Richter", Festschrift für 
Hideo Nakamura zum 70. Geburtstag am 2. März 1996, Heldrich Andreas/Uchida Takeyoshi (eds.), Tokyo 
1996, 281-300; Träger Ernst, Der gesetzliche Richter, Festschrift für Wolfgang Zeidler, Fürst Walther/Herzog 
Roman/Umbach Dieter C. (eds.), Band 1, Berlin et al. 1987, 123-145. Cf. in that regard also the so called 
"Listensystem" of the German "Bundespatentgericht" in Schneider, 150.
2150 Cf. also Casalonga, Le contentieux futur, 257.
2151 Cf. WPL/SUB 22/01, N 65.
2152 Art. 27(1) draft Statute.
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III. Does the structure of the European Patent Judiciary fulfil the obligations under 
general international treaties?

The EPC contracting states and potential contracting states of the EPLA are all parties of 

the Council of Europe and the WTO. The European Patent Judiciary must consequently 

respect the obligations of the Convention for the Protection of Human Rights and 

Fundamental Freedom and the TRIPS Agreement. In addition, all EPC contracting states 

acceded or ratified the International Covenant on Civil and Political Rights of the United 

Nations (CCPR). It will, therefore, also have to be examined whether the EPLA is 

compatible with this agreement.

One could argue that the European Patent Judiciary is not bound by the obligations of 

these international treaties as long as it does not accede to them or to the respective 

organisations. However, as the potential contracting states of the EPLA are bound by it

and as they would transfer their sovereignty rights with regard to the jurisdiction of 

European patent litigation to the European Patent Judiciary and the European Patent 

Court, they would also have to ensure that the judiciary complies with these standards.

1. The Convention for the Protection of Human Rights and Fundamental Freedom and the 

International Covenant on Civil and Political Rights of the United Nations

On the one hand, Article 6(1) ECHR provides inter alia that in the determination of his civil 

rights and obligations, everyone is entitled to a fair and public hearing within a reasonable 

time by an independent and impartial tribunal established by law. On the other hand, 

Article 14 CCPR aims to ensure the proper administration of justice, and to this end 

includes a series of individual rights such as equality before the courts and tribunals and 

the right to a fair and public hearing by a competent, independent and impartial tribunal 

established by law2153. The goal of the two provisions is obviously very similar.

The European Court of Human Rights derived from Article 6(1) ECHR the basic right of 

"access to a court", i.e. the right to judicial proceedings which fulfil all the conditions of 

  
2153 See CCPR General Comment No. 13: Equality before the courts and the right to a fair and public hearing 
by an independent court established by law (Art. 14): 13/04/84; N 1.
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Article 6(1) ECHR2154, including the "right to a court"2155 - the possibility to actually contact 

a court2156 -. However, it neither includes the right to appeal a judgment nor that several 

instances must hear the case2157. Article 14(1) CCPR seems to be less strict and simply 

requires a guaranteed equal access to courts2158.

The provisions' impact on the structure of the European Patent Court is the institutional 

requirement for an independent and impartial tribunal in civil right disputes which is 

established by law.

The European Court of Human Rights has never clearly defined the term "civil rights and 

obligations"2159. Nevertheless, it held that a "civil right" is given if the subject-matter is 

"pecuniary" in nature and the action was founded on an alleged infringement of rights,

which were likewise pecuniary rights2160. According to the court’s case-law, Article 6(1) 

ECHR applies only to "disputes" over "civil rights and obligations" which can be said, at 

least on arguable grounds, to be recognised under domestic law2161. The expression 

"disputes over civil rights and obligations" covers all proceedings the result of which is 

directly decisive for such rights and obligations2162. It may concern both questions of facts

and law. "Dispute" may relate not only to the actual existence of a right but also to its 

scope or the manner in which it may be exercised.

It seems clear that Article 6(1) ECHR also covers patent right disputes2163.

The same can be concluded out of Article 14(1) CCPR which provides that it should be 

applicable in the determination of a persons rights and obligations in a lawsuit. The 

  
2154 Cf. also v. Dijk, 351-353.
2155 Cf. Golder v The United Kingdom, ECtHR February 21, 1975, Series A No. 18, § 35.
2156 Cf. Haefliger/Schürmann, 162.
2157 Cf. Hangartner, 134.
2158 Cf. CCPR General Comment No. 13: Equality before the courts and the right to a fair and public hearing 
by an independent court established by law (Art. 14): 13/04/84, N 3.
2159 Cf. Hangartner, 133; v. Dijk, 351.
2160 Cf. Edition périscope v FR, ECtHR March 26, 1992, Series A No. 234-B, § 40.
2161 Cf. Pudas v Sweden, ECtHR October 27, 1987, No. 125-A, § 30.
2162 Cf. Pudas v Sweden, ECtHR October 27, 1987, No. 125-A, § 31; cf. also v. Dijk, 351-360.
2163 Cf. British-American Tobacco Company Ltd v the Netherlands, ECtHR November 20, 1995, Series A No. 
331 wherein the ECtHR decided that Art. 6(1) ECHR applies if an application for a patent had been rejected 
by the competent national authority. 
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responsible UN Human Rights Committee, furthermore, held that this provision is also 

applicable to all specialised courts2164.

With the term "tribunal established by law", the European Court of Human Rights refers to

bodies with certain common fundamental features, the most important of which are 

independence and impartiality, and the guarantees of judicial procedure2165. Such bodies 

must be established by law, i.e. by a general and abstract provision2166, and have 

jurisdiction with regard to clearly defined civil cases2167.

Very similar are the obligations under Article 14(1) CCPR. The Human Rights Committee 

clarified in that regard that the contracting states should specify constitutional and 

legislative texts which provide for the establishment of the courts2168 and ensure that these

are independent2169, impartial and competent2170.

The organisational structure of the European Patent Jurisdiction as defined in the draft 

EPLA and draft Statute, as well as the clearly defined jurisdiction of the court would fulfil

these basic requirements of the ECHR and CCPR. The requirement on independence and 

impartiality in particular relates to the judges, a point which has already been examined 

above2171.

  
2164 Cf. CCPR General Comment No. 13: Equality before the courts and the right to a fair and public hearing 
by an independent court established by law (Art. 14): 13/04/84; N 4.
2165 Cf. Jacot-Guillarmod, 397.
2166 Cf. Matscher, 368.
2167 Cf. Haefliger/Schürmann, 158; Matscher, 379.
2168 The Human Rights Committee also held that specialised courts can fulfil the required standards (cf.  
CCPR General Comment No. 13: Equality before the courts and the right to a fair and public hearing by an 
independent court established by law (Art. 14): 13/04/84; N 4).
2169 Cf. also Basic Principles on the Independence of the Judiciary, adopted by the Seventh UN Congress on 
the Prevention of Crime and the Treatment of Offenders.
2170 Cf. CCPR General Comment No. 13: Equality before the courts and the right to a fair and public hearing 
by an independent court established by law (Art. 14): 13/04/84; N 3.
2171 Cf. §7 B.II.2.b) Independence and impartiality of judges with a focus on the proposed possible double 
mandates.
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2. TRIPs Agreement

There are several provisions in the TRIPs Agreement which require the possibility of a 

judicial review with regard to judgments on patents2172.

The obligations with regard to the enforcement of IPRs are determined by part III of the 

TRIPs Agreement. The duties are, however, clearly limited to the procedure and 

remedies2173. Generally, the parties must have an opportunity for review by a judicial 

authority of final administrative decisions and, subject to jurisdictional provisions in a WTO 

member's law concerning the importance of a case, of at least the legal aspects of initial 

judicial decisions on the merits of the case2174.

There are no special requirements set by the TRIPs Agreement with regard to the judicial 

organisation and structure2175: According to paragraph 5 of Article 41, the part on 

enforcement of the TRIPs Agreement does not create any obligation to put into place a 

judicial system for the enforcement of IPRs, any different from that for the enforcement of 

law in general. Nor does it create any obligation with respect to the distribution of 

resources between the enforcement of IPRs and the enforcement of law in general.

This provision was in fact one of the stumbling blocks during the negotiations for the TRIPs

Agreement. On the one hand, the necessary resource allocation had to be guaranteed as 

this is often a problem in practice2176. On the other hand, many developing countries 

preferred a provision which took into account their limited capacities2177 and strived to 

avoid having to establish a special system to enforce IPRs2178.

3. Further rights in the Charter of Fundamental Rights of the European Union

a) History and development of the Charter of Fundamental Rights of the European Union

In 1999 it was decided by the EU Council to establish a Charter of Fundamental Rights of 

  
2172 Cf. for example Arts. 31(j) and 32 TRIPs Agreement.
2173 Cf. §6 D.I. Introduction.
2174 Art. 41 (4) TRIPs Agreement.
2175 Cf. Staehelin, 180; Haas F.-W., 154.
2176 Cf. Cottier, 411.
2177 Cf. Dreier, 261; Woolridge, 220. 
2178 Cf. Gervais, N 2.375.
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the European Union including basic procedural rights guaranteed by the European 

Convention for the Protection of Human Rights and Fundamental Freedoms derived from 

the constitutional traditions common to the EU member states2179. In just one year the 

responsible body concluded its work and adopted the draft2180. At the following Nice 

summit in 2000, the draft was solemnly proclaimed2181 and it was declared that the EU 

Council would like to see the charter disseminated as widely as possible amongst the EU's 

citizens. The question of the charter's effect was, however, left open2182. It was therefore

not included into the Nice Treaty.

The reasons were manifold: There were doubts as to the necessity for another human 

rights charter next to the ECHR and fears of substantive2183 and judicial conflicts between 

the ECJ and the European Court of Human Rights2184. In addition, the charter was 

obviously also regarded as a historical step towards a constitutionalist and federalist EU,

which was not supported by all EU member states2185.

It was, nevertheless, questioned as to whether the promulgated charter would still have 

any legal effect2186, and, if so, to what extent. This was not least the case because EU 

institutions made some positive statements in that regard and because several advocate 

generals referred to the charter in some of their opinions in 20012187.

In the following discussions on the Treaty establishing a Constitution for Europe it was 

decided that the Charter of Fundamental Rights as part II in the draft treaty be 

implemented. This political decision seems to imply that the charter had a certain 

relevance2188, but no binding legal effect on the EU member states2189, especially since the 

Treaty establishing a Constitution for Europe had not entered into force.

  
2179 Cf. Presidency Conclusions, Cologne European Council, 3 and 4 June 1999, Annex IV.
2180 Cf. Dagtoglou, 570.
2181 Cf. Stein, 1425; Dagtoglou, 570.
2182 Cf. Presidency Conclusions, Nice European Council, 7 - 10 December 2000, N 2.
2183 Cf. Rengeling, 232-237.
2184 Cf. in that regard also McCrudden, 17-18; Stein, 1428.
2185 Cf. Dagtoglou, 571.
2186 Cf. Dutheil de la Rochère, 3-12; Rengeling, 228; Stein, 1432-1434; cf. also European Commission on the 
Charter of Fundamental Rights of the European Union of the European Union, COM(2000) 559 final.
2187 Cf. Molthagen, 13-14, 17; Dutheil de la Rochère, 5-8; Dagtoglou, 572; McCrudden, 11.
2188 Cf. Molthagen, 16.
2189 The ECJ seemed to refuse to render normative character to the charter, cf. Unión de Pequeños 
Agricultores v EU Council, ECJ July 25, 2002 (case 50/00), N 45, cf. also in that regard Frangakis Nikos, 
Human Rights and European Integration, From the European Convention on Human Rights to the Charter of 
Fundamental Rights of the European Union of the European Union, Mélanges en hommage à Jean-Victor 
Louis, vol. I, Bruxelles 2003, 189-201, 197.
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After the negative referenda in France and the Netherlands on the "Constitution" that 

prevented ints entry into force, it was decided in Lisbon in December 2007 to amend the 

EU and EC treaties by a "Reform Treaty" (Treaty of Lisbon), to unhinge the charter of 

fundamental rights and to make it clear inter alia that it has legally binding force2190. 

Poland and the United Kingdom would, however, only be bound by the charter as far as 

the states have provided for the charter's rights in its national law2191.

b) Impact on the structure of the European Patent Court

First of all, it is important to note that it was declared by the Conference of the 

representatives of the governments of the EU member states in Lisbon2192 that the Charter 

of Fundamental Rights confirms the fundamental rights guaranteed by the ECHR and as

they result from the constitutional traditions common to the EU member states. The 

provision in the charter do consequently not provide for less rights than what are already 

guaranteed by the ECHR. The EU member states also noted that there will be a regular 

dialogue between the ECJ and the European Court of Human Rights2193.

With regard to the structure of a European Patent Court, Article 47 Charter of Fundamental 

Rights will be of special importance. Paragraph 2 stipulates that everyone is entitled to a 

fair and public hearing within a reasonable time by an independent and impartial tribunal 

previously established by law. In contrast to Article 6(1) ECHR the provision seems not to 

be limited to proceedings determining civil rights and obligations2194. Whether it really has 

a broader effect will, however, have to be clarified by the ECJ.

  
2190 Treaty of Lisbon amending the Treaty on European Union and the Treaty establishing the European 
Community, signed at Lisbon, 13.12.2007, Final Act, Declaration concerning the Charter of Fundamental 
Rights of the European Union of the European Union.
2191 Cf. Treaty of Lisbon amending the Treaty on European Union and the Treaty establishing the European 
Community, signed at Lisbon, 13.12.2007, Protocol on the application of the Charter of Fundamental Rights 
of the European Union of the European Union to Poland and the United Kingdom.
2192 Cf. Treaty of Lisbon amending the Treaty on European Union and the Treaty establishing the European 
Community, signed at Lisbon, 13.12.2007, Final Act, Declaration concerning the Charter of Fundamental 
Rights of the European Union of the European Union.
2193 Cf. Treaty of Lisbon amending the Treaty on European Union and the Treaty establishing the European 
Community, signed at Lisbon, 13.12.2007, Final Act, Declaration on Article 6(2) of the Treaty on European 
Union.
2194 Cf. Molthagen, 49.
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C. Excursus: Relationship of the European Patent Litigation Agrement with the 
Hague Convention on Choice of Court Agreements

I. Introduction

In 1992 and after it became clear that the first such convention adopted by the Hague 

Conference on Private International Law2195 would not come into effect2196, the USA 

initiated work on a world-wide convention on the recognition and enforcement of foreign 

judgements in civil and commercial matters. The initiative was inspired by the hope to 

facilitate recognition and enforcement of judgments of US courts abroad2197, and improve 

predictability in enforcement. Recognition and enforcement practice were to be to clarified 

and simplified2198. At the same time, the use of exorbitant jurisdictional grounds against 

persons not domiciled in one of the contracting states of the Lugano and Brussels 

Conventions was seen as problematic from a constitutional point of view2199.

The Hague conference responded positively to the initiative of the US and it was decided 

at the 17th session to place the matter on the agenda for future work by the conference2200.

A special commission prepared in five meetings a preliminary draft for a Hague 

Jurisdiction Convention, which was then presented to a Diplomatic session to be held in 

two parts. The first one was held in June 2001. The differing interests and views, mainly 

between the European states and the US, not least with regard to intellectual property2201,

made it impossible to reach the necessary consensus in due time. It was decided to 

  
2195 The Hague Convention of 1 February 1971, on the Recognition and Enforcement of Foreign Judgements 
in Civil and Commercial Matters; for on overview, cf. Coester-Waltjen Dagmar, Die Anerkennung 
gerichtlicher Entscheidungen in den Haager Übereinkommen, 1993 RABELSZ, 263-302, 284-289.
2196 Cf. Jametti Greiner/Bucher, 58; Walter/Walther, 39.
2197 Cf. Barbosa, 730-731; Hague Conference on Private International Law, U.S. State Department Collects 
Views To Evaluate Hague Treaty Draft, 07/03 WIPR, 21-22, 21. With regard to the recognition of US 
Judgments in Europe cf. Blumer, Jurisdiction, 383-386.
2198 Cf. v. Mehren, 455.
2199 Cf. Jametti Greiner/Bucher, 58; v. Mehren, 454.
2200 Cf. Jametti Greiner/Bucher, 61.
2201 Cf. Kur, Hague; Baumgartner Samuel P., The Proposed Hague Convention on Jurisdiction and Foreign 
Judgments, Tübingen 2003, 6-8; von Mehren Arthur T., The Hague Jurisdiction and Enforcement Convention 
Project Faces an Impasse – A Diagnosis and Guidelines for a Cure, 2000 IPRax, 465-468; Hess Burkhard, 
Steht das geplante weltweite Zuständigkeits- und Vollstreckungsübereinkommen vor dem Aus?, 2000 IPRax 
342-343.
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postpone the second part of the Diplomatic session until a way could be found to address

critical issues and ensuring the succesful conclusion of the negotiations2202.

The discussions that followed showed that for the time being a convention on choice-of-

court clauses seemed to have the highest chances of realisation2203. A proposal prepared 

by an informal working group2204 was finally submitted to the special commission in 

December 20032205. The discussions continued in 2004 until the draft was ready to be 

submitted to a Diplomatic session in June 2005. The new Hague Convention on Choice of 

Court Agreements (HCC) was adopted by the member states of the Hague Conference on 

Private International law on 30 June 20052206.

Although the convention has not yet entered into force, it will be interesting to study what 

the impact of the convention on the EPLA will be.

II. Regulation of the Hague Convention on Choice of Court Agreements

Article 26 HCC deals with the relationship of the convention to other international 

instruments. Paragraph 5 is applicable with regard to treaties which, in relation to a 

specific matter, govern jurisdiction or the recognition or enforcement of judgments. Based 

on this provision, such treaties always prevail over the HCC, regardless of whether they 

were concluded before or after the HCC and even if all states concerned are parties to the 

HCC.

However, this precedence of special treaties over the HCC only applies if the HCC 

contracting state has made a declaration in respect of the treaty concerned. If such a 

  
2202 Cf. McClean David, The Hague Conference’s Judgments Project, Reform and development of private 
international law, Essays in honor of Sir Peter North, Fawcett James (ed.), Oxford 2002, 255-271, 266.
2203 Cf. Preliminary, Doc. No. 8 (corrected) of March 2003, 3; Schulz Andrea, Report on the second meeting 
of the informal working group on the judgment project – January 6-9, 2003, Preliminary Document No. 21 of 
January 2003, 4.
2204 Cf. Schulz, 6.
2205 Cf. Work. Doc. No 49 E, Revised.
2206 For the agreement and its contents cf. Dogauchi Masato/Hartley Trevor C., Explanatory report of the 
Convention of 20 June 2005 on Choice of Court Agreements, Hague Conference on Private International 
Law, <www.hcch.net/upload/expl37e.pdf>. For a summary of the content of the convention in general, cf. 
Schulz; and with a special eye on IP rights cf. Luginbühl Stefan/Wollgast Heike, Das neue Haager 
Überreinkommen über Gerichtsstandsvereinbarungen: Aussichten für das Geistige Eigentum, GRUR Int. 
2006, 208-220; Buri Ueli, Haager Konferenz für Internationales Privatrecht: (Haager-)Übereinkommen vom 
30. Juni 2005 betreffend Gerichtsstandsvereinbarungen, 2006 sic!, 301-304.
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declaration has been made, other contracting states will "not be obliged to apply the 

convention to that specific matter in respect of any inconsistency, where an exclusive 

choice of court agreement designates the courts, or one or more specific courts, of the 

[HCC] contracting state that has made the declaration"2207.

By virtue of this rule, the EPLA would prevail over the HCC. The precedence of the EPLA, 

as with any other treaty on special matters, is welcomed as it lays down more precise rules 

and provides for very specific solutions which serve the users of the patent system.

With EPLA precedence, the European Patent Court as a chosen court in a choice of court 

agreement could not only give a judgment on an infringement action of a European patent 

that involves no breach of a contract, but could also decide on a counterclaim for 

revocation of the patent2208. This would not be possible if the HCC prevailed, as choice of 

court agreements directed to both such actions are excluded from the scope of the 

convention2209.

D. Conclusion with regard to proposed structure of the European Patent Court and 

its influence on creating a uniform jurisprudence, solving the problems of forum 
shopping, and avoiding multiple litigation

The sub-group of the Working Party on Litigation had intensive discussions as to how to 

possibly ensure a uniform jurisprudence. It became quickly apparent that the qualification 

of the judges and their way of cooperation would be decisive. The group therefore agreed 

upon a system in which the existent functioning structures would basically be transferred 

to a European system. It added some elements which should ensure that national courts 

would not just become European courts over night, but that quality would be ensured by 

establishing Regional Divisions which would be composed of judges with sufficient 

knowledge and expertise in patent litigation and that a true mixture of views and legal 

traditions would lead to a unification of the existing different jurisprudences in Europe.

  
2207 Art. 26(5) HCC.
2208 Art. 41(1)(d) draft EPLA.
2209 Art. 2(2)(n) HCC.
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Under the proposed European patent litigation system judges are encouraged to 

communicate, co-operate with each other. They will have to depart from their own legal 

systems and policy environment and find ways to bring together divergent views in an 

objective way and within the borders of the law set by the legislator. The crucial element 

would be the international composition of the court panels. But just as important will be the 

representation of the different European legal cultures on the panel. This could prevent 

judges in the Court of First Instance from sticking to national views, possibly resulting in 

diverging results of the panels or divisions in similar matters at stake. The judges would 

thus also have to communicate among the different divisions. In any case, they will be fully 

aware of their responsibility to reach a congruent jurisprudence and a uniform 

interpretation of European patent law.

Possible differences in the jurisprudence of the Regional Divisions of the Court of First 

Instance would be eliminated by the Courts of Appeal. It is, however, unlikely that those 

differences would be more significant than they are today in big European countries 

among courts sharing the jurisdiction or in countries with different traditions. 

The unification would not only be limited to European patent litigation in the states 

participating in the EPLA. On the one hand, the jurisprudence would also have an impact 

on national patent law as the judges of the European Patent Court could simultaneously 

work in national courts or in patent offices. They could bring "European thinking" to the 

national courts. In addition, it would enable the states in which courts are rather 

inexperienced in patent litigation to gain expertise2210. But the EPLA would also have a 

harmonisation effect outside the EPLA area, as judges from non-EPLA states could 

possibly be appointed to the court. This construction would probably have a more positive 

effect on the unification of jurisprudence than the proposed Facultative Advisory 

Council2211, wich national courts could ask for non-binding opinions on questions of law. 

The fact that judges from EPC contracting states - which are not necessarily EPLA 

contracting states - could participate in the court, could motivate these states to join the 

EPLA later on. It would be an appropriate développement à deux vitesse of the European 

  
2210 Cf. Assessment of the impact of the European patent litigation agreement (EPLA) on litigation of
European patents, EPO acting as secretariat of the Working Party on Litigation, February 2006, 8, available 
at <www.epo.org/patents/law/legislative-initiatives/epla/assessment.html>.
2211 Cf. §6 C.III.3. Can the Facultative Advisory Council unify the jurisprudence?.
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patent system2212 towards a uniform interpretation of European patent law.

Nevertheless, multiple litigation concerning European patents and the problems with 

regard to forum shopping2213 can not be entirely solved by the EPLA, as long as it is 

optional and applicable only on some of the EPC contracting states. However, if France, 

Germany, the United Kingdom and the Netherlands joined the EPLA, the vast majority of 

litigation concerning European patents today would be transferred to that court2214.

Furthermore, the EPLA could work as a catalyst for an EU-wide solution2215 after non-

EPLA states are convinced of its advantages.

Another advantage of the optional approach is that European states that are ready for 

further harmonisation and unification can take the next step and test the system while

discussions among the EU member states and the exploration of EU specific solutions are 

in progress. It is clearly more promising to proceed with a comprehensive solution among 

the interested states than involving all EPC contracting states (or EU member states) and

risk that no instrument or a weak instrument is put in place that would no longer fulfil the 

expectations for a high quality court ensuring a uniform interpretation of European patent 

law and promoting legal certainty.

Inside the EPLA area the problems related to multiple litigation and cross-border 

jurisprudence could certainly be avoided. The problems related to forum shopping, 

however, could still exist as long as the different divisions of the Court of First Instance are 

not all arranged in the same way. There will consequently be some kind of competition 

among the divisions.

On the one hand, not all divisions would provide for the same languages of proceedings. 

On the other hand, judges would develop their own certain way of handling a case, as they 

do in any national court. As the judges would be permanently assigned to a certain 

division, the plaintiff might want to choose one or the other divisions to deliberate upon his 
  

2212 Cf. Grossenbacher, 141-144.
2213 Cf. Oser, 531; 540.
2214 Cf. Assessment of the impact of the European patent litigation agreement (EPLA) on litigation of 
European patents, EPO acting as secretariat of the Working Party on Litigation, February 2006, Annex 1, N 
2, available at <www.epo.org/patents/law/legislative-initiatives/epla/assessment.html>.
2215 Cf. also Charles, 520.
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case. These issues will, however, have no impact on the establishment of a unified 

jurisprudence.

The proposed European Patent Court and its structure would solve a great part of the 

current problems with regard to litigation of European patents. An important factor will, 

however, also be the creation of rules that provide for efficient and cost effective 

procedures before the court2216.

E. Alternative ways forward with regard to the basic structure of the European 

Patent Court

I. The creation of a community jurisdiction for European and Community patents

One alternative on a possible way forward with regard to the creation of a European patent 

jurisdictional system was outlined by France2217 and was included in the Communication 

on the enhancement of the patent system in Europe as option two2218: The creation of a 

community jurisdiction for both European and Community patents.

The goal of this proposal would be to set up a unified court structure which would have the 

competence to deal with litigation on both European and future Community patents. It 

would be necessary to create a specific Community jurisdiction making use of the 

jurisdictional arrangements in the EC Treaty. The EU member states and other EPC 

contracting states interested in joining the system would confer competence on the 

Community judicature over European patents by way of an international agreement. Such 

transfer of jurisdiction should guarantee respect of the principles of the Community legal 

order in litigation relating to the validity and infringement of European patents and future 

Community patents.

  
2216 See also principles relating to the rules of procedure of the European court as approved by the European 
patent judges, Second Venice Resolution, 4 November 2006, available at 
<http://www.eplaw.org/Resolutions.asp> and 2007 IIC, 826-833. See also Feldges Joachim, Die 
Durchsetzung von Patenten in europäischen Streitigkeiten, Festschrift für Tilman Schilling, Grosch 
Marcus/Ullmann Eike (eds.), Köln et al. 2007, 111-123, 114-123.
2217 France: Why we oppose the EPLA, Managing Intellectual Property News, 1 January 2007, 
<www.managingip.com>; Entretiens avec Marc Guillaume et Jean-Claude Magendie, Gazette du palais, 
mercredi 20, jeudi 21 décembre 2006; Pagenberg, Another, 810.
2218 Cf. §7 A.III. The third phase.
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The first instance court - established on the basis of Article 225a EC Treaty - would be 

composed of specialised divisions, using national structures. The ECJ Court of First 

Instance would act as the appeal instance. There should be uniform rules of procedure

and the Community judges should apply Community law and the EPC.

1. Analysis

The current proposal is only available in a broad outline2219 but it is highly questionable as 

to whether Articles 225a and 229a EC Treaty could be used as the legal basis for the 

creation of Community Patent Court dealing with European patents2220. It is clear that 

Article 225a EC Treaty was not included in the EC Treaty in order to provide the ECJ with 

new competences. A revision of the EC Treaty would be necessary in order to realise this 

proposal. However, at the Brussels European Council of 21/22 June 2007, it was decided 

that Article 229a (the extension of ECJ jurisdiction on disputes relating to European 

intellectual property rights) would remain unchanged in the new Treaty of Lisbon2221.

Additionally, it is unclear whether EU member states could transfer souvereignty rights to 

the EC by means of an international agreement, i.e. outside the ordinary Community treaty 

framework and provide the ECJ with additional tasks not foreseen in the EC Treaty2222, 

such as to deal with disputes on European patents between private parties. This could be 

qualified as a circumvention of the rights and obligations of the Community treaties.

One might also wonder whether there would be the necessary political will of EU member 

states for such an approach so short after a negative decision of the Council to transfer 

additional competence to the EC.

  
2219 Cf. also Pagenberg, Another, 810-811; 819.
2220 Cf. Structural provisions in the draft Community Patent Regulation and the related draft proposals, legal 
basis.
2221 Cf. Council of the European Union, Brussels European Council, 21/22 June 2007, Presidency 
Conclusions, Doc. 11177/1/07, Rev. 1, 22.
2222 See Lenaerts, who makes it clear that by virtue of the principle of conferred or attributed competences, 
the ECJ exercises only the jurisdiction conferred on it by the Treaties (Lenaerts Koen, The rule of law and 
the coherence of the judicial system of the European Union, 2007 CML REV., 1625-1659, 1625).
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EU member states obviously were also concerned that procedures under the heading of 

the ECJ would turn out to be inefficient and inadequate. It was furthermore questioned

whether it would be possible to appoint technically educated judges with no full legal 

qualifications2223.

II. "Integrated approach"

Based on the fact that the EPLA is discussed within the EU implies that EC has some 

competence in the area covered by the EPLA2224. This understanding seems to be correct 

as the EPLA includes measures also covered in the Enforcement Directive. It is 

consequently necessary to provide the EC with a mandate to enter into negotiations on the 

EPLA2225. However, neither the EPLA option nor option two are supported by the 

necessary majority of EU member states2226.

In order to reach a possible compromise, the European Commission offered an outline of a 

third option2227: The integrated approached combined features of both the EPLA and a

Community patent jurisdiction.

The principle goal would be to establish a patent litigation system which would not require 

a separate jurisdiction for future Community patents - as the European Patent Court 

established under the EPLA would only deal with litigation concerning European patents.

  
2223 Communication from the Commission to the European Parliament and the Council of 3.4.2007 -
Enhancing the patent system in Europe, COM(2007) 165 final, 10.
2224 Cf. also Fröhlinger, 82.
2225 Tilmann takes the view that the mixed competence with regard to negotiations on the EPLA implies an 
accession of the EC to the EPC (Tilmann, Neue, 825). However, such an accession is not necessary as the 
EPLA would be a self-contained agreement which would not change the existing structures and powers of 
the European patent granting system, as governed by the EPC. Furthermore, the scope of current 
Community legislation in the patent field affecting the grant phase (for example the Directive 98/44/EC of the 
European Parliament and of the Council of 6 July 1998 on the legal protection of biotechnological inventions, 
1998 O.J. EC, L 213, 30 July 1998) is limited (cf. also Liedl, 313).
2226 It was also suggested to delete all provisions in the EPLA which might be considered inimical to the 
uniform application of Community rules in order to resolve the impass (cf. Arnull/Jacob, 214.) 
2227 Communication from the Commission to the European Parliament and the Council of 3.4.2007 -
Enhancing the patent system in Europe, COM(2007) 165 final, 10-11.
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The Commission suggested that a system under the "integrated approach" would be 

strongly inspired by the EPLA model, in particular as regards the specific characteristics of 

patent litigation, but would allow for harmonious integration in the Community jurisdiction:

- A limited number of first instance chambers as an integrated part of a single jurisdictional 

system and centralised appeal court working under common rules of procedure;

- the creation of a registry allocating cases to the different chambers on the basis of clearly 

defined and transparent rules;

- the patent jurisdiction should comprise both legally and technically qualified judges, who 

should enjoy full judicial independence;

- the patent jurisdiction must respect the ECJ as the final arbiter in matters of EU law, 

including questions related to the acquis communautaire and to the validity of future 

Community patents.

This option of the European Commission's communication is currently being intensively 

discussed within the European Union.

1. Analysis

The final option does not reach far beyond a general list of principles and implies a mere 

repetition of the discussions on principles already elaborated within the EU on the 

Community patent jurisdiction and within the Working Party on Litigation on the EPLA. The 

differences of this option to the proposal for an EPLA as such are not very clear2228 but the 

suggested structure of the EPLA would quite obviously serve as basis for the compromise 

solution. One might wonder, however, whether the states interested in a litigation system 

under the EPLA would want to take the EPLA model as a starting point for negotiations 

within the EU. For many of them the EPLA will already be a compromise solution providing

the borderline of which is politically and substantially acceptable. It will be difficult to 

  
2228 Cf. also Pagenberg, Another, 812.
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defend this borderline as all EU member states with all kind of different interests are 

involved in these negotiations.

III. Conclusion and possible way forward

Options two and three of the Communication are adressing one issue which should 

obviously be avoided: The creation of two patent jurisdiction systems, one dealing with 

European patents and another one dealing with community patents.

The European Commission suggests the creation of a system allowing for harmonious 

integration in the Community jurisdiction. Scordamaglia stresses that the Commission's 

view on such integration would clearly be different from the simple creation of a judicial 

panel within the ECJ Court of First Instance 2229. It would have to respect the ECJ as the 

final arbiter in matters of EU law, including questions related to the acquis communautaire

and to the validity of future Community patents.

It seems clear that a system should be created which solves the current problems, i.e. the 

problems with regard to European patent litigation. The fastest way forward would clearly 

be the realisation of the EPLA, if necessary with certain changes. Only an optional system, 

which may be set in motion by a limited number of interested states, could be implemented 

in a medium or short term. If all EU member states accepted to join the EPLA, it could very 

much also have been possible to reach agreement on the Community patent2230.

However, it seems that the EPLA could not be realised by way of enhanced 

cooperation2231, as it was suggested2232. Such cooperation is only possible in areas 

referred to in the EC Treaty provided it remains within the limits of powers of the Union2233. 

However, in particular the second option of the communication makes it clear that the EC 

has no powers with regard to litigation concerning European patents.

  
2229 Cf. Scordamaglia Vincenzo, Contribution au débat sur le système de résolution des litiges en matière de 
brevets en Europe, 2007 juillet/août propr. industr., 8-12, 10.
2230 Cf. also Ullrich, National, 21.
2231 Cf. Arts. 11 and 11a EC Treaty; Arts. 43-45 EU Treaty; see also Schneider, 323-325.
2232 Cf. Willems, Trojan Horse, 336-337; Tilmann, Neue, 825.
2233 Art. 11(1) EC Treaty, Art. 43(d) EU Treaty. This will remain unchanged with the revised EC Treaty (in 
the future "Treaty on the Functioning of the European Union" (cf. new Art. 280D(1)).



333

Furthermore, for the time being, full integration of the EPLA into the Community 

jurisdictional system is not a workable solution due to the inherent tension between the 

European bundle patent which is based on an Intergovernmental treaty and the 

Community framework.

The EPO in a brainstorming exercise developed an informal proposal on a possible way 

forward which takes into account the concerns leading to options two and three: The so-

called "Transfer Solution".

The proposal includes the creation of three basic instruments to be negotiated between 

interested EPC contracting states and the European Commission:

- "The EPLA as it is";

- "Protocol on compliance with the Community legal order";

- "Protocol on Transfer".

To enter into force, all instruments would be subjected to accession by the European 

Community, and ratified by the EPLA contracting states.

The "Protocol on compliance with the Community legal order" would reinforce the existing 

guarantees in the draft EPLA regarding compliance with the Community legal order, i.e. 

the supremacy of Community law2234, requests for preliminary rulings of the ECJ2235, the 

binding effect of ECJ case law on the EPLA court2236 and a fast-track revision of the EPLA 

with a view to align it with new Community legislation2237.

By the new "Protocol on Transfer", the EPLA contracting states would commit themselves 

to transfer the EPLA court into the future Community patent litigation system to be 

established on the basis of the EC Treaty. The task entrusted by the EPLA contracting 

states to the EPLA court, i.e. the litigation of European patents, should be taken over by 
  

2234 Articles 38 and 39 draft EPLA.
2235 Article 40(1) draft EPLA.
2236 Article 40(2) draft EPLA.
2237 Cf. Article 33 (1)b) EPC.
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the Community patent court, once it was established. The EPLA court would consequently 

cease to exist as a separate court but would deal with European patent litigation as an 

integrated part of the Community patent court.

The desire for quickly establishing a European patent court dealing with the many 

European patents granted to date could consequently be reconciled with the desire to 

prepare for the long term "communitarisation" of patent litigation in Europe. Additionally, 

the creation of the Community patent and the Community patent court as a final goal is 

made explicit by setting up the EPLA court. Furthermore, a period of transition is provided 

for, during which the EPLA court could gather experience so that an experienced court 

would be available as soon as Community patents were granted.

It is a clear that also this approach would require a revision of the EC Treaty in order to 

provide the ECJ with the authority to deal with European patents. A possible change could 

be realised together with the necessary ratification related to the creation of the community 

patent court based on Articles 225a and 229a EC Treaty.
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§8 THE COMMUNITY PATENT COURT BASED ON THE PROPOSALS FOR A 
COMMUNITY PATENT REGULATION AND RELATED INSTRUMENTS

A. History and development

The lack of success in realising a Community patent with the CPC2238 left a remarkable 

gap in the European patent system and the single market for the Community2239. The 

European Commission therefore took a new initiative to create a Community patent.

On the one hand, intellectual property had, in the mean time, become an internal 

economic policy issue because of the adoption of the TRIPs Agreement, and on the other 

hand, it was re-discovered as an instrument of innovation policy2240.

In the action plan for innovation in Europe in 1996, the Commission announced that it 

would prepare a Green Paper in 1997 on the issue of the Community patent and the 

patent system in Europe. The European Commission had already at that time made it 

clear that the CPC was no longer relevant to the changing requirements and the 

construction of Europe2241.

Similar the history of the EPLA, this new approach for a Community patent could be split 

into three periods, the last one also with an open end.

I. The first phase

The European Commission published the Green Paper with a questionnaire on the 

European patent system only half a year after its announcement2242.

The paper had the objective to outline the situation concerning the protection of innovation 

by the patent system in the Community and to examine whether new measures would be 

  
2238 §1 C. The Intergovernmental Conference of 1989 and 1991.
2239 Cf. Leardini, 324; 325-326.
2240 Cf. Ullrich, Integrating, 10.
2241 Cf. The First action Plan for Innovation in Europe of 20.11.1996, COM(1996) 589 final, 34.
2242 Cf. CP Green Paper.
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necessary, and what these new measures could involve and what form they could take2243. 

The final goal of the Commission was to gather information on the actual needs of the 

interested circles by way of a comprehensive survey, not least find out the standpoint of 

the member states and assess whether a new Community initiative could successfully be 

concluded2244.

First, it asked whether the CPC should be converted to a Community Regulation, since it 

had become clear that the Community was competent to take action in the field of patents 

if that would contribute to the achievement of one of the objectives of the EC Treaty, i.e.

either the free movement of goods or a system ensuring that competition was not 

distorted2245. Additionally, it prompted stakeholders to give their views with regard to the 

translation requirements of the CPC2246 and the related high costs. But it certainly also 

wanted to tackle the disadvantages of the CPC judicial arrangements2247. The European 

Commission made clear, however, that it would not be possible to create new courts under 

legal arrangements not covered by the EC Treaty. The setting up of a COPAC would 

therefore be excluded2248.

Two proposals were considered in the Green Paper:

- First, the jurisdiction with regard to counterclaims for revocation of Community patents 

would be transferred to the exclusive jurisdiction of a new revocation division to be set up 

within the EPO. The national courts would have had jurisdiction with regard to infringement 

actions, actions for a declaration of non-infringement and all actions in respect of the use 

made of the invention prior to publication of the mention of the grant of the Community 

patent2249. In case of a revocation action during infringement proceedings, the national 

court would have to stay proceedings until the EPO's revocation division would have 

decided up on the revocation. Appeals against the decision by the revocation divisions 

could be brought before the ECJ Court of First Instance.

  
2243 Cf. CP Green Paper, 4.
2244 Cf. Leardini, 325.
2245 Cf. CP Green Paper, 3.
2246 Cf. §1 E.III. The language provisions.
2247 Cf. §1 E.II. The jurisdictional arrangements.
2248 Cf. CP Green Paper, 12.
2249 Cf. CP Green Paper, 10.
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This proposal would be a simple nullity solution2250, i.e. there would only be the jurisdiction 

with regard to nullity of Community patents at the Community level. Infringement 

proceedings would be regulated at the national level. Revocation and infringement 

proceedings would then again be separated2251. This was, however, one of the reasons 

why the CPC 1975 litigation proceedings were criticised as being inefficient2252. But there 

was also some reaction, particularly from Germany who supported the proposal2253

because it strongly resembled the system of split proceedings at the national level2254.

It was also discussed as to whether the EPO Opposition Divisions should be maintained if 

a division for revocations was created. Furthermore, it was requested that such a 

revocation division would be staffed by judges as it would be doing judicial work2255. 

The proposal by the European Commission made it clear that it intended to integrate the 

EPO into the EU structures2256, as it also held that

"questions to do with the validity and revocation of Community patents could no longer be decided by 

national courts, but only by bodies operating at the Community level"2257. 

- Second, a national court to which an action for infringement had been brought could also 

decide on a counterclaim for revocation. Its decision on the counterclaim would, however, 

affect the Community patent only in the EU member state in which the court was located. 

An exception could be considered in cases in which an action for infringement was brought 

before a court in the EU member state of the alleged infringer's domicile and related to 

infringements in another member state2258.

  
2250 Cf. Sedemund-Treiber, Strukturen, 122.
2251 Cf. also Tilmann, Patentschutzsystem, 325-326.
2252 Cf. §1 D.I. Aims and development.
2253 Cf. Tilmann, Patentschutzsystem, 327; Deutsche Vereinigung für gewerblichen Rechtsschutz und 
Urheberrecht (GRUR), Stellungnahme zum Grünbuch der EU-Kommission zum Gemeinschaftspatent und 
Patentschutzsystem in Deutschland, GRUR 1998, 120.
2254 Cf. §2 C.I.1. Split proceedings ("bifurcation").
2255 Cf. Willems, Blueprint, 10.
2256 Cf. also Schäfers, Anmerkungen, 821-822.
2257 See CP Green Paper, 11.
2258 Cf. CP Green Paper, 12.
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This approach was closer to the final CPC construction2259. The limited effect of a 

revocation decision of a national court would have tackled one of the strongest points of 

critique with regard to the CPC judicial arrangements and would have been a compromise 

for the lacking common appeal court2260. However, it could have led to a Community 

patent which would have had effect only in some of the member states. This approach 

would consequently speak against the essential feature of a patent with a unitary character 

and an equal effect throughout the territory of the Community2261.

The results of the survey2262 showed support for the creation of a Community patent 

alongside the existing European and national patent. However, the cost and judicial 

arrangements of a Community patent would have to be attractive.

With regard to the judicial arrangements the answers went beyond the two proposals 

made by the European Commission2263: There was roughly an equal split between the 

wish for a common EU court at first instance and nationally designated Community patent 

courts at the national level. Emphasis was put on having judges who were experienced in 

patent matters. There was also an overall agreement that validity and infringement should 

be litigated in the same proceedings - thus excluding the EPO in the revocation procedure

- and that there should be a common court of appeal of first instance decisions, possibly 

established within the ECJ Court of First Instance. Some stakeholders also suggested a 

further appeal to the European Court of Justice limited, however, to questions of law.

The survey, furthermore, underlined that the Community patent should be unitary, i.e. that 

a court decision on the revocation of a Community patent should have a Community-wide 

effect.

With regard to the translations, the majority of the responses were of the opinion that there 

should either be no translation or only a limited translation.

  
2259 Cf. CP Green Paper, 12.
2260 Cf. critics of Sedemund-Treiber, Strukturen, 123.
2261 Cf. Schneider, 227.
2262 Cf. CA/117/98 (Report on responses to the European Commission Green Paper on Promoting 
Innovation Through Patents).
2263 Cf. Straus, Glimmer, 421.
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Most stakeholders were not interested in what institutional means would be used in 

realising the Community patent, and it seemed that associating the EPO more closely with 

the EU was generally regarded favourably2264.

Following the consultation process of the Green Paper,which included a hearing of the 

users of the patent system and a meeting of experts from the EU member states2265, the 

European Commission issued a follow-up with a communication paper in early 19992266. It 

declared the Community patent as a new priority that should be introduced in the form of a 

Community Regulation based on Article 308 EC Treaty2267.

The approach to create an EC Regulation was not least taken because the CPC would, as 

an international agreement, not be subject to control and amendment by normal 

Community legal mechanism2268. The European Commission had already stressed at 

earlier occasions that the creation of such a regulation would need unanimity in the 

Council2269. 

The Commission furthermore declared that the nature of the Community patent must be 

unitary, and that the Community patent must be affordable, guarantee legal certainty and 

coexist with the existing patent systems2270. With regard to the judicial arrangements it 

suggested to reduce as much as possible the number of national courts competent to deal 

with the issues of infringement and validity, as well as provisional injunctions valid across 

the entire Community. The best solution would be to entrust competence with regard to 

Community patents to one court per member state.

In an action plan the European Commission announced that it would present a draft 

Regulation aimed at creating a Community patent2271. At the famous European Council in 

Lisbon on 23 and 24 March 2000, the Council and the Commission, together with the 

  
2264 Cf. CA/117/98, 2-3.
2265 Cf. Söderholm, 2.
2266 Cf. Promoting innovation through patents - The follow-up to the Green Paper on the Community Patent 
and the Patent System in Europe of 5.12.1999, COM(1999) 42 final.
2267 Ex Art. 235 EC Treaty.
2268 Cf. Bossung, Return, 304; Armitage, Policy, 556.
2269 Cf. CP Green Paper, 3.
2270 Cf. Promoting innovation through patents - The follow-up to the Green Paper on the Community Patent 
and the Patent System in Europe of 5.12.1999, COM(1999) 42 final, 9.
2271 Cf. Promoting innovation through patents - The follow-up to the Green Paper on the Community Patent 
and the Patent System in Europe of 5.12.1999, COM(1999) 42 final, 10-12.
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member states where appropriate, were asked to ensure that a Community patent would 

be available by the end of 20012272.

II. The second phase

On 1 August 2000 the European Commission presented a draft proposal for a Regulation 

on the Community Patent2273 which was regarded as daring but attractive2274.

As the Commission called it, the main thrust of the proposal was the creation of a 

"symbiosis" between the EPC and the Regulation2275. The EC should have to inter alia2276

accede to the EPC2277. The Community patent would coexist with the European and the 

national patents.

It was emphasised that the Community patent would be a new instrument which was 

unitary in nature, i.e. that it would have the same effect throughout the territory of the EU, 

and that it would be autonomous, i.e. that it would be governed by Community law and 

general principles of law2278.

It was then suggested that the Community patent would be, in principle, granted by the 

EPO on the basis of the EPC but that special provisions applicable to Community patents 

would be implemented into the EPC2279. Part IX of the EPC which was created as an 

interface between the EPC and CPC was therefore no longer in line with the EU's latest 

suggestions and the EPC would have to be revised accordingly. A revision would, 

however, also be necessary because the EC would have to accede to the EPC2280. 

  
2272 Cf. Presidency Conclusions, Lisbon European Council, 23 and 24 March 2000, N 13.
2273 Cf. CP Regulation proposal.
2274 Cf. Willems, Ways, 194.
2275 Cf. CP Regulation proposal, 6.
2276 Cf. Fawcett D., 19, with regard to the further effects of the "symbiosis".
2277 Cf. CP Regulation proposal, 7. With regard to the effects and problems related to that accession, cf. 
Ullrich, Integrating, 42-49.
2278 Cf. Söderholm, 3.
2279 A detailed proposal was published in the Commission staff working paper - A Community policy for the 
realisation of the Community patent in the context of a revision of the European Patent Convention of 
7.5.2001, SEC (2001) 744.
2280 Cf. Nooteboom, 569.
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In order to create a cost effective Community patent, the Commission proposed a rather 

radical2281 but certainly pragmatic approach with regard to the translation requirements2282:

The patent documents would have to be translated into one of the EPO's three working 

languages, and the claims into the other two.

For the judicial arrangements it was, in summary, proposed to create a centralized two-

instance "Community Intellectual Property Court" that would apply its own rules of 

procedure and have the authority to grant provisional measures, determine penalties and 

award damages2283.

The proposal for a first instance community court seemed rather surprising after the initial 

remarks in the Green Paper. However, in the framework of the discussions for institutional 

reforms with a view to the upcoming enlargement of the Community by twelve states the 

ECJ proposed to create a community court specialised in intellectual property, thus, easing 

the burden of the court2284. This proposal was supported by the European Commission2285. 

It resulted inter alia in the new Articles 225a and 229a EC Treaty at the Nice summit.

The proposed competences of the "Community Intellectual Property Court" were clearly 

influenced by the outcome of the negotiations for an EPLA. The jurisdiction of the court 

would be exclusive with regard to infringement and validity questions, actions relating to 

the use of the patent or to the right based on prior use of the patent, requests for limitation 

or applications for a declaration of lapse and claims for damages2286. The Community 

patent would, however, not be subject to actions in respect of potential infringement2287.

  
2281 Cf. Kolle, Europe, 50.
2282 Cf. Söderholm, 4.
2283 Cf. CP Regulation proposal, 13; Arts. 42-44 CP Regulation proposal.
2284 Cf. Scordamaglia, Perspectives, 114; cf. also Lipp, 2659.
2285 Cf. Additional Commission contribution to the Intergovernmenal Conference on institutional reform, 
Reform of the Community courts of 1.3.2000, COM(2000) 109 final, 8; CP Regulation proposal, 16-17; cf. 
also Cole, 221.
2286 Cf. CP Regulation proposal, Arts. 30-38.
2287 Cf. CP Regulation proposal, Art. 30(2).
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The proposals triggered criticism and intense discussions in the EU and in the European 

Patent Organisation. The Internal Market Council - later called "Council (Competitiveness)" 

- finally agreed on the common approach of 31 May 20012288.

What was quite clear in the common approach was that the national patent offices would 

have an important role with regard to Community patents, going as far as being allowed to 

carry out searches2289.

Concerning languages, the declaration was less clear: The Community patent system 

should be based inter alia on the principle of non-discrimination. This seemed to exclude 

the implementation of the Commission's proposal for a simple, three language regime2290.

With regard to the judicial arrangements it was agreed that the Community patent should 

be litigated before a specialised court of the ECJ Court of First Instance based on Article 

225a EC Treaty. Due account should be taken of cost effectiveness, demand, local 

language, proximity to users and use of existing infrastructure and expertise. Appeals 

should be heard by the ECJ Court of First Instance. The influence of the WPL upon the 

proposed solutions was again quite obvious. 

The negotiations in the EU continued but the momentum was lost. Obviously, once again, 

the languages2291 and jurisdictional arrangements2292 were the major obstacles in the 

negotiations. On the one hand, the number of translations was in dispute2293, and, on the 

other hand, there were discussions similar to those held in the WPL on whether a 

Community court with two instances or only with a common court of appeal should be 

created.

  
2288 Cf. Council of the European Union, Doc. 2778/01 (PI), 1.6.2001.
2289 Cf. Schneider, 264-265.
2290 Cf. Schneider, 265; Johnson, 20.
2291 Cf. Bossung, Unionpatent, 19-22; Söderholm, 6-7; Willems, Ways, 196.
2292 Cf. EU-Wide Patent Stymied Again By Inablility to Agree on Jurisdiction, 12/02 WIPR, 6-7; Bossung, 
Unionpatent, 23-25; 29-30; Söderholm, 8; Johnson, 19-20; Fawcett D., 20.
2293 Cf. Willems, Awaiting, 561; Lyndon-Stanford, Patent, 9.
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Despite the intensive negotiations and the hope that an agreement on the details could be 

reached, the Competitiveness Council adopted another common political approach on 

3 March 20032294.

It was agreed, among other things, that the litigation of Community patents should first 

take place before a judicial panel established by a Council decision according to Article 

225a EC Treaty. The appeal would lie with the ECJ Court of First Instance. This judicial 

panel, called "Community Patent Court" would be attached to the ECJ Court of First 

Instance. The Community Patent Court could hold hearings in EU member states other 

than those in which it was located. The court would basically conduct the proceedings in 

the official language of the EU member state in which the defendant was domiciled. The 

court would be established at the latest by 2010. Until that time each EU member state 

would designate a limited number of national courts having jurisdiction.

With regard to the translation requirements of the Community patent, it was agreed that 

upon the grant of the Community patent by the EPO, the applicant would have to file a 

translation of all claims into all (now 23) official Community languages, unless an EU 

member state renounced the translation into its official language.

With regard to the role of the national patent offices, it was agreed that they would have an 

important role to play2295: Inter alia the national patent offices having an official language 

other than the three official languages of the EPO could carry out any task up to and 

including novelty searches in their respective languages. If a national patent office had an 

official language in common with the EPO, had experience of cooperation with the EPO 

and needed to maintain a critical mass of work, it could carry out search work on behalf of 

the EPO. Since the application and granting procedure for European and Community 

patents would be the same, the national patent offices would also execute search work 

with regard to European patents2296.

Non-EU member states which were EPC contracting states questioned this agreement, as 

the search results of a national patent office to which sovereign rights were not transferred 
  

2294 Community Patent – Common political approach, Council of the European Union, Doc. 7159/03, 
Brussels, 7.3.2003.
2295 Cf. also Fawcett D., 21.
2296 Cf. Kolle, Europe, 52.
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- but which would be directly implemented into the examination procedure of the EPO -

could possibly lead to a patent granted for their territory.

Soon it became clear that this compromise did not fulfil the expectations of the users2297, 

namely the creation of a patent that would bring clear advantages to the existing European 

patent system, i.e. a Community patent that would be less costly than an average 

European patent having effect in three to five states2298 while increasing legal certainty.

The discussions on the translation requirements that followed in the few months after the 

agreement on the common approach mainly revealed that the cost problems could, in fact, 

not be settled2299. An agreement on whether the translations of the claims should have a 

legally binding effect2300, very possibly leading to a patent with a non-unitary character due 

to the remaining differences among the translations2301, or whether they should fulfil purely

information purposes2302 - hence allowing for cheaper machine translations - has not been 

reached until today2303.

The declaration that the Community patent was not successful in the framework of the 

CPC because it was an international agreement and not a Community instrument2304

doesn’t seem to be correct. There are highly political issues involved in the creation of a 

Community patent which are irrelevant to the chosen instrument.

With regard to the judicial agreements, it was particularly criticised that the proceedings 

would be held in the language of the domicile of the defendant2305.

  
2297 Cf. Harrison, 28; Bodoni Stéphanie, Siemens IP head reveals IP frustration, 
<www.legalmediagroup.com>, 28 March 2004.
2298 Cf. Kolle, Europe, 55.
2299 Cf. Harrison, 26; cf. also Deal on setting up single European patent, Financial Times, March 4, 2003.
2300 Cf. Dreiss, 713; Jenkins, 26; Bodoni Stéphanie, Irish initiative to break Community patent stalement, 
<www.legalmediagroup.com>, 14 March 2004.
2301 Cf. Schmidt Karl-Michael/Blanke Katrin, „Sprachen- und Rechtssicherheit in Europa", 2004 Mitt., 494-
499, with a very instructive example at 496.
2302 Cf. Bodoni Stéphanie, Industry slams Community patent proposals, <www.managingip.com>, December 
2003, 14.
2303 Cf. European Commission MEMO/04/117 of 19 May 2004.
2304 Cf. Schwartz Ivo E., Perspektiven der Angleichung des Privatrechts in der Europäischen Gemeinschaft, 
1994 ZEuP, 559-584, 564-565.
2305 Cf. Pagenberg, Community patent, 283-284.
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In the following months the European Commission further developed its ideas2306 and 

published - at the end of 2003 - two proposals for EU Council decisions:

One establishing the Community Patent Court and concerning appeals before the Court of 

First Instance2307, and a second one conferring jurisdiction to the Court of Justice in 

disputes relating to the Community patent2308.

But in any case, it is questionable whether the new EU member states which have 

acceded since 2004 would be bound to the latest common political approach agreed upon 

in March 20032309.

In order to create new momentum, the High Level Group on the Lisbon strategy under

Wim Kok's chairmanship recommended at the end of 2004 that the Competitiveness 

Council should decide whether the Community patent should go ahead or not2310. 

However, no decision was taken. The Community patent proposal has remained on the 

table blocking the realisation of the EPLA2311.

III. The third phase

European Commissioner Charlie McCreevy announced at the end of 2005 that he 

intended to make one final effort towards the adoption of the Community patent proposal 

during his mandate. The Community patent therefore rightly remains a central aspect in 

the European Commission's policy2312.

  
2306 Cf. Commission working document on the planned community patent jurisdiction of 30.8.2002, 
COM(2002) 480 final.
2307 Cf. CP Court proposal.
2308 Cf. CP Court jurisdiction.
2309 Cf. Sadlonova, 101-104.
2310 Cf. it was recommended by the group that "the time has come for the Council to adopt the Community 
patent or drop it", cf. Facing the challenge, The Lisbon strategy for growth and employment, Report from the 
High Level Group chaired by Wim Kok, November 2004, 23.
2311 Cf. §7 A.III. The third phase.
2312 Cf. Nurton James, McCreevy revives Community patent, <www.managingip.com>, February 2006, 10.



346
The Commission declared that until the circumstances were right, it would like to seek the 

views of stakeholders on an effective IPR system in the European Union2313.

Nine years after the Green Paper including the questionnaire on the European patent 

system, the European Commission obviously felt that a new survey was necessary in 

order to find out whether the demands of the users for a sound patent system in Europe

had changed in the mean time.

The dialogue was launched by a consultation and an announced public hearing on the 

patent system in Europe. As mentioned above2314, the consultation phase was again held 

with a questionnaire2315. The questions referred to basic principles and features of the 

patent system, the Community patent as a priority for the European Union, the European 

Patent System - and in particular the EPLA -, the approximation and mutual recognition of 

national patents, and the patent system in general. The public hearing on the consultation 

was held on 12 July 2006. It revealed that the support from the stakeholders for a 

Community patent based on the latest proposals was limited2316.

In the following Communication on the enhancement of the patent system in Europe in 

April 2007, the European Commission made clear2317 that the creation of a single 

Community patent continued to be a key objective for Europe. It felt that a truly competitive 

and attractive Community patent could be achieved provided there was a political will to do 

so. The discussions on the Communication are currently ongoing within the EU and will

trigger a revised proposal for a Community Patent Regulation.

  
2313 Questionnaire on the patent system in Europe, Brussels, 09/01/06, 1, 
<ec.europa.eu/internal_market/indprop/docs/patent/consult_en.pdf>.
2314 Cf. Cf. §7 A.III. The third phase.
2315 The questionnaire is available at <ec.europa.eu/internal_market/indprop/docs/patent/consult_en.pdf>.
2316 Future Patent Policy in Europe, Public Hearing - 12 July 2006, Report, 5.
2317 Communication from the Commission to the European Parliament and the Council of 3.4.2007 -
Enhancing the patent system in Europe, COM(2007) 165 final.
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B. Structural provisions in the draft Community Patent Regulation and the related 
draft proposals

I. The "Community Patent Court" as first instance

1. Introduction

The Community Patent Court would be the first civil court at the Community level2318.

Whereas the proposal for a Community Patent Regulation still referred to the creation of a 

"Community Intellectual Property Court", the following proposals for EU Council decisions 

establishing the Community Patent Court and concerning appeals before the Court of First 

Instance2319 and conferring jurisdiction on the Court of Justice in disputes relating to the 

Community patent only used the terminology "Community Patent Court"2320. Article 225a 

EC Treaty itself would actually allow the creation of a court dealing with all Community 

IPRs2321. The reason for this change in terminology, therefore, seems to be that the EU 

member states only wanted to create a Community jurisdiction with regard to Community 

industrial property rights as made clear in the Nice summit and in Article 229a EC 

Treaty2322.

The content of the two proposals for Council decisions are based on the proposal for a 

Community Patent Regulation and the two common political approaches. They have been 

on the table for more than four years but have not yet been officially discussed in the 

European Union.

The decision taken in the 2003 common political approach that each EU member state 

would designate a limited number of national courts having jurisdiction until the Community 

Patent Court would be established at the latest in 2010, is purely of theoretical value as it 

is not to be expected that any Community patent would be litigated, or very possibly even 

granted before that time.
  

2318 Cf. Nooteboom, 569.
2319 Cf. CP Court proposal.
2320 Cf. CP Court jurisdiction.
2321 Cf. Nooteboom, 570-571.
2322 However, this might once again change as under the revised Article 229a Treaty of Lisbon it will be 
possible to confer jurisdiction to the ECJ in disputes related to "European intellectual property rights".
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2. Legal basis

The Community Patent Court would exercise jurisdiction at first instance in disputes 

related to Community patents. The legal basis for the proposals of the European 

Commission for a Community Patent Court are Articles 220 and 225 EC Treaty, in 

particular Articles 225a and 229a EC Treaty. As mentioned earlier, the Community Patent 

Court would be created as a specialised chamber of the ECJ Court of First Instance.

Based on Article 220 EC Treaty, so-called "judicial panels" for certain specific areas may 

be attached to the ECJ Court of First Instance2323. The ECJ Court of First Instance would 

have jurisdiction to hear actions or proceedings brought against decisions by such judicial 

panels. Decisions taken by the ECJ Court of First Instance may be exceptionally subject to 

review by the ECJ, if the unity or consistency of Community law affected was at risk2324. 

The organisational status of the judicial panels is, therefore, not entirely clear2325. They 

seem to be neither specialised courts separated from the existing courts, nor do they make 

part of the ECJ Court of First Instance as the latter would deal with appeals regarding 

decisions of the panels2326. The Treaty of Lisbon did not help clarify this situation 2327. 

However, they are integral parts of the Community judicial system2328 and make part of a

three-tier on a case by case basis2329.

Articles 225a and 229a EC Treaty provide further details with regard to the establishment 

of judicial panels and the establishment of such a panel's jurisdiction concerning 

Community patents. Article 225a EC Treaty inter alia provides that the EU Council could 

create judicial panels to hear and determine at first instance certain classes of action of 

proceedings brought in specific areas. For that purpose the EU Council would have to act 

unanimously on a proposal from the European Commission and after consulting the 

European Parliament and the ECJ, or at the request of the ECJ and after consulting the 

European Parliament and the Commission. The decision to establish a judicial panel would 

  
2323 This Article will be repealed in the Treaty of Lisbon.
2324 Art. 225(2) EC Treaty.
2325 Cf. Sack, 78; Schneider, 302.
2326 Cf. Everling, 1123; Kamann, 639-640.
2327 The terminology "judicial panels" will only be replaced by "specialised courts attached to the General 
Court", which again will be the new terminology for ECJ Court of First Instance (Article 225a (a) Treaty of 
Lisbon).
2328 Cf. Nooteboom, 572.
2329 Cf. Vesterdorf, 311; Kamann, 639.
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lay down the rules concerning the organisation of the panel and the extent of jurisdiction 

conferred upon it. Decisions taken by judicial panels could be subject to a right of appeal 

on points of law only, or, when provided for in the decision establishing the panel, also on 

matter of fact before the Court of First Instance.

Article 229a EC provides that the EU Council could 

"adopt provisions to confer jurisdiction, to the extent that it would determine, on the ECJ in disputes relating 

to the application of acts adopted on the basis of the EC Treaty which create Community industrial property 

rights".

The EU Council would "recommend those provisions to the member states for adoption in 

accordance with their respective constitutional requirements". It would again have to act 

unanimously on a proposal from the Commission and after consulting the European 

Parliament.

It becomes clear that both articles were created as enabling clauses, although the 

European Commission expected before the amendment of the EC Treaty at the Nice 

summit in 2000 that a clear basis for the jurisdiction of a Community Patent Court would 

be created2330. Therefore, there was only a transfer of power to the EC with regard to the 

possibility of creating such panels2331 and providing the European Commission and the 

ECJ with the right of legislative initiative in this area2332.

In addition, it was agreed by the EU member states that an agreement to create a judicial 

panel with the ECJ Court of First Instance, i.e. the Community Patent Court, would have to 

be decided unanimously by the EU Council, as is the case for the adoption of the 

Community Patent Regulation based on Article 308 EC Treaty.

There was even a further hurdle added, indicating that the creation of a Community Patent 

Court as the first civil court at the Community level2333 still provoked scepticism among the 

  
2330 Cf. Söderholm, 9; cf. also Arnull/Jacob, 210.
2331 Cf. Basedow, 203.
2332 Cf. Johnston, 513.
2333 Cf. Vesterdorf, 313.
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EU member states2334: the recommendation to adopt the agreement on the transfer of 

jurisdiction to the ECJ was based on the respective constitutional requirements of the 

states.

Such kind of adoption is a common procedure at the national level for international 

agreements but, generally, not with regard to Community law. In effect a ratification 

procedure would have to be initiated in most EU member states before their national 

parliaments.

Such an agreement would probably be ratified together with the revised EPC, 

implementing the Community patent. This would also ensure that no Community patent 

would be granted before a common court dealing with those patents was established. The 

Community Patent Regulation should therefore enter into force together with the other 

legal instruments.

Ratification procedure of instruments concerning Community patents often prove 

cumbersome. This might even be more so in an EU with an increasing number of member 

states.

Under the (revised) Article 225a Treaty of Lisbon it will no longer be necessary that the EU 

Council, acting unanimously, creates judicial panels. In the future

"the European Parliament and the Council, acting in accordance with the ordinary legislative procedure2335, 

may establish specialised courts attached to the General Court to hear and determine at first instance certain 

classes of action or proceeding brought in specific areas. The European Parliament and the Council shall act 

by means of regulations either on a proposal from the Commission after consultation of the Court of Justice 

or at the request of the Court of Justice after consultation of the Commission."

However, also under the Treaty of Lisbon, the decision under Article 229a conferring 

jurisdiction on the ECJ will still have to be adopted unanimously and subsequently 

approved by the EU member states in accordance with their respective constitutional 

requirements. The scepticism vis-à-vis a specialised IP Court at the Community level did 

consequently not diminish.
  

2334 Cf. Sack, 79.
2335 Cf. Art 249A with reference to Art. 251 Treaty of Lisbon.
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3. Developments

With the proposal for a Community Patent Regulation the Community patent gathered new 

momentum. This led, however, to renewed discussions as to whether the first instance 

should include national courts or not2336.

But the discussions were also motivated by the judicial reform discussions at the 

Community level and the questions concerning the role of the national and Community 

courts in the European Union2337. The discussions at the Community level in fact offered a 

second opportunity to the states wishing to have their national courts in first instance to 

reach their goal2338. Many scientific articles on the Community patent and its potential 

jurisdiction system were published2339. The advantages and disadvantages of national 

courts in first instance will not be repeated here2340. Interesting, however, was the progress

in the negotiations in the EU up to the final proposal on what the first instance should look 

like:

First, the European Commission put to discussion two proposals in the Green Paper, both 

with national courts in first instance and the ECJ Court of First instance acting as appeal 

court. This solution, which was oriented to the Community trademark litigation system, 

seemed the only possibility because of the lacking legal basis in the EC Treaty to create 

new jurisdictions at the Community level2341. However, with a view to the institutional 

changes in the ECJ structure to be decided at the Nice summit, the Commission took the 

  
2336 Cf. §7 B.II.1.a)bb)aaa) Are there appropriate reasons for a "full" European solution?
2337 Cf. for example: Jacqué Jean Paul/Weiler Joseph H.H., On the Road to European Union - A new judicial 
architecture: an agenda for the intergovernmental conference, 1990 CML Rev., 185-207; da Cruz Vilaça 
José Luis, L'évolution du système jurisdictionel communautaire avant et après Maastricht, Festschrift für 
Ulrich Everling, Band I, Due Ole/Lutter Marcus/Schwarze Jürgen (eds.), Baden-Baden, 1995, 181-203; 
Scorey, David W.J., A new model for the Communities' judicial architecture in the new Union, 1996  E.L. 
Rev., 224-231; Hirsch Günter, Dezentralisierung des Gerichtssystems der Europäischen Union?, 2000 ZRP, 
57-60; Rasmussen; Iglesias Rodriguez, Der EuGH und die Gerichte der Mitgliedstaaten - Komponenten der 
richterlichen Gewalt in der Europäischen Union, 2000 NJW, 1889-1896; Hakenberg Waltraud, Vorschläge 
zur Reform des Europäischen Gerichtssystems, 2000 ZEuP, 860-872; Koopmans; Johnston; Sack; Lipp; 
Kamann; Basedow; Everling; Halberstam; Vesterdorf.
2338 Cf. Landfermann, Diskussionen,114.
2339 Just to mention some of the contributions: Schade, Regelung; Schade, Streitregelungssystem; Stauder, 
Vom; Landfermann, Diskussionen; Boval, Remarques; Brinkhof, Schlichtung; Sydow; Dreiss//Keussen; 
Griffin; Laddie, I.P. Rights; Leith, Revision; Tilmann, Zukunft; Ullrich, Integrating; Söderholm; Willems, 
Awaiting; Bossung, Unionpatent; Nooteboom; Lipp, 2660; 2661; Kolle, CP; Straus, Beitrag, 810-811;
Tilmann, Gemeinschaftspatent; Pagenberg, Community patent; Landfermann, Entwicklung; 
Bremi/Pedrazzini; Jacob, Creating; Jenkins; Schneider; Kolle, Europe.
2340 Cf. §7 B.II.1.a)bb)aaa) Are there appropriate reasons for a "full" European solution?
2341 Cf. Scordamaglia, Perspectives, 114.
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next step in the Community Patent Regulation proposal and recommended the creation of 

a centralised Community Intellectual Property Court with two instances. The exact 

structure of the court was, however, still unclear.

The EC Treaty of Nice, which was adopted shortly after the publication of the proposal for 

a Community Patent Regulation, created the above mentioned legal basis for a 

Community Patent Court. The judicial construction of the court, however, again remained 

undecided2342 leaving plenty of room for various scenarios and flexibility2343.

In the 2001 common political approach it was agreed that the Community patent should be 

litigated before a specialised court of the ECJ Court of First Instance based on Article 225a 

EC Treaty. Due account should be taken of cost effectiveness, demand and local 

language, proximity to users and use of existing infrastructure and expertise. Questionable

was whether this agreement - and in particular Article 225a EC Treaty - would make it 

possible for the national courts to act in first instance2344. But in light of the results 

achieved in the WPL, it was expected that there would be at least several regional 

chambers in first instance of the Community patent jurisdiction system that would act as 

courts of first instance2345.

The following 2002 working document of the European Commission on the community 

patent jurisdiction recommended a compromise2346 suggesting an initial centralised 

chamber based on Article 225a EC Treaty and the possibility to later set up one or more 

regional chambers in the EU member states to which litigation has proven to be most 

closely connected2347. This was quite obviously a concession to the requests of Germany, 

and would have been a step towards the decentralisation of Community judicial 

functions2348. However, contrary to the approach of the WPL, there would have been no 

  
2342 Cf. Declaration No 17 on Article 229a EC Treaty attached to the EC Treaty of Nice:
"The Conference considers that Article 229a does not prejudge the choice of the judicial framework which 
may be set up to deal with disputes relating to the application of acts adopted on the basis of the Treaty 
establishing the European Community which create Community industrial property rights". In general cf. 
Pache/Schorkopf, 1380.
2343 Cf. Kolle, CP, 621.
2344 Cf. Tilmann, Zukunft, 1082, 1083; Landfermann, Diskussionen, 114; Schade, Protocol, 184; Kolle, CP, 
620.
2345 Cf. Dreiss/Keussen, 892; Landfermann, Entwicklung, 344; Schneider, 296.
2346 Cf. Nooteboom, 575.
2347 Cf. Commission working document on the planned community patent jurisdiction of 30.8.2002, 
COM(2002) 480 final, 4.
2348 Cf. Johnston, 514. Cf. also the discussions on the judicial architecture of the EU at n. 2337; Kamann, 
640-641.
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right of the EU member states to create regional chambers on their territory2349. Regional 

chambers could only be created if the number of cases exceeded 150 proceedings in one 

year in the respective EU member state. The location of a regional chamber would be 

determined taking into account patent litigation activity and the actual need for a regional 

chamber2350.

The 2003 common political approach went back to the initial proposal for a fully centralised 

approach excluding the establishment of permanent regional divisions2351. Obviously it 

was felt that the European Commission's compromise was too weak.

On the one hand, it seemed not sufficiently clear for the states interested in permanent 

regional chambers whether they really would2352 and how many be created2353. On the 

other hand, regional chambers could only be established in a very limited number of EU 

member states particularly if the current number of patent cases litigated before the 

national courts were to be taken into consideration2354. States that actually wanted a 

regional chamber but lacked high figures in litigation, would opt for a centralised solution.

In addition, concerns were expressed that backlogs could be created at the centralised 

chamber, if the decision to create regional chambers was taken too late2355. But it seems 

that there was also a certain lack of trust in a decentralised system2356, as it was argued 

that a common jurisprudence with high quality decisions2357 and legal certainty regarding 

the unitary Community patent would be best assured by a centralised system2358.

  
2349 Cf. §7 B.II.1.a)dd)bbb)iii) The agreed principle.
2350 Cf. Commission working document on the planned community patent jurisdiction of 30.8.2002, COM 
(2002) 480 final, 14.
2351 Cf. Tilmann, Gemeinschaftspatent, 383-384.
2352 Cf. Landfermann, Diskussionen, 115; Griffin, 26.
2353 Germany obviously expected three to four regional chambers on its territory (cf. Landfermann, 
Discussions, 115).
2354 Based on the survey made by the EPO in 2003 among the WPL sub-group only courts in France and 
Germany deal with more than 150 patent cases per year (cf. WPL/4/03); cf. also Schneider, 142-143; 151-
152; 167-169; 174-176; 180-184. However, it seems that also Italian courts deal with more than 150 patent 
cases per year (cf. Working Document from the Presidency, Towards an Enhanced Patent Litigation System 
and a Community Patent - How to Take Discussions Further (Doc. 11622/07), available at 
<www.epo.org/topics/news/2007/20070725.html>).
2355 Cf. Griffin, 26; Dreiss, 715-716.
2356 Cf. also §7 B.II.1.a)ee) The Court of Appeal and the role of the ECJ.
2357 Cf. Nooteboom, 574-575.
2358 Cf. CP Court proposal, 7.
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a) Detailed structure

The detailed structure is mainly based on the proposal for EU Council decisions 

establishing the Community Patent Court and concerning appeals before the Court of First 

Instance2359.

The Community Patent Court would be established as a judicial panel within the 

framework of Article 225a EC Treaty. The seat would be in Luxembourg at the ECJ Court 

of First Instance2360 but it could hold hearings in other EU member states2361. Based on 

Article 225a(6) EC Treaty the provisions of the EC Treaty relating to the ECJ and the 

provisions of Statute of the ECJ would also be applicable to the Community Patent Court, 

unless otherwise decided2362. This would guarantee that a core set of rules would be 

applicable at all different levels of the Community jurisdiction2363. It is suggested in the CP 

Court proposal to add an Annex II to the Protocol on the Statute of the ECJ in which

institutional provisions for the Community Patent Court would be defined.

aa) President, the Advisory Committee and the Registrar

The Community Patent Court would have a President and an Advisory Committee.

The President would preside over the court and assume administrative and representative 

duties2364. These duties are still not entirely defined. As suggested for the European Patent 

Court2365, the judges of the court would elect the President of the Community Patent Court 

from among themselves for a term of three years. The President could be re-elected2366. 

The first President of the Community Patent Court would be elected in the same manner 

  
2359 Cf. CP Court proposal.
2360 Art. 1 CP Court proposal.
2361 Art. 24 Annex II, CP Court proposal.
2362 Under the Treaty of Lisbon it was added that title 1 of the statute of the ECJ (Judges and Advocates 
General) and Art. 64 (transitional provisions with regard to the court’s language regime) thereof shall in any 
case apply to the specialised court.
2363 Cf. Nooteboom, 583.
2364 Cf. CP Court proposal, 7.
2365 Cf. Art. 14(2) draft Statute.
2366 Art. 4 Annex II, CP Court proposal.
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as its members2367, unless it was decided that the abovementioned procedure would not 

be applicable2368. This is, however, highly unlikely primarely due to political reasons.

The only task of the Advisory Committee would be to give opinions about potential 

candidates for the judges post. It would be composed of seven members chosen from 

among former members of the ECJ, the ECJ Court of First Instance, the Community 

Patent Court, or distinguished lawyers. The appointment of members of the committee and 

its operating rules would be decided by the EU Council, acting by a qualified majority, on a 

proposal from the President of the ECJ2369. 

The Community Patent Court would appoint the Registrar and lay down the rules 

governing his duties2370. The court would have its own Registrar, although it would be

formally attached to the ECJ Court of First Instance which already has a Registry. This 

proposal was made in order to ensure a swift and efficient procedure before the court in 

cosideration of the expected workload and the special type of litigation2371. The institutional 

powers of the Registrar would, however, - and in contrast to the European Patent 

Court2372- be limited. The Registrar would have to take residence at Luxembourg. This 

provision has its basis in the Statute of the ECJ2373. Furthermore, rules of the statute with 

regard to immunities2374, oath and duties2375 and replacement of the Registrar2376 would be 

applicable mutatis mutandis2377.

  
2367 Cf. §8 B.I.3.a)bb) The judges.
2368 Art. 7(1), CP Court proposal.
2369 Art. 3(2) Annex II, CP Court proposal.
2370 Art. 6 Annex II, CP Court proposal.
2371 Cf. CP Court proposal, 8; 16.
2372 Cf. §7 B.II.1.a)gg) The Registry.
2373 Art. 6 Annex II, CP Court proposal in conjunction with Art. 14 Protocol on the Statute of the Court of 
Justice.
2374 Art. 6 Annex II, CP Court proposal in conjunction with Art. 3(4) Protocol on the Statute of the Court of 
Justice.
2375 Art. 6 Annex II, CP Court proposal in conjunction with Art. 10 Protocol on the Statute of the Court of 
Justice.
2376 Art. 6 Annex II, CP Court proposal in conjunction with Art. 11 Protocol on the Statute of the Court of 
Justice.
2377 Art. 6 Annex II, CP Court proposal.
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bb) Judges

Based on the 2003 common political approach the judges of the Community Patent Court 

should be appointed on the basis of their expertise, taking also into account their linguistic 

skills2378.

The experience of the judges in this field would be crucial for the acceptance of the system 

by guaranteeing efficient proceedings and high quality decisions2379. This view was also 

shared within the WPL and can be fully supported. However, it seems questionable 

whether this goal can be achieved with the proposed appointment rules for the Community 

Patent Court judges2380:

A member of the court, i.e. a judge would be appointed by the EU Council. The judges 

would be chosen from distinguished candidates proposed by the EU member states2381. 

Prior to the appointment decision, the Advisory Committee would have to give an opinion 

on the profile of candidates with particularly regard to the duties of a judge within the 

Community Patent Court. It could also provide a list of those candidates who possess the 

most appropriate high level of legal experience2382. Such a list would have to comprise 

twice the number of judges to be appointed2383. This extended list should offer a safeguard

against possible predetermination of the decision of the EU Council by the committee's 

opinion2384.

As the term already indicates, the Advisory Committee would only be able to give advice 

on the legal expertise of the candidates. Politicians have, however, the tendency to follow 

their own beliefs2385. This concern is also supported by the decision taken in Nice – and 

approved in Lisbon in 2007 - that the judges of a judicial panel should be appointed by a 

unanimous decision of the EU Council2386. 

  
2378 Community Patent – Common political approach, Council of the European Union, Doc. 7159/03, 
Brussels, 7.3.2003.
2379 Cf. CP Court proposal, 15.
2380 Cf. also Jacob, Creating, 87; Pagenberg, Community patent, 283.
2381 Art. 2(2) Annex II, CP Court proposal.
2382 Art. 3(1) Annex II, CP Court proposal.
2383 Art. 3(1) Annex II, CP Court proposal.
2384 Cf. CP Court proposal, 15.
2385 Cf. also Bremi/Pedrazzini, 532.
2386 Article 225a(4) EC Treaty.
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In addition, only a few judges would be necessary for the court. It is suggested that the 

expected initial workload of the Community Patent Court and the requirement for its

smooth operation would require the appointment of seven judges2387. Nonetheless, it will 

still not be an easy task to appoint even a small number of highly qualified judges for the 

27 EU member states.

The judges of the Community Patent Court would act exclusively for the Community. 

Judges chosen from different states and legal cultures should ensure a common 

jurisprudence already in first instance2388. They would be appointed for a period of six 

years2389 with the possibility of a re-appointment2390. The memberships would, however, be 

partially renewed every three years, replacing four and three members alternatively. The 

term of office would be shorter for some of the first appointed judges.

The same rule of a graduate appointment already applies to the ECJ Court of First 

Instance2391. The partial exchange makes it possible for the special expertise built up over 

the years to be transferred to new members. It would also contribute to a stable 

jurisprudence and legal certainty2392.

Without going into further detail, it is suggested that many generally applicable provisions 

of the Statute of the ECJ, such as oath, immunity, other occupation, challenge for bias 

etc., should also be applicable to the Community Patent Court and its judges2393.

cc) Judicial panels

The Community Patent Court would generally sit in chambers of three judges2394. In 

contrast to the WPL whithin which an agreement on the number of judges sitting in the 

  
2387 Art. 2 (1) Annex II, CP Court proposal.
2388 Cf. Nooteboom, 580.
2389 This is also the term for a judge at the ECJ and the ECJ Court of First Instance (cf. Art. 223(1) and (4) 
and Art. 224(2) EC Treaty).
2390 Art. 2(1) Annex II, CP Court proposal.
2391 Art. 224(2) EC Treaty.
2392 Cf. CP Court proposal, 14.
2393 Art. 5 Annex II, CP Court proposal.
2394 Art. 8(1) Annex II, CP Court proposal.
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panel was not possible and left for decision to each Regional Division2395, it was felt in the 

EU that three judges would provide for the right balance between thoroughness and 

efficiency of handling an average case2396.

In consideration of the initial proposal for seven judges, the court would in the beginning 

be composed of two chambers.

One chamber would be presided ex officio by the President of the Community Patent 

Court. The seventh member of the court would give special support to this chamber. The 

president of the other chamber would also be elected by the judges from among their 

number for a term of three years with the possibility of a re-election2397.

In certain cases defined in the Rules of Procedure, the court's composition could be 

enlarged, or even reduced to a single judge2398. An enlarged composition could, for 

example, be necessary when fundamental questions of law are concerned. A reduced 

composition could come in question in cases dealing with interim measures or when 

simple cases in main proceedings are at stake2399. In order to guarantee the necessary 

degree of flexibility for efficient case handling2400, the composition of the chambers and the 

assignment of cases would be defined in the Rules of Procedure2401.

The Rules of Procedure would be established by the Community Patent Court in 

agreement with the ECJ, and would have to be approved by the EU Council, acting on a 

qualified majority2402.

dd) "Assistant Rapporteur"

The "Assistant Rapporteur" is the result of lengthy discussions at the Community level2403

on how to infuse technical expertise into the Community patent proceedings.
  

2395 Art. 26(4) draft Statute.
2396 CP Court proposal, 18.
2397 Art. 8(3) Annex II, CP Court proposal.
2398 Art. 8(2) Annex II, CP Court proposal.
2399 Cf. CP Court proposal, 8.
2400 Cf. CP Court proposal, 18.
2401 Art. 8(4) Annex II, CP Court proposal.
2402 Art. 225a(5) EC Treaty.
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Technical judges had not been proposed for the COPAC2404. However, the European 

Commission initially followed the approach suggested by the WPL2405 and proposed in the 

2002 working document that the Community Patent Court should be composed of legal 

and technical members2406. Three out of the seven judges should have a technical 

background and cover the basic fields of technology covering chemistry2407, physics and 

mechanics2408. It goes without saying that the technical judge sitting on the panel would 

have been chosen depending on the technical field to which the case relates. This 

limitation of the technical judges to the basic fields of technology was subject to 

criticism2409. The principle task of the technical judges would be to support the judges in 

better understanding the case's technical facts2410. Contrary to this proposal, the EU 

member states, however, agreed in the 2003 common political approach that the legal 

judges would only be assisted by technical experts throughout the handling of the case2411.

Obviously many EU member states could not get accustomed to the idea of having non-

lawyers on the panel2412. They preferred the approach that was mentioned as an 

alternative in the 2002 working document and already had a legal basis in the Statute of 

the ECJ2413: Instead of technical judges, so-called "Assistant Rapporteurs" could provide 

the necessary technical knowledge.

As requested by the EU member states in the common approach, the "Assistant 

Rapporteurs" would support the three judges with their technical knowledge during the 

entire proceedings. In order to fulfil their duties, they would, thus, need thorough 

experience in patent law2414. Scholars, patent attorneys or persons that once worked as 

    
2403 Cf. already Brändel, 296.
2404 Cf. Stauder, Vereinbarung, 308; cf. also Haardt, 336.
2405 Cf. Schade, Protocol, 170.
2406 Cf. Commission working document on the planned community patent jurisdiction of 30.8.2002, 
COM(2002) 480 final, 11.
2407 Cf. Commission working document on the planned community patent jurisdiction of 30.8.2002, 
COM(2002) 480 final, 3.
2408 Cf. Commission working document on the planned community patent jurisdiction of 30.8.2002, 
COM(2002) 480 final, 13.
2409 Cf. Landfermann, Litigation, 244; Keussen, 212, 214; Griffin, 26.
2410 Cf. Nooteboom, 580.
2411 Community Patent – Common political approach, Council of the European Union, Doc. 7159/03, 
Brussels, 7.3.2003.
2412 Cf. Landfermann, Entwicklung, 345.
2413 Article 13 Statute of the ECJ.
2414 Cf. CP Court proposal, 17.
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examiners for a patent office2415 would, for example, qualify for this job. They would be 

required, under the conditions laid down in the Rules of Procedure, to participate in the 

preparation, the hearing and the deliberation of cases. They would have the right to put 

questions to the parties but, contrary to the judge, they would have no right to vote2416. 

This unclear position of being neither a judge nor really a court appointed expert with the 

necessary level of expertise was subject to criticism2417.

The "Assistant Rapporteurs" would be appointed on a proposal of the ECJ by the EU 

Council for a period of six years with the possibility for re-appointment2418 by unanimous 

decision2419. It would seem more appropriate to vest the Community Patent Court, which is 

closer to the subject matter, with the authority to make the proposals. The exact number of 

rapporteurs was left open2420 and would be decided gradually depending on the gathered 

experience by the court2421.

II. The Courts of second and third instances

Article 225(2)(1) EC Treaty provides that the ECJ Court of First Instance should have 

jurisdiction to hear and determine actions or proceedings brought against decisions of the 

judicial panels set up under Article 225a EC Treaty2422. A decision of the Community 

Patent Court may thus be appealed before the ECJ Court of First Instance2423.

It is suggested that these appeals are heard before a specialised patent chamber to be 

established within the ECJ Court of First Instance2424, making thus this specialised 

  
2415 Cf. Jenkins, 28.
2416 Art. 7(3) Annex II, CP Court proposal.
2417 Cf. Jenkins, 29; Jacob, Creating, 87.
2418 Art. 7(1) and (2) Annex II, CP Court proposal in conjunction with Art. 13(1) Protocol on the Statute of the 
Court of Justice.
2419 Art. 7(2) Annex II, CP Court proposal.
2420 The European Commission would, however, limit the number of "Assistant Rapporteurs" to one per 
meanwhile seven technical fields in order to provide for the necessary technical expertise of a general kind 
(cf. CP Court proposal, 17).
2421 Cf. CP Court proposal, 17.
2422 This rule will not change under the Treaty of Lisbon.
2423 Art. 26(1) Annex II, CP Court proposal.
2424 Art. 6 Chapter II, Annex II, CP Court proposal.
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chamber part of the court2425. Such a specialised chamber should ensure that the 

necessary experience exists before the ECJ Court of First Instance.

In order to maintain the legal experience2426, the judges would generally sit in the same 

chamber in a panel of three2427. It is thus suggested to appoint three new judges to the 

ECJ Court of First Instance2428. Two more judges from other chambers would sit in the 

panel2429, for example, in cases reaching beyond patent law and concerning the unity and 

consistency of Community law2430. A judge from another chamber would also sit in the 

panel if a judge from the patent appeal chamber was sick or otherwise unable to attend2431. 

The approach that the ECJ Court of First Instance and its judges would be situated above 

the Community Patent Court and its judges was criticised. It was felt that this construction 

would not ensure the necessary patent legal experience of the judges2432. There is, 

however, not much room for flexibility, as this general structure was already determined in 

Article 225 EC Treaty2433. Under the Treaty of Lisbon this situation will remain unchanged.

As in the proposal for a Community Patent Court, the judges for the patent appeal 

chamber should be chosen from candidates highly qualified in the area of patent law2434. 

They should, furthermore, be appointed on the basis of their experience. The 

appointments would, however, be made upon the basis of the general rules of Article 224 

EC Treaty2435 which again was regarded critically due to the possibility of politically driven 

appointments. 

As before the Community Patent Court, the necessary technical knowledge before the 

patent appeal chamber should also be ensured by "Assistant Rapporteurs"2436.

  
2425 Cf. CP Court proposal, 34.
2426 Cf. CP Court proposal, 33.
2427 Art. 6 Chapter II, Annex II, CP Court proposal.
2428 Art. 5 Chapter II, Annex II, CP Court proposal.
2429 Art. 6 Chapter II, Annex II, CP Court proposal in conjunction with Art. 50 Protocol on the Statute of the 
Court of Justice.
2430 Cf. CP Court proposal, 34.
2431 Art. 6 Chapter II, Annex II, CP Court proposal in conjunction with Art. 17(5) Protocol on the Statute of the 
Court of Justice.
2432 Cf. Jacob, Creating, 88.
2433 Cf. also Tilmann, Zukunft, 1081.
2434 Art. 6 Chapter II, Annex II, CP Court proposal.
2435 Cf. CP Court proposal, 34.
2436 Art. 6 Chapter II, Annex II, CP Court proposal.
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The patent appeal chamber's decisions may exceptionally be subject to review by the ECJ, 

under the conditions and within the limits laid down in the Statute of the ECJ, where there 

is a serious risk of the unity or consistency of Community law being affected2437. The initial 

proposal2438 to entrust the ECJ Court of First Instance with jurisdiction to hear and 

determine questions referred to by the national courts for a preliminary ruling under Article 

234 EC Treaty2439 was postponed until sufficient practical experience with the new 

jurisdictional arrangements could be gathered2440. A possible transfer of the authority for 

preliminary rulings to the ECJ Court of First Instance was criticised as it could jeopardise

its fundamental goal of ensuring the unity of law, if the jurisdiction for preliminary rulings 

would have to be divided between the ECJ and its court of first instance2441.

C. Conclusion with regard to the Community Patent and its proposed court with a 
special view on the uniformity of law and interpretation, solving the problems of 

forum shopping, and avoiding multiple litigation

The hope that the new approach of the European Commission would facilitiate the 

completion of the Internal Market with a good Community patent system was, 

unfortunately, short-lived.

Once again negotiations for a Community patent could not be concluded successfully 

although its creation continued to be a key objective for the European Commission2442. 

The growth of the EU to 27 member states, the requirement of unanimity for the adoption 

of the Community Patent Regulation2443, and the involvement of the European 

Commission in the negotiations seemed to make the negotiations even more difficult than 

those on the CPC.

  
2437 Art. 225(2)(2) EC Treaty and Art. 62 Protocol on the Statute of the Court of Justice. Cf. also Johnston, 
514-515.
2438 Cf. Nooteboom, 581.
2439 Cf. Art. 225(3) EC Treaty.
2440 Cf. CP Court proposal, 9-10.
2441 Cf. Snell, 185.
2442 Cf. Communication from the Commission to the European Parliament and the Council of 3.4.2007 -
Enhancing the patent system in Europe, COM(2007) 165 final, 4.
2443 Cf. Jenkins, 26; Kolle, Europe, 56.
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In addition, the WPL worked out a proposal for a litigation system with regard to European 

patents that is supported by the users2444.

Furthermore, it became clear that some EU member states are still reluctant to confer 

jurisdiction to the EC2445. This becomes obvious, on the one hand, in the decision to 

transfer only the authority to the EC with regard to the possibility of creating a Community 

Patent Court in the EC Treaty. On the other hand, the reluctance of the EU member states 

is underlined by the required approval at the national level of the decision to create 

specialised judicial panels within the EU2446, such as for a Community Patent Court. Since 

this would be the first specialised civil court, there seems to be a certain degree of 

sceptisism that more similar courts at the Community level would follow, once the panel for 

dealing with Community patents has been established2447.

The European Commission proposed a Community patent that is autonomous and 

unitary2448. Together with the suggested unified Community Patent Court a common 

system of law would be created. This is in line with the statement of the European 

Commission that a Community patent is essential in order to eliminate the distortion of 

competition which may result from the territorial nature of national protection rights and is 

one of the most suitable means of ensuring the free movement of goods protected by 

patents2449. It is therefore questionable whether the Commission's proposal that the 

European and national patent systems should coexist with the Community patent and that 

the inventors would remain free to choose the type of patent protection best suited to their 

needs,2450 would not speak against this fundamental goal2451. The mere existence of a 

Community patent does not seem to eliminate, but only reduce these distortions on trade 

and competition, resulting from market segmentation through the use of national and 
  

2444 Cf. Future Patent Policy in Europe, Public Hearing - 12 July 2006, Report, 4, 6.
2445 Cf. Lyndon-Stanford, Patent, 9.
2446 Cf. also Pache/Schorkopf, 1381.
2447 At the EU summit in Nice the Conference, for example, asked the Court of Justice and the Commission 
to prepare as swiftly as possible a draft decision establishing a judicial panel which has jurisdiction to deliver 
judgments at first instance on disputes between the Community and its servants (cf. Declaration No. 16 on 
Article 225a EC Treaty attached to the EC Treaty of Nice). The proposal for the creation of "European Union 
Civil Service Tribunal" was submitted in 2003 by the European Commission which lead to the adoption of a 
EU Council decision establishing the tribunal (cf. Council Decision establishing the European Civil Service 
Tribunal of 2 November 2004).
2448 As mentioned above different proposals discussed in the EU Council with regard to the effect of the 
translations of the claims would have put to question this unity.
2449 See CP Regulation Proposal, 6; cf. also Scordamaglia, Perspectives, 108.
2450 See CP Regulation Proposal, 6.
2451 Cf. also Sadlonova, 93-94.
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European patents2452. Therefore, it seems more than questionable whether the "optional 

solution"2453 should really be regarded as the final direction in which the European 

Commission is heading. Nevertheless, the integration of the European Union and its 

interlocking have further advanced since the times of the CPC.

The Community Patent Court would influence national patent systems and policy2454 and 

would contribute to uniformity of interpretation of European patent law. The national courts' 

jurisprudence with regard to European patents and national patents would not be immune 

to the decisions of the Community Patent Court with regard to European patent law. The 

fact that the Community patent would be granted upon the basis of the EPC would support 

this tendency. But it would also depend on whether the Community patent and its court2455

would be sufficiently attractive and actually used by industry.

In conclusion, the better the Community patent and the quality of the appointed judges, the 

higher the chance for a uniform jurisprudence with regard to European patent law.

In any case, the more authority the Community has over patent law, the more unity of 

jurisprudence could be reached. The best solution vis-à-vis a uniform interpretation would 

be of course if the Community Patent Court could also deal with European patents.

The effect of the Community Patent Court's jurisprudence to national courts of non-EU 

member states dealing with European patent law would of course be limited. It can, 

however, not be denied that its jurisprudence would also have a certain influence on the 

courts of these states.

As the Community Patent Court would be the only court dealing with Community patent 

litigation, it would solve the problems related to forum shopping and multiple litigation

within the EU. They could, however, not entirely be avoided, since the European patent 

would continue to exist - unless the Community Patent Court also had exclusive 

jurisdiction regarding European patent disputes.

  
2452 Cf. Martinez, 780.
2453 Cf. §1 E.I. "Switching" from the Community patent to the European patent and the "optional solution".
Also cf. Laddie, I.P. Rights, 406-407; Bossung, Unionpatent, 7-9.
2454 Cf. Ullrich, Integrating, 69-78.
2455 Cf. Bremi/Pedrazzini, 533.
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SUMMARY AND GENERAL CONCLUSIONS

The European Patent Convention (EPC) is an international treaty which established inter 

alia a system of law, including substantive law for the granting of patents. As such it is 

binding international uniform law, uniform "European patent law". All authorities dealing 

with European patents therefore have the obligation to construe the EPC and 

corresponding national law implementing the EPC in an international spirit, based on its

ratio and with a view to creating a uniform interpretation beyond their own borders. This is 

particularly important if, in a revocation or infringement case, they deal with the method in 

order to determine the extent of protection (Article 69 EPC) and the grounds for revocation 

(Article 138 EPC), as well as the related patentability criteria (Articles 52-57 EPC) of a 

European patent. The fact that the European patent is a "bundle of patents", and thus the 

different parts of the patent can have a separate destiny, has no impact on this general 

obligation. Nevertheless, some courts of EPC contracting states ignored this duty and 

construed European patent law with a purely national perspective. Others executed the 

required legal comparative interpretation by taking each other's legal understanding and 

case law into practical consideration. Nevertheless, a uniform interpretation could not be 

fully reached, thus giving rise to legal uncertainty, and a common European patent court 

which could ensure it does not currently exist.

In fact a common patent court should have been created by the Community Patent 

Convention (CPC) in the mid 1970ies. The CPC would have created a Community patent 

and a Common Appeal Court (COPAC) and national courts acting as "Community court of 

first instance". The COPAC would have had no jurisdiction in regard to European patents. 

Although the COPAC's jurisprudence would not have been binding with regard to the 

interpretation of European patents, clearly it would have contributed to a uniform 

interpretation due to the fact that all the grounds for revocation of a European patent would 

also have applied to a Community patent and the extent of protection would have been 

determined on the basis of the same provisions. The fact that too many courts at the 

national level would have acted as Community courts, with the inherent risk of a lack of 

knowledge of patent law and patent litigation due to the limited number of patent disputes 

in Europe, would have slowed down endeavours for a uniform interpretation of European 

patent law and would have led to intensive forum shopping. Disunity could, however, not 

have been fully avoided, not least in view of the fact that not all EPC contracting states are 
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also members of the EU. 

The lack of a common patent court raises the question of alternative measures which 

support the goal of a uniform interpretation of European patent law by the different 

authorities dealing with the provisions of the EPC. One such measure which paves the 

way for a common interpretation of this kind is the creation of a specialised patent 

jurisdiction at the national level. It not only better guarantees a greater knowledge of highly 

technical (European) patent law as such but also makes it easier to achieve a uniform 

interpretation, as only a limited number of authorities would deal with such law. Several 

examples at the national level in Europe show that such a specialised jurisdiction could be 

achieved either by limiting the number of authorities with jurisdiction in patent disputes or 

by allowing extensive forum shopping, which would make it possible for certain authorities 

to develop special knowledge due to the fact that they are regularly chosen by parties to 

deal with patent disputes. It seems clear, however, that there must be a healthy balance 

between the number of courts having jurisdiction and the number of cases occurring, in 

order to create and maintain good-quality jurisprudence over the entire territory.

Although forum shopping can create a high-quality jurisdiction, there are a great number of 

undesired side-effects related to forum shopping which become very obvious in (patent) 

cross-border cases, i.e. if a national court has jurisdiction over the infringement of a part of 

a European patent taking effect in another state. Forum shopping makes it possible for 

certain courts to be chosen with questionable intentions. However, as it also puts the 

plaintiff clearly at an advantage over the defendant, it could also endanger the principles of 

a fair procedure and an equal footing whereby both parties have a right to a well-balanced 

judgment and legal certainty. This could be avoided by the introduction of a limited forum 

non conveniens doctrine in Regulation 44/2001 and the Lugano Convention in order to 

ensure that the court contacted by the plaintiff has the possibility to transfer the case to a 

court which can better guarantee these fundamental principles by way of cooperation 

between the courts. 

After all, judicial cooperation among the different authorities is a crucial aspect of achieving 

a uniform interpretation of law. Scientific input from scholars and practitioners can also 

support this aim. Nevertheless, cooperation and the exchange of views among judges 

alone will not lead to a full harmonisation of jurisprudence: at a certain point judges make 
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up their mind as to one or the other legal position and doctrine, and render a judgment. 

They will do this because they believe that they construe the law in a correct way. If the 

judges felt that they had possibly already moved close enough to one or the other legal 

position, it would be very difficult to move any further towards a uniform interpretation. The 

same would be the case even if the different authorities applied common rules of 

interpretation, if substantive patent law was further harmonised, or if the different 

proceedings were held under common rules. Nevertheless, the more the proceedings are 

unified, the greater the chances that the judges will reach the same conclusions by 

interpreting the law in a unified way.

National authorities could consider involving foreign judges by way of an exchange in 

disputes relating to European patents. This could prove to be very helpful on the way to 

the establishment of common jurisprudence, but the local judges will need to be open to 

new views and opinions and ready to change their positions. 

The direct involvement of foreign judges at the national level, which would form part of the 

national decision-making process, seems a more promising way of working towards a 

uniform interpretation than providing purely national judicial authorities with the possibility 

of rendering judgments (on a regular basis) with effect on foreign territory. Such 

interventions by way of rendering cross-border injunctions were increasingly executed inter 

alia by the Dutch courts in order to avoid multiple litigation and controversial decisions 

regarding the infringement of a European patent in different states. Due to the fact that a 

cross-border injunction in Europe has to be generally recognised and enforced eo ipso, a 

judgment rendered by a foreign court has a direct impact on its own territory. However, the 

situation that foreign national authorities apply and construe (European) patent law with 

effect in another state led to strong criticism, not least as such authorities could make 

patent and related economic policy with effect on a foreign territory. Such interference with 

state sovereignty was proscribed, even if the basic intention for this intervention was the 

duty to work towards a uniform interpretation of European patent law. Making "foreign" 

judges part of the national authority could avoid the impression that views and opinions 

would be imposed on a state and courts from "outside". In addition, it would force the 

judges into a dialogue on the way to a uniform jurisprudence. 

In any case the ECJ, to a great extent, turned into theory cross-border jurisdiction by 
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national courts with regard to patents. The principal reasons seem, however, to lie in its 

duty to work towards a uniform legal area in the common market which should, in its view, 

be established by Community institutions rather than by providing national authorities with 

cross-border jurisdiction competence: the less such competence national authorities have, 

the greater the desire and necessity to create a common civil judicial system with 

harmonised proceedings.

Analysis showed that arbitration, mediation and other forms of ADR will only contribute to 

a unitary interpretation of European patent law to a limited extent. The general 

confidentiality of arbitration and the limited number of patent cases are the main reasons 

for this conclusion. Nevertheless, arbitration could reduce the costs and complications of 

multiple litigations with different proceedings, limit the risk of contradictory decisions, and 

increase legal certainty.

However, under certain conditions the creation of an international referral body could be a 

major step forward in regard to a uniform interpretation of European patent law. First of all, 

a significant number of EPC contracting states dealing with a considerable number of 

patent cases would have to accept such a body, and the national authorities would actually 

refer to it. Furthermore, the national authorities would at least feel obligated also to accept 

the referral body’s views to a certain extent. The most promising results would therefore be 

achieved if the referral were mandatory and the opinions of the referral body were binding. 

A model that is based on pure will and applies no pressure to the national authorities 

seems to be a rather weak option in regard to a unification of interpretation.

An even better means of working towards a uniform interpretation would be a common 

court of appeal. If it could be created in combination with a specialisation in the first 

instance at the national level - possibly including cooperation rules among the courts - and 

in combination with a unitary set of procedural rules, in the end it could quite possibly 

achieve the same results with regard to a unified interpretation as a common court with 

two instances. It would just take longer, since many cases do not reach the second 

instance. However, the existing differences in the national legal systems, practice and

experience, and many national deficiencies would remain. In addition, multiple litigation 

regarding the same European patent, and the negative effects of forum shopping could not 

be avoided with a common court of appeals only.
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Therefore, a common patent court with two instances applying its own rules of procedure 

would be the best and fastest way forward in creating uniform jurisprudence concerning 

European patent law. 

Based on the mandate of the 1999 Intergovernmental Conference of the EPC contracting 

states, the Working Party on Litigation elaborated a draft for an optional European Patent 

Litigation Agreement (EPLA) which would create a two-instance European Patent Court 

dealing with disputes in relation to European patents. The optional approach makes it clear 

that every EPC contracting state would decide on its own motion whether it would like to 

accede to the agreement. 

In the draft EPLA it is proposed to create a decentralised first instance with a Central 

Division and up to three Regional Divisions in the contracting states. In order to ensure 

uniform jurisprudence among the different divisions, it was decided that the panels will be 

composed of experienced legal, as well as technical, judges from different states. Legally 

qualified judges will be permanently assigned to a certain division in order to better ensure 

the predictability of decisions, consistent case law and a high standard of quality. Under 

the proposed European patent litigation system judges are encouraged to communicate 

and cooperate with each other. They will have to depart from their own legal systems and 

policy environment and find ways to bring together divergent views in an objective way and 

within the borders of the law set by the legislator. The centralised court of appeal will 

ensure that the possibility of even small differences of jurisprudence in a decentralised 

structure is eliminated. The unified jurisprudence on European patent law will also impact 

on the interpretation of national and European patent law by judges in states that would 

not accede to the EPLA. It seems clear that multiple litigation concerning European 

patents and the problems with regard to forum shopping in Europe cannot be entirely 

solved by the EPLA as long as it is optional and not all EPC contracting states join the 

agreement. However, with regard to patent litigation, if some of the major states acceded 

to the EPLA, the European Patent Court would necessarily deal with a great part of today's 

litigation concerning European patents.

The approach of the European Commission for a Community Patent Court based on the 

proposal of 2003 would clearly contribute to the uniformity of the interpretation of 
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European patent law. However, the extent will not least depend on whether the 

Community patent and its court would be sufficiently attractive and whether it is actually 

used. The better the Community patent serves the interest of the users, and the better the 

quality of the appointed judges, the greater will be the chance of a uniform jurisprudence 

with regard to European patent law. The best solution vis-à-vis a uniform interpretation of 

European patent law would be if the Community Patent Court could also deal with 

European patents. However, a Community patent, including a Community Patent Court, 

could only be achieved if all 27 EU member states unanimously agreed to the final 

compromise. This is very difficult, as history has taught us. Therefore, the fastest way 

forward for the creation of a common patent court would clearly be the implementation of 

the optional EPLA, with certain changes if necessary in order to comply with the EU legal 

framework and to ensure that the European Patent Court will be replaced by the future 

Community Patent Court as soon as the EU agrees to the Community patent. Experience 

has showed that only an optional system, which may be set in motion by a limited number 

of interested states, offers appropriate solutions and acceptable time perspectives for 

implementation. 

As astutely observed by Wild2456, "the bottom line is that something will need to be done at 

some stage to clarify how European patent law should be interpreted. Whether this is 

through a Community patent, a pan-European litigation system, a series of directives or a 

combination of them, we cannot have the situation in which different parts of what is 

supposed to be a single market either do, or have the ability to do, interpret patent law in 

completely different ways. If such a situation does persist, then the entire economic 

premise of the European Union is completely undermined. It seems to be that it is that

serious."

  
2456 See Wild Joff, EPO board attacks UK judge as software row flares up again, IAM Magazine, 15 June 
2007.
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SAMENVATTING EN CONCLUSIES

Het Europees Octrooiverdrag (EOV) is een international verdrag dat onder andere een 

rechtssysteem in het leven heeft geroepen, met inbegrip van materieel recht, voor de 

verlening van octrooien. Als zodanig is het bindend internationaal eenvormig recht, 

eenvormig “Europees octrooirecht”. Alle autoriteiten die te maken hebben met Europese 

octrooien, zijn daarom verplicht het EOV en het daarmee overeenkomende nationale recht 

ter implementatie van het EOV vanuit een internationaal gezichtspunt uit te leggen op 

basis van de ratio van het EOV en met het oog op het tot stand brengen van eenvormige 

uitleg buiten de eigen grenzen. Dit is in het bijzonder van belang als zij deze methode 

toepassen in een nietigheids- of inbreukprocedure zowel bij de bepaling van de 

beschermingsomvang (art. 69 EOV) en de nietigheidsgronden (art. 138 EOV), als ten 

aanzien van de daaraan gerelateerde vereisten voor octrooieerbaarheid (artikelen 52-57 

EOV) van een Europees octrooi. Het feit dat het Europees octrooi een “bundeloctrooi” is 

en de verschillende delen van het octrooi dus een verschillend lot kunnen hebben, heeft 

geen invloed op deze algemene verplichting. Niettemin hebben sommige gerechten van 

de verdragsluitende staten van het EOV deze plicht veronachtzaamd en het Europese 

octrooirecht uitgelegd vanuit een zuiver nationaal perspectief. Andere gerechten hebben 

de vereiste rechtsvergelijkende uitleg toegepast door elkaars rechtsopvattingen en 

rechtspraak in de praktijk in aanmerking te nemen. Desondanks kon eenvormige uitleg 

niet volledig worden bereikt, met rechtsonzekerheid als gevolg, terwijl een 

gemeenschappelijk Europees gerecht dat rechtszekerheid zou kunnen verschaffen, thans 

nog niet bestaat. 

Het Gemeenschapsoctrooiverdrag (CPC) van het midden van de jaren zeventig van de 

vorige eeuw had een gemeenschappelijk octrooigerecht in het leven moeten roepen. Dit 

verdrag voorzag in de schepping van een gemeenschapsoctrooi, een gemeenschappelijk 

hof van beroep (COPAC) en nationale rechtbanken die zouden functioneren als 

“gemeenschappelijk gerecht van eerste aanleg”. Het COPAC zou geen rechtsmacht 

hebben ten aanzien van Europese octrooien. Hoewel de jurisprudentie van het COPAC 

niet bindend zou zijn voor de uitleg van Europese octrooien, zou deze natuurlijk wel 

hebben bijgedragen aan de eenvormige uitleg; alle gronden voor nietigverklaring van een 

Europees octrooi zouden immers ook gelden voor een gemeenschapsoctrooi terwijl voorts 

de beschermingsomvang van een gemeenschapsoctrooi volgens dezelfde voorschriften 
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zou worden bepaald. Het feit dat op het nationale niveau teveel gerechten zouden 

functioneren als gemeenschappelijke gerechten – met het inherente risico van een gebrek 

aan kennis van het octrooirecht en octrooirechtspraak als gevolg van het beperkte aantal 

octrooigeschillen in Europa – zou de inspanningen om te komen tot eenvormige uitleg van 

het Europese octrooirecht hebben vertraagd en zou hebben geleid tot veel forum 

shopping. Uiteenlopende uitleg zou echter niet te vermijden zijn geweest, vooral niet 

vanwege het feit dat niet alle verdragsstaten van het EOV tevens lidstaten zijn van de 

Europese Unie.

Het ontbreken van een gemeenschappelijk octrooigerecht doet de vraag rijzen of er 

alternatieve maatregelen zijn ter ondersteuning van het doel van eenvormige uitleg van 

het Europese octrooirecht door de verschillende instanties die de voorschriften van het 

EOV moeten toepassen. De oprichting van een gespecialiseerd octrooigerecht op 

nationaal niveau is zo een maatregel die een gemeenschappelijke uitleg naderbij brengt. 

Dit biedt niet alleen een betere waarborg van grotere kennis van het in hoge mate 

technische (Europese) octrooirecht als zodanig, maar maakt het ook eenvoudiger om tot 

eenvormige uitleg te komen aangezien slechts een beperkt aantal instanties met dit recht 

te maken krijgt. Verschillende voorbeelden op het nationale niveau in Europa laten zien 

dat een dergelijke gespecialiseerd gerecht kan worden gerealiseerd hetzij door beperking 

van het aantal gerechten dat octrooigeschillen beoordeelt, hetzij door in ruime mate forum 

shopping toe te staan waardoor het voor bepaalde gerechten mogelijk wordt bijzondere 

kennis te ontwikkelen dankzij het feit dat zij door partijen regelmatig worden uitgekozen 

om octrooigeschillen te behandelen. Om kwalitatief goede rechtspraak binnen het gehele 

territoir te bereiken en in stand te houden lijkt het echter duidelijk dat een gezonde balans 

moet bestaan tussen enerzijds het aantal gerechten dat octrooigeschillen  behandelt, en 

anderzijds het aantal zaken. 

Hoewel forum shopping kan leiden tot rechtspraak van grote kwaliteit, is daaraan een 

groot aantal ongewenste neveneffecten verbonden die erg duidelijk worden in 

grensoverschrijdende (octrooi)zaken, dat wil zeggen: wanneer een nationaal gerecht 

rechtsmacht heeft met betrekking tot inbreuk op een deel van een Europees octrooi met 

gevolgen in een andere staat. Forum shopping kan ertoe leiden dat de keuze voor 

bepaalde gerechten voortkomt uit twijfelachtige bedoelingen. Aangezien forum shopping 

echter ook de eiser op voorsprong zet ten opzichte van de gedaagde, kan forum shopping
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bovendien in gevaar brengen de beginselen van een eerlijk proces en van een 

gelijkwaardige positie van partijen waarbij beide partijen recht hebben op een evenwichtig 

vonnis en rechtszekerheid. Dit zou kunnen worden voorkomen door de invoering van een 

beperkte forum non conveniens doctrine in Verordening 44/2001 en het Verdrag van 

Lugano die verzekert dat het door de eiser aangezochte gerecht de mogelijkheid heeft de 

zaak te verwijzen naar een gerecht dat deze fundamentele beginselen beter kan 

garanderen door middel van samenwerking tussen de gerechten.

Uiteindelijk is rechterlijke samenwerking tussen de verschillende instanties van 

doorslaggevende betekenis voor het bereiken van eenvormige uitleg van het recht. De 

inbreng van wetenschappers en mensen uit de praktijk kan dit doel mede ondersteunen. 

Niettemin zullen uitsluitend samenwerking en uitwisseling van gezichtspunten onder 

rechters niet leiden tot volledige harmonisatie van de rechtspraak: op zeker moment 

moeten rechters vonnis wijzen en een keuze maken voor de ene of de andere juridische 

positie en rechtsopvatting. De keuze berust op hun overtuiging dat zij het recht op de juiste 

wijze uitleggen. Indien de rechters het gevoel hadden dat zij al in voldoende mate waren 

opgeschoven in de richting van de ene of de andere juridische positie, zou het heel  

moeilijk zijn nog verder te bewegen in de richting van eenvormige uitleg. Dit zou zelfs het 

geval zijn indien de verschillende instanties gemeenschappelijke uitlegregels zouden 

toepassen, indien het materiële recht nog verder was geharmoniseerd, of indien de 

verschillende procedures zouden worden gevoerd met inachtneming van 

gemeenschappelijke regels. Toch is het zo dat hoe meer de procedures geünificeerd zijn, 

des te groter zijn de kansen dat de rechters tot dezelfde uitkomsten komen door het 

uitleggen van het recht op een eenvormige wijze. 

Nationale autoriteiten zouden kunnen overwegen om in het kader van uitwisseling 

buitenlandse rechters in te schakelen bij de beslechting van geschillen over Europese 

octrooien. Dit zou heel nuttig kunnen blijken te zijn voor de totstandkoming van 

gemeenschappelijke rechtspraak, maar de plaatselijke rechters zullen dan wel open 

moeten staan voor nieuwe gezichtspunten en opvattingen en bereid moeten zijn hun 

standpunten te wijzigen.

De directe inschakeling van buitenlandse rechters op het nationale niveau als onderdeel 

van het nationale besluitvormingsproces lijkt een veelbelovender manier van werken aan 
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eenvormige uitleg dan zuiver nationale gerechten de mogelijkheid te bieden (op een 

reguliere basis) vonnissen te wijzen die effect hebben in het buitenland. Zulke 

inmengingen door middel van het uitspreken van grensoverschrijdende verboden zag men

in toenemende mate bij, onder andere, Nederlandse gerechten die daarmee wilden 

voorkomen dat over dezelfde inbreuk op een Europees octrooi meerdere procedures in 

verschillende landen zouden moeten worden gevoerd, en dat daarover uiteenlopende 

uitspraken zouden worden gedaan. Aangezien een grensoverschrijdend verbod in Europa 

in het algemeen eo ipso erkend en tenuitvoergelegd dient te worden, heeft een vonnis van 

een buitenlandse rechter een direct effect op het eigen grondgebied. De omstandigheid 

dat buitenlandse nationale rechterlijke instanties het (Europese) octrooirecht toepassen en 

uitleggen met effecten in een andere staat, leidde echter tot stevige kritiek, vooral omdat 

die instanties octrooi- en daarmee verbonden economisch beleid konden maken met effect 

op buitenlands territoir. Een dergelijk inmenging in de staatssoevereiniteit werd verworpen, 

zelfs indien de primaire bedoeling van deze inmenging voortkwam uit de plicht te werken 

aan de totstandkoming van eenvormige uitleg van het Europese octrooirecht. Indien men 

“buitenlandse” rechters deel laat uitmaken van het nationale gerecht, zou men de indruk 

kunnen vermijden dat gezichtspunten en opvattingen “van buiten” zouden worden 

opgelegd aan een land en de gerechten. Dit zou bovendien rechters dwingen de dialoog 

aan te gaan over de weg naar eenvormige rechtspraak. 

In ieder geval heeft het Hof van Justitie van de Europese Gemeenschappen inmiddels de 

grensoverschrijdende octrooirechtspraak door nationale gerechten in grote mate tot een 

theoretische mogelijkheid gemaakt. De belangrijkste redenen daarvoor lijken te zijn 

gelegen in de verplichting van het Hof ervoor te zorgen dat binnen de gemeenschappelijke 

markt eenvormig recht geldt. In de visie van het Hof moet dit vooral tot stand worden 

gebracht door de instellingen van de Gemeenschap en niet door nationale autoriteiten te 

voorzien van grensoverschrijdende bevoegdheden: hoe minder nationale autoriteiten 

dergelijke bevoegdheden hebben, des te groter worden de wens en de noodzaak om een 

gemeenschappelijke (civiel)rechterlijke organisatie in het leven te roepen met 

geharmoniseerde procedures. 

Uit de analyse is gebleken dat arbitrage, mediation en andere vormen van alternatieve 

geschillenbeslechting slechts in beperkte mate zullen bijdragen aan eenvormige uitleg van 

Europees octrooirecht. De belangrijkste redenen van deze conclusie zijn het – in het 
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algemeen – vertrouwelijke karakter van arbitrage en het beperkte aantal octrooizaken. 

Niettemin zou arbitrage de kosten en complicaties kunnen reduceren die verbonden zijn 

aan het procederen over dezelfde inbreuk in verschillende landen met uiteenlopende 

porcedures. Arbitrage zou ook het risico van tegenstrijdige beslissingen kunnen beperken, 

en rechtszekerheid kunnen vergroten.

Onder bepaalde omstandigheden zou het in het leven roepen van een internationale 

instantie waaraan vragen van uitleg kunnen worden voorgelegd, een belangrijke stap 

vooruit kunnen zijn in de richting van eenvormige uitleg van het Europese octrooirecht. 

Daarvoor is in de eerste plaats nodig dat een belangrijk aantal verdragsstaten van het 

EOV met een aanzienlijk aantal octrooizaken een dergelijke instantie aanvaardt, en voorts 

dat de nationale autoriteiten daadwerkelijk vragen van uitleg aan die instantie voorleggen. 

Daarenboven zouden de nationale instanties zich tenminste verplicht moeten voelen de 

meningen van de internationale instantie tot op zekere hoogte te aanvaarden. 

Veelbelovende resultaten zouden daarom worden bereikt indien de verwijzing verplicht 

zou zijn en de meningen van de internationale instantie bindend zouden zijn. Een model 

dat alleen gebaseerd is op wil en dat geen druk uitoefent op de nationale autoriteiten lijkt 

een tamelijk zwakke optie voor de eenmaking van uitleg. 

Een nog beter middel om te komen tot eenvormige uitleg zou een gemeenschappelijk 

gerecht van beroep zijn. Als dit in het leven zou kunnen worden geroepen tezamen met de 

specialisering in de eerste aanleg op het nationale niveau – zo mogelijk met inbegrip van 

regels inzake samenwerking tussen de gerechten – en tezamen met een pakket van 

identieke procedureregels, zouden daarmee uiteindelijk heel goed dezelfde resultaten 

kunnen worden bereikt met betrekking tot eenvormige uitleg als met een 

gemeenschappelijk gerecht met twee instanties. De bestaande verschillen tussen de 

nationale rechtssystemen, praktijk en ervaring, alsmede vele nationale tekortkomingen 

zouden dan echter blijven bestaan. Bovendien zouden het procederen in verschillende 

landen over hetzelfde Europese octrooi en de negatieve effecten van forum shopping niet 

kunnen worden vermeden met uitsluitend een gemeenschappelijk hof van beroep.

Daarom zou een gemeenschappelijk gerecht met twee instanties dat zijn eigen 

procesrecht toepast, de beste en snelste weg zijn naar de totstandkoming van eenvormige 

rechtspraak met betrekking tot Europese octrooien. 
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Op basis van het mandaat van de Intergouvernementele Conferentie van de EOV-

verdragsstaten heeft de Working Party on Litigation een ontwerp voor een optionele 

European Patent Litigation Agreement (EPLA) uitgewerkt die een Europees octrooigerecht 

met twee instanties in het leven zou roepen voor de behandeling van geschillen over 

Europese octrooien. Omdat het gaat om een optionele Agreement, is duidelijk dat elke 

verdragsluitende staat zelf moet beslissen of hij tot de Agreement zou willen toetreden.

In het EPLA-ontwerp wordt voorgesteld een gedecentraliseerde eerste instantie in het 

leven te roepen met een Central Division en maximaal drie Regional Divisions in de 

verdragsluitende staten. Ter verzekering van eenvormige rechtspraak door de 

verschillende Divisions werd besloten dat de panels worden samengesteld uit ervaren 

juridische en technische rechters uit verschillende staten. De juridisch gekwalificeerde 

rechters zullen permanent worden toegewezen aan een bepaalde Division met het oog op 

het beter verzekeren van de voorspelbaarheid van de beslissingen, van consistente 

rechtspraak en een hoge kwaliteit. Onder het voorgestelde Europese systeem van 

octrooirechtspraak worden rechters aangemoedigd met elkaar te communiceren en samen 

te werken. Zij moeten loskomen van hun eigen juridische systemen en beleidsomgeving 

en wegen vinden om uiteenlopende visies bij elkaar te brengen op een objectieve manier 

en binnen de grenzen van het recht zoals vastgelegd door de regelgever. Het 

gecentraliseerde gerecht van beroep zal ervoor instaan dat de mogelijkheid van zelfs 

kleine verschillen in de rechtspraak in de gedecentraliseerde structuur wordt geëlimineerd. 

De geünificeerde rechtspraak over Europees octrooirecht zal ook invloed hebben op de 

uitleg van nationaal en Europees octrooirecht door rechters in de staten die niet wilden  

toetreden tot de EPLA. Het moge duidelijk zijn dat het probleem van het moeten 

procederen in verschillende landen en het probleem van forum shopping in Europa niet 

geheel kunnen worden opgelost zolang de EPLA optioneel is en niet alle verdragsluitende 

staten van het EOV zich bij de EPLA aansluiten. Indien echter enige, voor de 

octrooirechtspraak belangrijke landen zouden toetreden tot EPLA, zou het Europese 

octrooigerecht uit de aard der zaak een groot deel van de tegenwoordige rechtspraak 

inzake Europese octrooien voor zijn rekening nemen.

Het is duidelijk dat de benadering van de Europese Commissie ten aanzien van een 

Gemeenschapsoctrooigerecht gebaseerd op het voorstel van 2003 zou bijdragen aan de 
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eenvormigheid van de uitleg van het Europese octrooirecht. De mate waarin dat zou 

gebeuren zal echter vooral afhankelijk zijn van de aantrekkelijkheid van het 

gemeenschapsoctrooi en het gemeenschapsgerecht alsmede van de mate waarin 

daarvan gebruik wordt gemaakt. Hoe beter het gemeenschapsoctrooi het belang van de 

gebruikers dient, en hoe beter de kwaliteit van de benoemde rechters, des te groter zal de 

kans zijn dat eenvormige rechtspraak met betrekking tot Europees octrooirecht tot stand 

komt. De beste oplossing met betrekking tot eenvormige uitleg van Europees octrooirecht 

zou zijn als het gemeenschapsoctrooigerecht zich ook met Europese octrooien zou 

kunnen bezighouden. Een gemeenschapsoctrooi, met inbegrip van een 

gemeenschapsoctrooigerecht, kan echter alleen tot stand komen als alle EU-landen het 

unaniem eens zouden worden over het laatste compromis. De geschiedenis heeft ons 

geleerd dat dit zeer moeilijk is. Het is daarom duidelijk dat de snelste manier om te komen 

tot een gemeenschapsoctrooigerecht eruit bestaat dat eerst het optionele EPLA tot stand 

komt, met bepaalde wijzigingen indien deze noodzakelijk zijn om te voldoen aan het 

juridische EU-kader en om te verzekeren dat het Europese octrooigerecht zal worden 

vervangen door het toekomstige Gemeenschapsoctrooigerecht zodra de EU 

overeenstemming bereikt over het gemeenschapsoctrooi. De ervaring leert dat alleen een 

optioneel systeem, dat in het leven kan worden geroepen door een beperkt aantal 

geïnteresseerde landen, passende oplossingen biedt en perspectieven op implementatie 

binnen een aanvaardbare termijn.

Zoals Wild2457 scherpzinnig opmerkte: "the bottom line is that something will need to be 

done at some stage to clarify how European patent law should be interpreted. Whether 

this is through a Community patent, a pan-European litigation system, a series of 

directives or a combination of them, we cannot have the situation in which different parts of 

what is supposed to be a single market either do, or have the ability to do, interpret patent 

law in completely different ways. If such a situation does persist, then the entire economic 

premise of the European Union is completely undermined. It seems to be that it is that 

serious."

  
2457 See Wild Joff, EPO board attacks UK judge as software row flares up again, IAM Magazine, 15 June 
2007.
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